UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 8496791
Issue Date: December 17,2002
T :DECISION GRANTING PETITION
Application No. 09111691 "UNDER 37 CFR 1.378(0)
Filed: July 8,1998

Attorney Docket No. 18121-6-1

This is a decision on the electronic petition, filed December 21,2011 ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of December 21,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,496,791 20021217 09/111,691 1898-07-08 0£63034.0294

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
™ 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/bernadette lee/

Date (YYYY-MM-DD)

2011-12-21

Name

Bemadette Lee

Registration Number

60298

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6229562 2001-05-08 09111990 1898-07-08 2616/KREMEN

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
O 7Veyear (1552) (& 7 %year (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

(¢) Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Sole Patentee

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature.

Signature

fStanley H. Kremen/

Date (YYYY-MM-DD}

2011-03-23

Name

Stanley H. Kremen

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6229562

In re Patent No.
Issue Date: May 8,2001

09111990 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: July 8,1998
Attorney Docket No. 2616/KREMEN

This is a decision on the electronic petition, filed March 23,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 23,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.usplo.gov
RONALD C. DELONG
101 EAST NEEDMORE HIGHWAY MAILED

GRAND LEDGE MI 48837
pEC 15 200

OFFICE OF PETITIONS

Patent No. 5,947,356

Application No. 09/113,285 :

Filed: July 10, 1998 : ON PETITION
Issued: September 9, 1999 :

Attorney Docket No. 15757.00

This is a decision on the petition under 37 CFR 1.378(c), filed October 24, 2011, to accept the
delayed payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED AS MOOT.

Petitioner Steven K. DeLong, the son of inventor Ronald C. DelLong, filed a petition to accept
delayed payment of a maintenance fee on October 24, 2011. However, on November 7, 2011, Mr.
DeLong submitted a request to withdraw the petition. Further, a stop order was placed on the monies
submitted concurrently with the original petition. As such, the petition is hereby dismissed as moot.

Petitioner should note that any future petition to accept the delayed payment of a maintenance fee
under the unintentional standard may not be granted, as this may be viewed as an intentional delay.

A courtesy copy of this decision is being mailed to the address given on the petition.
Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

The centralized facsimile number is (571) 273-8300.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3206.

[Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

cc: STEVEN L. DELONG
26680 HENDRICKSON ROAD
CALUMET, MI 49913



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6303524
Issue Date: January 14,2003
Application No. 09114332 :DECISION GRANTING PETITION

July 13,1998 :UNDER 37 CFR 1.378(c)
Filed: uly 13,

Attorney Docket No. HORIO121PUS

This is a decision on the electronic petition, filed January 21,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 21,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6505524 2003-01-14 09/114,332 1898-07-13 HORI 0121 PUS

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

HJeremy J. Curcuri/

Date (YYYY-MM-DD)

2011-01-21

Name

Jeremy J. Curcuri

Registration Number

42454

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



o
UNITED STATES PATENT AND TRADEMARK OFFICE '

Commissioner for Patents
United States Patent and Trademark Office -
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Paper No. 7

BAKER & MCKENZIE LLP
PENNZOIL PLACE, SOUTH TOWER
711 LOUISIANA, STE. 3400
HOUSTON TX 77002

MAILED
DEC 012010
OFFICE OF PETITIONS

In re Patent No. 5,967,784

Issue Date: 10/19/1999 :

Application Number: 09/114,697 : ON PETITION
Filing Date: 01/13/1998 :

Attorney Docket Number:

1562-PAT

This is a decision is in response to the petition under 37 CFR
1.378(b), filed on September 15, 2010, to accept the delayed
payment of the maintenance fee for the above-identified patent.

The petition is dismissed.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b). Any such petition for reconsideration must be accompanied
by the petition fee of $400.00 as set forth in 37 CFR 1.17(f).
The petition for reconsideration should include an exhaustive
attempt to provide the lacking item(s) noted below, since, after
a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the
Director.

The patent issued on October 19, 1999. The first maintenance fee
payment was timely made. The second maintenance fee could have
been paid during the period from October 19, 2006, through April
19, 2007, or, with a surcharge, during the period from April 20
through October 19, 2007. Accordingly, this patent expired at
midnight on October 19, 2007, for failure to timely remit the
maintenance fee.

DIW Nov-10
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~Petitioner, patentee Michael J. Powers, states, in pertinent
part:

4. I was not aware that the patent had lapsed for
failure to pay fees.

5. My patent attorney died before 2007. He was one of
two or three members of a small local law firm, only
one of whom remains in practice.

6. That firm has no records of having attempted to
notify me about the fee deadline, but assured me it was
their standard practice.

7. My orthodontic practice dissolved in about 2004 due
to my disability, whereon I sold my practice to another
practitioner and closed my office.

8. I have moved four times since then.

9. 1If the law firm did attempt to notify me about the
coming fee deadline, that notice never reached me.

A petition to accept the delayed maintenance fee under 35 U.S.C.
§ 41(c) and 37 CFR 1.378(b) must be accompanied by (1) an
adequate, verified showing that the delay was unavoidable, since
reasonable care was taken to ensure that the maintenance fee
would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of,
the expiration of the patent, (2) payment of the appropriate
maintenance fee, unless previously submitted, and (3) the payment
of the surcharge set forth in 37 CFR 1.20(i). This petition
lacks item (1).

A late maintenance fee is considered under the same standard as
that for reviving an abandoned application under 35 U.S.C. § 133
because 35 U.S.C. § 41(c) (1) uses identical language (i.e.
“unavoidable delay”). Ray v. Lehman, 55 F.3d 606, 608-09, 34
UsSpPQ2d 1786, 1787 (Fed. Cir. 1995) (quoting In re Patent No.
4,409,763, 7 USPQ2d 1798, 1800 (Comm’r Pat. 1989)).
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Decisions reviving abandoned applications have adopted the
reasonably prudent person standard in determining if the delay
was unavoidable.? In this regard:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.?

A patent owner's failure to pay a maintenance fee may be
considered to have been "unavoidable" if the patent owner
"exercised the due care of a reasonably prudent person." Ray v.
Lehman, 55 F.3d 606, 608-09 (Fed.Cir.), cert. denied, -- U.S. ---
, 116 S.Ct. 304, L.Ed.2d 209 (1995). This determination is to be
made on a "case-by-case basis, taking all the facts and,
circumstances into account." Smith v. Mossinghoff, 671 F.2d 533,
538, 213 USpPQ 977, 982 (D.C. Cir. 1982). Unavoidable delay under
35 U.S.C. § 41(b) is measured by the same standard as that for
reviving an abandoned application under 35 U.S.C. § 133. In re

Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (PTO Comm'r 1988).

In view of In re Patent No. 4,409,763, this same standard will be
applied to determine whether "unavoidable" delay within the
meaning of 37 CFR 1.378(b) occurred.

! Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (Comm’r Pat. 1887) (the term
“unavoidable” “is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used by prudent and careful men in
relation to their most important business”).

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec.
Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138
USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte
Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913). In addition, decisions on revival are
made on a “case-by-case basis, taking all the facts and circumstances into account.”
Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (b.C. Cir. 1982). Finally,
a petition cannot be granted where a petitioner has failed to meet his or her burden
of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314,
316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).
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This petition does not satisfy the requirement of 37 CFR
1.378(b) (3). The statements presented in the petition fail to
satisfy the showing required to establish unavoidable delay
within the meaning of 37 CFR 1.378(b).

As 35 U.S.C. § 41(c) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 U.S.C. §
133, a reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees. Ray, 55 F.3d at 609, 34 USPQ2d at 1788.
That is, an adequate showing that the delay was "unavoidable"
within the meaning of 35 U.S.C. § 41(c) and 37 CFR 1.378 (b) (3)
requires a showing of the steps taken to ensure the timely
payment of the maintenance fees for this patent. Id.

At the outset, petitioner states that his previous patent
attorney deceased “before 2007". Petitioner must provide the
date that the attorney died or closed his practice in order to
assist in the determination of whether the delay was unavoidable.

Additionally, as petitioner states that one of the attorneys who
was a member of the law firm which petitioner’s attorney was also
a member is still in practice, it is unclear whether petitioner’s
counsel was associated with another attorney or law firm at the
time of his death, whether that attorney had agreed to assume
responsibility for matters concerning petitioner’s attorney’s
clients in the event of the attorney’s death or incapacitation,
and whether the maintenance fees for the present patent were
docketed in a reliable tracking system. Petitioner must also
explain who, if anyone, took over the attorney’s docketed
caseload after his death, and what actions were taken to ensure
that the attorney’s cases were properly handled.

In this respect, petitioner should send a letter (accompanied by
a copy of this decision) to the surviving partner(s) in the
attorney’s law practice, if any, or his legal representative, if
no other attorney has acquired the law practice, by registered or
certified mail, return receipt requested, indicating that the
USPTO is requesting the assistance of the attorney’s law firm
and/or legal representative in determining the circumstances
surrounding the expiration of this application, and is
specifically requesting a statement as to who, if anyone, was
responsible for docketing and payment of the maintenance fees for
the present patent, and if the attorney’s law firm or legal
representative was responsible, why petitioner was not timely
notified that the second maintenance fee was due. Such
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statements should be accompanied by copies of any documents
(e.g., correspondence between petitioner and counsel) relevant to
the docketing of maintenance fees in this patent. 1In the event
that the law firm or legal representative fails to provide a
statement within a period (e.g., within one (1) month) specified
in such letter, petitioner should submit a copy of such letter
and the return receipt indicating its delivery to the attorney’s
law firm or legal representative with any renewed petition under
37 CFR 1.137(a).

Furthermore, as it is noted that it is petitioner who is
ultimately responsible for the payment of maintenance fees,
petitioner must explain what agreement existed between the patent
attorney and petitioner regarding providing notice that the
maintenance fees were due. Copies of any written agreements or
other memoranda must be provided with any renewed petition.

The Patent and Trademark Office must rely on the actions or
inactions of duly authorized and voluntarily chosen
representatives of the applicant, and applicant is bound by the
consequences of those actions;or inactions. Link v. Wabash, 370
U.S. 626, 633-34 (1962); Huston v. Ladner, 973 F.2d 1564, 1567,
23 USPQ2d 1910, 1913 (Fed. Cir. 1992); see also Haines v. Quigg,
673 F. Supp. 314, 317, 5 USPQ2d 1130, 1132 (N.D. Ind. 1987).
Specifically, petitioner's delay caused by the actions or
inactions of his voluntarily chosen representative is a delay
binding on petitioner. See Haines v. Quigg, supra; Smith v.

Diamond, 209 USPQ 1091 (D.D.C. 1981); Potter v. Dann, 201 USPQ
574 (D.D.C. 1978); Ex parte Murray, 1891 Dec. Comm’r Pat. 130,
131 (Comm’r Pat. 1891). Furthermore, petitioner is reminded that

the Patent and Trademark Office is not the proper forum for
resolving a dispute between petitioner and petitioner's
representative. Ray v. Lehman, 55 F.3d 608-09, 34 USPQ2d 1786,
1787 (Fed. Cir. 1995). Petitioners were not forced, but rather
made a conscious decision to obtain the services of the chosen
representative in payment of the maintenance fees for this
patent, and therefore must be held accountable for his actions,
or lack thereof, before the Office.

Further, with regards to petitioner’s assertion that his
attorney’s law firm failed to notify petitioner that the
maintenance fee was due, in accordance with the law firm’s
standard practice, petitioner’s reliance on his attorney to
inform him as to when the maintenance fee is due merely shifts
the focus of the inquiry from petitioner to whether the attorney
or agent acted reasonably and prudently. Ray v. Lehman, 55 F.3d
606, 608-09, 34 USPQ2d 1786, 1878 (Fed. Cir. 1995). As such,
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assuming that the agent had been so engaged, then it is incumbent
upon petitioner to demonstrate, via a documented showing, that
the attorney or agent had docketed this patent for the first
maintenance fee payment in a reliable tracking system. Id. If
petitioner cannot establish that agent had been so engaEEd, then
petitioner will have to demonstrate what steps were established
by petitioner to monitor and pay the maintenance fee.

The above paragraph notwithstanding, petitioner is reminded that
the failure of communication between an applicant and counsel is
not unavoidable delay. In re Kim, 12 USPQ2d 1595 (Comm’r Pat.
1988). Specifically, delay resulting from a lack of proper
communication between a patent holder and a registered
representative as to who bore the responsibility for payment of a
maintenance fee does not constitute unavoidable delay within the
meaning of 35 U.S.C. § 41(c) and 37 CFR 1.378(b). See Ray v.
Lehman, 55 F.3d 606, 608-09, 34 USPQ2d 1786, 1878 (Fed. Cir.
1995). Moreover, the Office is not the proper forum for
resolving a dispute as to the effectiveness of communications
between parties regarding the responsibility for paying a
maintenance fee. Id. Petitioners were not forced, but rather made
a conscious decision to obtain the services of the chosen
representative in payment of the maintenance fees for this
patent, and therefore must be held accountable for his actions,
or lack thereof, before the Office.

Lastly, with regard to petitioner’s contention that he was
unaware that the maintenance fee was due, a delay resulting from
a lack of knowledge or improper application of the patent
statute, rules of practice, or the MPEP does not constitute an
"unavoidable" delay. See Haines v. Quigg, 673 F. Supp. 314, 317,
5 UspQ 1130, 1132 (N.D. Ind. 1987), Vincent v. Mossinghoff, 230
USPQ 621, 624 (D.D.C. 1985); Smith v. Diamond, 209 USPQ 1091
(D.D.C. 1981); Potter v. Dann, 201 USPQ 574 (D.D.C. 1978); Ex
parte Murray, 1891 Dec. Comm’r Pat. 130, 131 (Comm’r Pat. 1891).
As the showing of record does not rise to the level of
unavoidable delay, the petition will be dismissed.

In summary, while the circumstances surrounding the delay in
payment of the second maintenance fee are unfortunate, the
showing of record does not rise to the level of unavoidable
delay. The petition will therefore be dismissed.

Petitioner should note that if this petition is not renewed, or
if renewed and not granted, then the maintenance fee and post-
expiration surcharge are refundable. The $400.00 petition fee for
expedited consideration is not refundable. The $400.00 petition
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fee for seeking reconsideration is not refundable. Any request
for refund should be in writing to the address noted below.

The address in the petition is different than the correspondence
address. A copy of this decision will be mailed to the address
in the petition. All future correspondence, however, will be
mailed solely to the address of record. Petitioner should file a
change of correspondence address if the correspondence address is
to be updated.

Petitioner is cautioned to avoid submitting personal information
in a patent application that may contribute to identity theft.

If personal information such as social security numbers, bank
account numbers, or credit card numbers are included in documents
submitted to the USPTO (other than a check or credit card
authorization form PTO-2038 submitted for payment purposes),
petitioners should consider redacting such personal information
from the documents before submitting them to the USPTO. This
type of personal information is never required by the USPTO to
support a petition or an application. Petitioner is advised that
any information submitted in an application is available to the
public after publication of the application (unless a non-
publication request in compliance with 37 CFR 1.213(a) is made in
the application) or issuance of a patent. Furthermore,
information from an abandoned application may also be available
to the public if the application is referenced in a published
application or an issued patent (see 37 CFR 1.14). Checks and
credit card authorization forms PTO-2038 submitted for payment
purposes are not retained in the application file and therefore
are not publicly available.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314
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Telephone inquiries should be directed to the undersigned at 571-
272-3231.

Yy

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: Change of Correspondence Address—Patent
Cc: MICHAEL J. POWERS

1303 BLACK SAGE CIRCLE
NOPOMO CA 93444
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MICROSOFT CORPORATION MAILED

ONE MICROSOFT WAY | | .A

REDMOND WA 98052 | APR 112011
OFFICE oF PETITIONS

In re Patent No. 5,963,208

Issue Date: October 5, 1999 . :

Application No. 09/115,459 : NOTICE
Filed: July 14, 1998 :

Attorney Docket No. 102368-1101

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998). » :

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

i

Thurman K. Pa e
Petitions Examiner
Office of Petitions
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Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 8469458
Issue Date: October 22,2002
Application No. 09116251 :DECISION GRANTING PETITION

July 16,1998 :UNDER 37 CFR 1.378(c)
Filed: uly 16,

Attorney Docket No. 0102/0017

This is a decision on the electronic petition, filed March 22,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 22,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6469458 2002-10-22 09116251 1898-07-16

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
™ 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the

form of the signature

Signature /Marvin Motsenbocker/

Date (YYYY-MM-DD)

2012-03-22

Name Marvin A. Motsenbocker

Registration Number

36614

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITEI’TES PATENT AND TRADEMARK OFFIC.\

Commissioner for Patents
United States Patéenit'and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
MCDERMOTT WILL & EMERY LLP
11682 EL. CAMINO REAL
SUITE 400
SAN DIEGO CA 92130
MAILED
' AUG 26 2010
In re Patent No. 6,555,398 :
Issue Date: April 29, 2003 S OFFICE OF PETITIONS

Application No. 09/422,174 C ON PETITION
Filed: October 22, 1999 :
Attorney Docket No. MSLIN99-001

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit
held that 37 CFR 1.28(c) is the sole provision governing the time for correction of the
erroneous payment of the issue fee as a small entity. See DH Technology v.
Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1,
1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

e Ol

an Olszewski
Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 02/28/11
TO SPE OF cARTUNIT ___3729
SUBJECT : Request for Certificate of Correction for Appl. No.: 09/117.970 Patent No..___ 6233818

CofC mailroom date: 12/8/10

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

RoChaun Johnson

Certificates of Correction Branch
703-756-1580

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below. -

Comments: Approved

/Derris H. Banks/

SPE Art Unit
3729

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Alexandria, VA 22313-1450
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COZEN O’CONNOR )
277 PARK AVENUE - MAILED
20™ FLOOR ' 2011
NEW YORK NY 10172 DEC 13

QFFICE OF PETITIONS

In re Patent No. 6,076,655

Issue Date: June 20, 2000 :

Application No. 09/118,611 : NOTICE
Filed: July 17, 1998 :

Attorney Docket No. 914.1105

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane C. Goodwyn at (571) 272-
6735.

Thurman K. Page
Petitions Examiner
Office of Petitions
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In re Patent No. 6,073,753

Issue Date: June 13, 2000 :

Application No. 09/118,708 : NOTICE
Filed: July 17, 1998 : :

Attorney Docket No. 914.1106

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the

issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane C. Goodwyn at (5§71) 272-
6735.

~.

Thurman K. Page
Petitions Examiner
Office of Petitions
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Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6205054 2001-09-25 09119975 1898-07-21 KAJ-1P1B

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
O 7Veyear (1552) (& 7 %year (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-10-C1

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22
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Commissioner for Patents

United States Patent and Trademark Office
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In re Patent No. 6293054
Issue Date: September 25,2001
Application No. 09119975 :DECISION GRANTING PETITION

July 21,1998 :UNDER 37 CFR 1.378(c)
Filed: uly 21,

Attorney Docket No. KAJ-1P1B

This is a decision on the electronic petition, filed October 4,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 4,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

CPA GLOBAL LIMITED
2318 Mill Road 12th Floor
ALEXANDRIA VA 22314

In re Patent No. 6,295,054

Issued: 09/25/2001

Application No. 09/119,975

Filed: 09/25/2001

Title: PIXEL BUFFER CIRCUITS FOR
IMPLEMENTING IMPROVED METHODS
OF DISPLAYING GREY-SCALE OR
COLOR IMAGES

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

MAILED

JuL 252011
OFFICE OF PETITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

CFR 1.28 filed July 8, 2011.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to

imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this

patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3211.

C. - Donnely

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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Legal Department (M-495)

P.O. Box 1926
Spartanburg SC 29304 MAILED
| | 0CT 262011
OFFICE OF PETITIONS

In re Patent No. 6,211,099

Issued: 04/03/2001 :

Application No. 09/119,992 : NOTICE
Filed: 07/21/1998 :

Attorney Docket No. 6347

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28 filed October 11, 2011.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done. '

Your fee deﬁcienéy submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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UNITED STAE‘ES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No.
BROWN RUDNICK LLP AAN
ONE FINANCIAL CENTER MNUED
BOSTON, MA 02111 FEB 28 2012
QFFCE OF PETITIONS

In re Patent No. 6,404,779
Issue Date: June 11, 2002 :
Application No. 09/120,448 : ON PETITION
Filed: July 22, 1998 :
Patentee: John L. Silvers

This is a decision on the petition under 37 CFR 1.378(c), filed January 23, 2012, to accept the delayed
payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

This patent issued on June 11, 2002. Accordingly, this patent expired on Junel1, 2010 for failure to pay
the second maintenance fee. Since the petition was submitted within twenty-four months after the six —
month grace period provided in 37 CFR 1.362(¢), the petition was timely filed under the provisions of 37
CFR 1.378(c).

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 41(c) and
37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay was unintentional; (2) payment
of the appropriate maintenance fee, unless previously submitted; (3) payment of the surcharge set forth in
37 CFR 1.20(i)}2). -

The petition lacks item (1) above. In this regard, the petition is not signed, as required by 37 CFR
1.378(d), by an attorney or agent registered to practice before the Patent and Trademark Office,
the patentee, or the assignee or other party in interest as established by 37 CFR 3. 73(b)
Consequently, the petition is considered not to contain a proper statement of unintentional delay and
cannot be accepted.

137 CFR 3.73(b) provides that: (1) when an assignee seeks to take action in a matter before the Office, the assignee must establish its ownership
of the property to the satisfaction of the Commissioner; (2) ownership is established by submitting to the Office, in the Office file related to the
matter in which action is sought to be taken, documentary evidence of a chain of title from the original owner to the assignee (e.g., copy of an
executed assignment submitted for recording) or by specifying (e.g., reel and frame number) where such evidence is recorded in the Office; (3)
the submission establishing ownership must be signed by a party authorized to act on behalf of the assignee; and (4) documents submitted to
establish ownership may be required to be recorded as a condition to permitting the assignee to take action in a matter pending before the Office.
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If reconsideration of this decision is desired, a properly signed petition for reconsideration under 37 CFR
1.378(e) must be filed within TWO (2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or (b). Any such petition for
reconsideration must be accompanied by the petition fee of $400 as set forth in 37 CFR 1.17(f). The
petition for reconsideration must also include any lacking item(s) noted above, since, after a decision on
the petition for reconsideration, no further reconsideration or review of the matter will be undertaken by
the Director. For applicant’s convenience a Statement under 37 CFR 3.73(b) is attached.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
: Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
‘Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: » A(571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web?

If petitioner does not wish to pursue reinstatement of this expired patent, petitioner may request a
refund of the $1,425 maintenance fee and the $1,640 surcharge fee submitted with the petition.
The request should be made in writing and addressed to: Mail Stop 16, Director of the U.S.
Patent and Trademark Office, P. O. Box 1450, Alexandria, VA 22313-1450. A copy of this
decision should accompany petitioner’s request.

2 www.uspto.gov/ebe/efs_help.html (for help using EFS-Web call the Patent Electronic Business Center
at (866) 217-9197)




/‘5'
»“ .
s

U.S. Patent No. 6,404,779 ' Page 3

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.
/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

Attachment: Statement Under 37 CFR 3.73(b)

cc: ROY L. SALOMONS
63-95 AUSTIN STREET, APT. 4 J
FOREST HILLS, NY 11374
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Approved for use through 07/31/2012. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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STATEMENT UNDER 37 CFR 3.73(b)

Applicant/Patent Owner:

Application No./Patent No.: Filed/lssue Date:
Titled:
,a
(Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, govemment agency, etc.

states that it is:

1. I:] the assignee of the entire right, title, and interest in;

2. [:' an assignee of less than the entire right, title, and interest in
(The extent (by percentage) of its ownership interest is %); or
3. |:] the assignee of an undivided interest in the entirety of (a complete assignment from one of the joint inventors was made)

the patent application/patent identified above, by virtue of either:

A D An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel , Frame , or for which a
copy therefore is attached. '

OR 4 .
B. D A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

2. From: To:

The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.

3. From: ’ To:

The document was recorded in the United States Patent and Trademark Office at
Reel ., Frame , or for which a copy thereof is attached.

D Additional documents in the chain of title are listed on a supplemental sheet(s).

As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner to the assignee was,
or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08] '

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

‘Signature _ Date

Printed or Typed Name Title

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
_process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time
you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in éompleting the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark

Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of

.Congress submitting a request involving an individual, to whom the record pertains, when the

individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the -
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

‘A record in this system of records may be disclosed, as a routine use, to another federal

agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)). '

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which

became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent. :
A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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BANNER & WITCOFF, LTD. MAILED

28 STATE STREET

SUITE 1800 AR 28 2012
BOSTON, MA 02109-1701 OFFICE OF PETITIONS

In re Patent No. 6,404,779

Issue Date: June 11, 2002 :

Application No. 09/120,448 : ON PETITION
Filed: July 22, 1998 :

Attorney Docket No.: 007226.00003

This is a decision on the renewed petition under 37 CFR 1.378(e), filed February 27, 2012, requesting
reconsideration of a prior decision which refused to accept the delayed payment of a maintenance fee
under 37 CFR 1.378(c) for the above identified patent.

The petition is not signed by a registered patent attorney or agent of record. However, in accordance
with 37 CFR 1.34, the signature of Ernest V. Linek appearing on the correspondence shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent the
particular party on whose behalf he acts.

The petition is GRANTED.

This patent expired on June 11, 2010 for failure to pay the second maintenance fee. On January 23,
2012, a petition under the provisions of 37 CFR 1.378(c) was filed; however, the petition was
dismissed in a decision mailed February 23, 2012. In response on February 27, 2012, the present
petition was filed, including the $400 petition fee set forth in 37 CFR 1.17(f).

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 41(c)
and 37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay ‘was unintentional; (2)
payment of the appropriate maintenance fee, unless previously submitted; and (3) payment of the
surcharge set forth in 37 CFR 1.20(1)(2).

It is not apparent whether the person signing the statement of unintentional delay was in a position to
have firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nonetheless,
such statement is being treated as having been made as the result of a reasonable inquiry into the facts
and circumstances of such delay. In the event that such an inquiry has not been made, petitioner must
make such an inquiry. If such inquiry results in the discovery that the delay in paying the mainte-
nance fee under 37 CFR 1.378(c) was intentional, petitioner must notify the Office. Receipt is
acknowledged of the requisite maintenance fee and surcharge.

In view of the above, the 7 Y2 year maintenance fee in this case is hereby accepted and the above-
identified patent is reinstated as of the mail date of this decision.
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Petitioner will not receive future correspondence related to maintenance fees for the patent unless a
“Fee Address” Indication Form (see PTO/SB/47) and Request for Customer Number (see
PTO/SB/125) are submitted.

Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-3204.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SITRICK & SITRICK MAILED
8340 N LINCOLN AVENUE SUITE 201 .
SKOKIE, IL 60077 JuL 057201

OQFFICE QF PETITIONS

In re Patent No. 6,442,135

Issue Date: August 27, 2002 :

Application No. 09/120,672 : ON PETITION
Filed: July 22, 1998 :

Attorney Docket No. SYN 1703

This is a decision in response to a petition filed June 6, 2011, under 37 CFR 1.378(c), to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on August 28, 2010, for failure to pay the 7 /2 year maintenance fee. Since this
petition was submitted within twenty-four months after the six-month grace period provided in 37
CFR 1.362(e), the petition was timely filed under the provisions of 37 CFR 1.378(c).

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the mail
date of this decision.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

(bl Ol
Alicia Kelley-Collier

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 8439848
Issue Date: October 1,2002
T :DECISION GRANTING PETITION
Application No. 09120734 "UNDER 37 CFR 1.378(0)
Filed: July 23,1998

Attorney Docket No. 0102/0018

This is a decision on the electronic petition, filed March 22,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 22,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6459848 2002-10-01 09120734 1898-07-23

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
™ 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the

form of the signature

Signature /Marvin Motsenbocker/

Date (YYYY-MM-DD)

2012-03-22

Name Marvin A. Motsenbocker

Registration Number

36614

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE ; 11/07/11

TO SPE OF TART UNIT
Patent No.: 6816145

SUBJECT : Request for Certificate of Correction for Appl. No.: §$] 2885,

CofC mailroom date;  18/31/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

N R R 3 TR S AN SRR S e e RN
SRR e .h\i‘**@%\\.‘,‘\‘,\?ws\."1\\&5%«\*33&,\’:\3@&@%’&;}

3
i

Should the changes to claim 15 be approved?

jresersaserrasensses,,

Lvmonte Newsome

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

PTOL-306 (REV. 7/03)

U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

& Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments:
/ALEXANDER EISEN/ 2629
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20111107
DATE : November 07, 2011
TO SPE OF : ART UNIT 2629

SUBJECT : Request for Certificate of Correction on Patent No.: 6,816,145
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

/ALEXANDER EISEN/
Supervisory Patent Examiner.Art Unit 2629

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6201568 2001-03-13 09121155 1898-07-22 2170162-00006

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) ™ 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

@ A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Sole Patentee

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature.

Signature

/d scott watkins/

Date (YYYY-MM-DD}

2011-03-04

Name

D. Scott Watkins

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6201568
Issue Date: March 13,2001
T :DECISION GRANTING PETITION
Application No. 09121155 "UNDER 37 CFR 1.378(0)
Filed: July 22,1998

Attorney Docket No. 6W10-1-020

This is a decision on the electronic petition, filed March 12,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 12,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

RADER FISHMAN & GRAUER PLLC
39533 Woodward Avenue
Bloomfield Hills, MI 48304

In re Patent No. 6,079,025

Issued: 06/20/2000

Application No. 09/121,352

Filed: 07/23/1998

Attorney Docket No. A-63856-011/

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
SEP 08 2011
OFFICE OF PETITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

CFR 1.28 filed August 10, 2011.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to

imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this

patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3211.

C-? Dornersl

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6162033
Issue Date: December 19,2000
Application No. 09121384 :DECISION GRANTING PETITION

July 23,1998 :UNDER 37 CFR 1.378(c)
Filed: uly 23,

Attorney Docket No. 60246-029

This is a decision on the electronic petition, filed September 8,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of September 8,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6162033 2000-12-19 09121384 1898-07-23 60298-633 PUS1

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Mheodore W. Qlds/

Date (YYYY-MM-DD)

2010-09-08

Name

Theodore W. Olds

Registration Number

33080

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
BORSON LAW GROUP, PC
1078 CAROL LANE, #260 AUG 19 2010
LAFAYETTE, CA 94549 OFFICE OF PETITIONS

In re Application of

Robert Bridenbaugh, et al. :

Application No. 09/121,798 : ON PETITION
Filed: July 23, 1998 : ‘
Attorney Docket No.: ACACIA-01002US0O

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed June 21, 2010.

The petition is GRANTED.

The application became abandoned for failure to timely pay the issue and publication fees on or
before May 25, 2010, as required by the Notice of Allowance and Fee(s) Due mailed February
25,2010. A Notice of Abandonment was subsequently mailed on June 14, 2010. On June 21,
2010, the present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of the $1,510 issue fee and $300 publication fee; (2) the petition fee of $1,620;
and (3) an adequate statement of unintentional delay.

The application is being referred to the Office of Data Management to be processed into a patent.

Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing as a patent should be directed to (571) 272-4200.

Sheminkley

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 2923426
Issue Date: July 13,1999
icati :DECISION GRANTING PETITION
Application No. 09121985 "UNDER 37 CFR 1.378(0)
Filed: July 24,1998

Attorney Docket No. MHO-030-P2

This is a decision on the electronic petition, filed August 26,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of August 26,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5923426 1899-07-13 09121985 1898-07-24 MHO-030-P2

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

@ A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Sole Patentee

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature.

Signature

/Robert M. Perchak/

Date (YYYY-MM-DD}

2011-08-26

Name

Robert M. Perchak

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6301242
Issue Date: October 9,2001
T :DECISION GRANTING PETITION
Application No. 09122565 "UNDER 37 CFR 1.378(0)
Filed: July 24,1998

Attorney Docket No. 211/237

This is a decision on the electronic petition, filed October 18,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 18,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6301242 2001-10-09 09122565 1898-07-24 2111237

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-10-15

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

. P.O. Box 1450
Alexandria, VA 22313-1450

- www.uspto.gov

GIFFORD, KRASS, SPRINKLE, ANDERSON & CITKOWSKI, P.C

PO BOX 7021
TROY MI 48007-7021 MAILED
JUL 18 2011
OFFICE OF PETITIONS

In re Application of

Michael A. Masini :

Application No. 09/123,148 : NOTICE
Patent No. 6,004,353 :

Filed: July 27,1998

Attorney Docket No. MED-00802/29

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions
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UNITED STATES PA| !I'\IT AND TRADEMARK OFFICE I

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
oW Jan-11

Paper No. 10

WILLIAM H MEISE

P O BOX 344 :
PENNS PARK PA 18943 MAILED
JAN 31 2011

OFFICE OF PETITIONS

In re Patent No. 5968067

Issue Date: 10/19/1999 :

Application Number: 09/123277 : LETTER DISMISSING PETITION
Filing Date: 07/28/1998 : '

For: SURGICAL PENILE DILATOR

INSTRUMENT AND METHOD FOR ITS

USE

This is a decision on the petition filed on November 12, 2010,
under 37 CFR 1.377 to review the prior refusal of the PTO to
accept and record a timely maintenance fee payment for the above-
identified patent.

The petition is dismissed.

The patent issued on October 19, 1999. The first and second
maintenance fees were timely paid. The window for payment of the
third maintenance fee opened on October 19, 2010. The
maintenance fee may be paid until April 19, 2011, or, with a
surcharge for late payment, from April 20, 2011 through October
19, 2011. .

Petitioners state that payment of the third maintenance fee was
timely proffered, but was applied not applied to the correct
patent number.

Petitioners request that the maintenance fee be applied to the
above-referenced patent.

A grantable petition under 37 CFR 1.377 to accept and record a
maintenance fee requires:

(1) submission of the petition be submitted within two
months of the action complained of;



y

Patent No. 5,968,067 o 2

(2) payment of the petition fee;

(3) proof that the maintenance fee, and any applicable
surcharge, was received in the Office prior to the date of patent
expiration, and

(4) proof that proper identification of the patent and
application numbers under 37 CFR 1.366(c) was submitted with the
maintenance fee payment.

The petition lacks item (2) and (4).

In regards to item (2), a petition fee of $200.00 is required
upon filing of a petition under 37 CFR 1.377. No petition fee has
been submitted. Therefore, the merits of this petition will not
be discussed. Petitioner must submit the required fee with a
renewed petition.

In regards to item (4), the Office cannot determine whether at
least one mandatory identifier was correct as required by 37 CFR
1.366(c). While petitioner has provided a copy of the check
submitted as payment of the maintenance fee, a copy of the
transmittal letter containing the proper identifying information
has not been provided. As such, petitioners must provide a copy
of any transmittal letter previously sent to the Office in order
for the Office to determine whether or not the present petition
is grantable.

Any renewed petition should be submitted within TWO (2) MONTHS to
be considered timely.

The address in the petition is different than the correspondence
address. A courtesy copy of this decision is being mailed to the
address in the petition. All future correspondence, however,
will be mailed solely to the address of record. A change of
correspondence address (copy enclosed) should be completed and
returned if the correspondence address need to be updated.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition,
: Commissioner for Patents
P.0O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

By hand: Customer Service Window



Patent No. 5,968,067

Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Any questions concerning this matter may be directed to the
undersigned at (571) 272-3231.

ool

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: PTO/SB/123
Cf: MICHAEL MOOREVILLE, MD

287 SYCAMORE AVENUE
MERION STATION PA 19066



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
OIW Mar- 11

“Paper No.

WILLIAM H MEISE
P O BOX 344
PENNS PARK PA 18943

MAILED
MAR 312011
OFFICE OF PETITIONS

In re Patent No. 5,968,067

Issue Date: 10/19/1999 :

Application Number: 09/123,277 : LETTER DISMISSING PETITION
Filing Date: 07/28/1998 :

For: SURGICAL PENILE DILATOR

INSTRUMENT AND METHOD FOR ITS

USE

This is a decision in reference to the paper filed on February
14, 2011, styled as a renewed petition under 37 CFR 1.377, to
review the prior refusal of the PTO to accept and record a timely
maintenance fee payment for the above-identified patent.

The petition is dismissed.

The patent issued on October 19, 1999. The first and second
maintenance fees were timely paid. The window for payment of the
third maintenance fee opened on October 19, 2010. The
maintenance fee may be paid until April 19, 2011, or, with a
surcharge for late payment, from April 20, 2011 through October
19, 2011.

At the outset, the papers are not properly signed. 37 CFR
1.33(b) states that amendments and other papers filed in an
application must be signed by a patent practitioner or all of the
applicants for patent. The subject petition is unsigned, and the,
cover letter is signed only by joint inventor Michael Mooreville.
A renewed petition signed by all joint inventors is required to
be filed if reconsideration is requested.

Specifically, the unsigned paper filed with the petition states:
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I received a notification letter to pay the maintenance
fee on my patent on 11/23/09, which I paid on 01/05/10,
but I did not pay attention to the patent number, and I
just realized that your letter to me had my name
attached to the wrong patent (5,740,805). Please
correct your error and apply the payment to the right
patent (5,968,067). I am including proof of payment,
your letter with the wrong patent number, and the
previous maintenance fee reminder from 2003.

A grantable petition under 37 CFR 1.377 to accept and record a
maintenance fee requires: ‘

(1) submission of the petition be submitted within two
months of the action complained of;

(2) payment of the petition fee;

(3) proof that the maintenance fee, and any applicable
surcharge, was received in the Office prior to the date of patent
expiration, and

(4) proof that proper identification of the patent and
application numbers under 37 CFR 1.366(c) was submitted with the
maintenance fee payment.

The petition lacks item (4).

In regards to item (4), the showing of record does not indicate
that at least one mandatory identifier was correct as required by
37 CFR 1.366(c).

As stated in MPEP 2580:

A petition under 37 CFR 1.377 would not be appropriate
where there is a complete failure to include at least
one correct mandatory identifier as required by 37 CFR
1.366(c) for the patent since no evidence would be
present as to the patent on which the maintenance fee
was intended to be paid. If the maintenance fee payment
with an incorrect mandatory identifier was made near
the end of the grace period, the patent might expire
since the Office would not credit the fee to the
patent. A petition under 37 CFR 1.377 would not be
appropriate where the patentee paid a maintenance fee
on one patent when the patentee intended to pay the
maintenance fee on a different patent but through error
identified the wrong patent number and application
number. Likewise, a petition under 37 CFR 1.377 would
not be appropriate where the entire maintenance fee
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payment) including any necessary surcharge, was not
filed prior to expiration of the patent.

Further, with regards to the request for refund, 37 CER 1.26(a)
states that:

The Director may refund any fee paid by mistake or in
excess of that required. A change of purpose after the
payment of a fee, such as when a party desires to
withdraw a patent filing for which the fee was paid,
including an application, an appeal, or a request for
an oral hearing, will not entitle a party to a refund
of such fee.

MPEP 607.02 states, in pertinent part that:

Under 35 U.S.C. 42(d) and 37 CFR 1.26, the Office may
refund: (1) a fee paid by mistake (e.g., fee paid when
no fee is required); or (2) any fee paid in excess of
the amount of fee that is required. See Ex parte Grady,
59 USPQ 276, 277 (Comm’r Pat. 1943) (the statutory
authorization for the refund of fees under the “by
mistake” clause is applicable only to a mistake
relating to the fee payment).

When an applicant or patentee takes an action “by
mistake” (e.g., files an application or maintains a
patent in force “by mistake”), the submission of fees
required to take that action (e.g., a filing fee
submitted with such application or a maintenance fee
submitted for such patent) is not a “fee paid by
mistake” within the meaning of 35 U.S.C. 42(d).

The showing of record is that the USPTO mailed a Maintenance Fee
Reminder on November 23, 1999, to petitioner Michael Mooreville
listing his address as that of record for U.S. Patent No.
5,740,805, and stating that the 12 year maintenance fee payment
was due for that patent. While it is regrettable that the
subject Maintenance Fee Reminder appears to have been mailed in
error to the subject address, 37 CFR 1.377 nonetheless requires
proof that the mandatory identifiers (patent number and
application number) for the patent which petitioner intended to
maintain in force, were included with the maintenance fee
payment. In the absence of said identifiers, the showing of
record is that petitioner intended to pay the maintenance fee for
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the patent listed which was maintained in force (i.e., Patent No.
5,740,805). Simply put, it is the patentee’s responsibility to
verify that the payment is directed to the patent number and
application number for the patent which patentee actually intends
to maintain in force. In the absence of such information (the
mandatory identifiers as specified above), the Office cannot
conclude that, based on the information present at the time the
maintenance fee payment was received, the patent to which the
payment was applied, (i.e., U.S. Patent No. 5,740,805) was not
the patent which petitioner intended to maintain in force, or
that the maintenance fee was applied to the aforementioned patent
in error.

As such, the request for a refund of the maintenance fee is
dismissed.

Any renewed petition should be submitted within TWO (2) MONTHS to
be considered timely.

The address in the petition is different than the correspondence
address. A courtesy copy of this decision is being mailed to the
address in the petition. All future correspondence, however,
will be mailed solely to the address of record. A change of
correspondence address (copy enclosed) should be completed and
returned if the correspondence address need to be updated.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition,
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

A reply may also be filed via the EFS-Web system of the USPTO.
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Any questions concerning this matter may be directed to the
undersigned at (571) 272-3231.

Douglas I. Wood

Senior Petitions Attorney
Office of Petitions

Encl: PTO/SB/123

Cf: MICHAEL MOOREVILLE, MD
287 SYCAMORE AVENUE
MERION STATION PA 19066



PTO/SB/123 (11-08)
Approved for use through 11/30/2011. OMB 0651-0035
U.S. Patent and_ Trademark Ofﬁce;. US DEPARTMENT OF COMMERCE

Yo a collectio ber.
Patent Number
CHANGE OF Issue Date
CORRESPONDENCE ADDRESS
Patent Application Number
Filing Date
Adgress to:
Mail Stop Post Issue First Named Inventor
Commissioner for Patents
P.O. Box 1450
v\lexandn'a, VA 22313-1450 Attorney Docket )
Number

Please change the Correspondence Address for the above-identified patent to:

I:I The address associated with Customer Number:

OR

l:] Firm or
Individual Name

Address

City State ZiP
Country

Telephone Email

This form cannot be used to change the data associated with a Customer Number. To change the data associated with an
existing Customer Number use "Request for Customer Number Data Change" (PTO/SB/124).

This form will not affect any "fee address" provided for the above-identified patent. To change a "fee address" use the "Fee
Address Indication Form" (PTO/SB/47).

| am the:
] Patentee.

[J Assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96).

O] Attorney or agent of record. Registration Number

Signature

Typed or
Printed Name

Date Telephone

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms
if more than one signature is required, see below*.

[] *Total of forms are submitted.

This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Post Issue, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (6 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. ’
A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation. .
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Commissioner for Patents
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OFFICE OF PETITIONS

In re Patent No. 5,968,067

Issued: 10/19/1999 :

Application No. 09/123,277 : ON PETITION
Filed: 07/28/2008 :

For: SURGICAL PENILE DILATOR

INSTRUMENT AND METHOD FOR ITS

USE

This is a decision on the paper styled as a petition under 37 CFR
1.137(a) filed on December 15, 2011.

The petition is DISMISSED as moot.

At the outset, the petition is not properly signed. The
inventive entity for the subject patent is Michael Mooreville and
Sorin Adrian. The subject petition, however, is signed only by
inventor Mooreville. 37 CFR 1.33(b) states, in pertinent part,
that amendments and other papers filed in an application must be
signed by all of the applicants for patent or a registered patent
practitioner. Any future petitions or other papers filed in this
patent must be signed in accordance with 37 CFR 1.33(b).

37 CFR 1.137(a) states, in pertinent part, that if the delay in
reply by applicant or patent owner was unavoidable, a petition

may be filed pursuant to this paragraph to revive an abandoned

application. -

The subject application for patent issued as U.S. Patent No.
5,968,067 on October 19, 1999. As the application has issued as
a patent, the application is no longer pending and cannot be
revived. A petition under 37 CFR 1.137(a) cannot be decided on
the merits in an application that has issued as a patent. The
petition is therefore dismissed as moot.

Under the circumstances of this case, petitioners may wish to
consider the filing of a petition under 37 CFR 1.378(b) to accept
an unavoidably delayed maintenance fee. The petition must be
accompanied by the 11 % year maintenance fee, currently $2,365.00
for a small entity, and the surcharge under 37 CFR 1.20(i) (1) of
700.00. The $270.00 paid on December 15, 2011 may be applied to
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the maintenance fee and surcharge, leaving a balance due of
$2,795.00 (2,365.00 + 700.00 - 270.00).

Patentees are advised to use the attached form in completing a
petition under 37 CFR 1.378(b).

It is further noted that the address in the petition is different
than the correspondence address. A courtesy copy of this
decision is being mailed to the address in the petition. All
future correspondence, however, will be mailed solely to the
address of record. A change of correspondence address (copy
enclosed) should be filed if the correspondence address needs to
be updated.

Telephone inquiries concerning this matter may be directed to the
under51gned at (571)272-3231.

Mo,

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

cc: DR. MICHAEL MOOREVILLE
272 N. LANSDOWNE AV
LANSDOWNE PA 19050

Encl: PTO/SB/65
PTO/SB/123 R
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GREENLEE SULLIVAN P.C.
4875 PEARL EAST CIRCLE

SUITE 200 -
BOULDER CO 80301 MAILED
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OFFICE OF PETITIONS -

In re Patent No. 7,179,615

Issue Date: February 20, 2007 :

Application No. 09/124,485 » : ON PETITION
Filed: July 29, 1998 :

Attorney Docket No. 73-97

This is a decision on the petition under 37 CFR 1.378(c), filed May 12, 2011, to
accept the unintentionally delayed payment of a maintenance fee for th ‘
above-identified patent. ‘

The petition is GRANTED.

This patent expired at midnight February 20, 2011, for failure to pay the 3%
year maintenance fee. Since this petition was submitted within twenty-four
months after the six-month grace period provided in 37 CFR 1.362(¢}, the
petition was timely filed under the provisions of 37 CFR 1.378(c).

The application file does not indicate a change of address has been filed in this
case, although. the address given on the petition differs from the address of
record. A change of address should be filed in this case in accordance with
MPEP 601.03. A courtesy copy of this decision is being mailed to the addresses
noted on the petition. However, until otherwise instructed, all future ’
correspondence regarding this application will be mailed solely to the address
of record.

Petitioners’ will not receive future correspondence related to maintenance fees
for the patent unless a “Fee Address” Indication Form (see PTO/SB/47) and
Request for Customer Number (see PTO/SB/125) are submitted.

The maintenance fee is hereby accepted and the above-identified patent is
reinstated as of the mail date of this decision. :
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Telephone inquiries concerning this decision should be directed to JoAnne
Burke 57 1)-272-4584.

s‘
\LX)
@Vo ns Examiner
Otfice of Petitions

cc: V.K. Taylor
P.O. Box 41096
Bldg 58
Royal Darwin Hospital Campus
Rocklands Drive
Casuarina, NT 0811, Australia

cc: Rose Ritts, PhD A
Duke University, OLV
2812 Erwin Road
Suite 306
Box 90083 .
Durham, NC 27705



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20100217
DATE : September 26, 2011
TO SPE OF : ART UNIT 1632

SUBJECT : Request for Certificate of Correction on Patent No.: 6,395,960
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

[] Approved All changes apply.

X| Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

The newly added text referring to "SEQ ID NO: 138" should refer to SEQ ID NO: 137 instead.

SPE: /Peter Paras/ Art Unit 1632

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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In re Patent No. 8305773
Issue Date: October 23,2001
T :DECISION GRANTING PETITION
Application No. 09124636 "UNDER 37 CFR 1.378(0)
Filed: July 29,1998

Attorney Docket No. 6411-US-0

This is a decision on the electronic petition, filed October 18,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 18,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6305773 2001-10-23 09124636 1898-07-28 6411-US-0

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-10-15

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WILLIAM S. GALLIANI
777 SIXTH STREET NW SUITE 1100
WASHINGTON, DC 20001 MAILED

MAY 102311
OFFICE OF PETITIONS
In re Application of :
Lamping et al. ' : DECISION ON PETITION
Application No. 09/124,805 : TO WITHDRAW
Filed: July 29, 1998 : FROM RECORD

Attorney Docket No. 34874-648F01US

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed March 8, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of
another/others. The Office will require the practitioner(s) to certify that he, she or they have: (1)
given reasonable notice to the client, prior to the expiration of the reply period, which the
practitioner(s) intends to withdraw from employment; (2) delivered to the client or a duly authorized
representative of the client all papers and property (including funds) to which the client is entitled;
and (3) notified the client of any replies that may be due and the time frame within which the client
must respond, pursuant to 37 CFR 10.40 (c).

The request was signed by William S. Galliani on behalf of all attorneys/agents of record who are
associated with Customer Number 23419. All attorneys/agents associated with Customer Number
23419 have been withdrawn. Applicants are reminded that there is no attorney of record at this time.

Although the Office does not normally accept Request to Withdraw as Attorney or Agent which
indicate the correspondence address to be changeg to that of another law firm, the USPTO database
shows that the current correspondence address of record has the address associated with Customer
Number 83282 since October 31, 2008. Therefore, all future correspondence will continue to be
directed to the address indicated below. However, the applicants are again reminded that there is no
attorney of record. Only the address is associated with gustomer Number 83282, not the attorneys.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-3206.
All other inquires concerning either the examination or status of the application should be directed to
the Technology Center.

@Qmu&,u_/

iana Walsh
Petitions Examiner
Office of Petitions

cc: MINTZ LEVIN COHN FERRIS GLOVSKY POPEO PC
ONE FINANCIAL CENTER
BOSTON MA 02111
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

‘ Paper No.:
DATE : 03/29/11 '

TO SPE OF :ART UNIT _1646

SUBJECT : Request for Certificate of Correction for Appl. No.: 09/125635 Patent No.: 6562589

CofC mailroom date: 03/23/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D40-D
Palm Locatlon 7580

'%wm%wm

Certificates of Correction 'Branch
571 -272-3421

Thank You For Your Assistance

~ The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

N%p;roved All changes apply.

0 Approved in Part Specify below which changes do not apply.

Q Denied State the reasons for denial below.
Comments:

/
Qé N]QKEI, PZ.D. -
O CEATER 1600

PTOL-306 (REV. 7/03)

U.S. DEPARTﬁENT OF COMMERCE Patent and Trademark Office



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,388,693 2002-05-14 09/127,347 1898-07-31 105009.61900D1

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Michael H. Jacobs/

Date (YYYY-MM-DD)

2010-09-08

Name

Michael H. Jacobs

Registration Number

41870

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6388693
Issue Date: May 14,2002
icati :DECISION GRANTING PETITION
Application No. 09127347 "UNDER 37 CFR 1.378(0)
Filed: July 31,1998

Attorney Docket No. P48-1036-1

This is a decision on the electronic petition, filed September 8,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of September 8,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

POLSTER LIEDER WOODRUFF & LUCCHESI LC
12412 POWERSCOURT DR SUITE 200
ST LOUIS MO 63131-3615

In re

Huegerich, et al.
Application No. 09/127,616
Filed: August 1, 1998
Patent No. 6,016,935
Issued: January 25, 2000
Attorney Docket No. 7005

Commissioner for Patents
United States Patent and Trademark Office
. P.0O. Box 1450
Alexandria, VA 22313-1450

Wwww.uspto.gov

MAILED
ocT 24201
OFFICE OF PETITIONS

DECISION

This is a decision on the fee deficiency submission under 37 CFR

1.28(c), filed September 23, 2011.

The fee deficiency submission under 37 CFR 1.28 of $2055 is hereby

accepted.

The change of status to large entity has been entered.

Telephone ingquiries concerning this~matter may be directed to the

undersigned at (571) 272-3207.
Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

J GEORG SEKA

TOWNSEND AND TOWNSEND CREW
EIGHTH FLOOR

TWO EMBARCADERO CENTER

SAN FRANCISCO CA 94111-3834

MAILED

SEP 07 2010

In re Patent No. 7,112,903 OFFICE OF PETITIONS

Issued: September 26, 2006 :

Application No. 09/127,644 : ON PETITION
Filed: July 31, 1998 :

Attorney Docket No. 15258-337

This is a notice regarding your request, August 5, 2010, for acceptance of a fee deficiency
submission under 37 CFR 1.28.

On Selptember 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR 1.28%0) is
the sole provision governing the time for correction of the erroneous payment of the issue fee as
a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d 1333, 47
USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

@éw&@p

iana Walsh
Petitions Exa;r;iner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

PARKHURST WENDEL & BURR MAILED

1421 PRINCE STREET

SUITE 210 AUG 03:2011

ALEXANDRIA VA 22314 :
QFFICE OF PETITIONS

In re Patent No. 6,106,448

Issued: August 22, 2000 :

Application No. 09/128,462 : ON PETITION
Filed: August 4, 1998 : ‘

Attorney Docket No. ISHP:020

This is a notice re%arding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed June 10, 2011.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(05) is the sole provision govemin%)the time for correction of the erroneous payment

of the issue fee as a small entity. See DH Technology v. Synergystex International,
Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejécts original or reissue ap;f)lications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Further, the address given on the petition differs from the address of record. A courtesy
copy of this decision is being mailed to the address given on the petition; however, the
Office will mail all future correspondence solely to the address of record.

Telephone inguires concerning this decision should be directed to the undersigned at
(571) 272-7751. '

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions .

cc: Roger W. Parkhurst
Steptoe & Johnson LLP
1330 Connecticut Avenue, N.W.
Washington, D.C. 20036-1795



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

| MAILED
ELOISE A. GONZALES | o
2450 W. GLENROSA AVE., # 15 MAR 3 G'201!

PHOENIX, AZ 85015 QFFICE OF PETITIONS

In re Patent No. 6,077,007

Issue Date: June 20, 2000 :

Application No. 09/128,504 : ON PETITION
Filed: August 3, 1998 X

Title of Invention: PICK-UP TRUCK BED

ORGANIZER AND METHOD

This is a decision on the renewed petition filed under 37 CFR 1.378(b), March 18, 2010,
- to accept the delayed payment of the maintenance fee for the above-identified patent.

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR
1.378(e) must be filed within TWO (2) MONTHS from the mail date of this decision. No
- extension of this 2-month time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking
item(s) noted below, since, after a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the Commissioner.

The patent issued on June 20, 2000. The second maintenance fee due could have been
paid during the period from June 20, 2007 to December 20, 2007 or, with a surcharge
during the period from December 21, 2007 to June 20, 2008. Accordingly, this patent .
expired on June 20, 2008 for failure to timely remit the maintenance fee.

A petition to accept the delayed maintenance fee under 35 U.S.C. § 41(c ) and 37 CFR
1.378(b) must be accompanied by (1) an adequate, verified showing that the delay was
unavoidable, since reasonable care was taken to ensure that the maintenance fee would
be paid timely and that the petition was filed promptly after the patentee was notified of,
or otherwise became aware of, the expiration of the patent, (2) payment of the appropriate
maintenance fee, unless previously submitted, and (3) payment of the surcharge set forth
in 37 CFR 1.20(1)(1).

A petition filed August 24, 2009 was dismissed in a decision mailed December 23, 2009
because the fees submitted were deficient. On June 19, 2009, fees in the amount of $1510
were submitted, of which, the maintenance fees in the amount of $1240 were applied.



In re Patent No. 6,077,007 ' Page 2

Petitioner was advised that it did not appear that Ms. Gonzales or Ms. Porter had standing:
to file the petition, the fees submitted were deficient and therefore, as the petition fee is
jurisdictional, the Office cannot consider the substantive aspect of the petition in the
absence of the petition fee.

This petition still lacks item (3) above.

While the petition for reconsideration of this decision is accompanied by the petition fee
of $400 as set forth in 37 CFR 1.17(h), the balance due for the surcharge remains unpaid.
At this writing the surcharge pursuant to 37 CFR 1.20(i)(1) is set at $700. As $1510 was
previously paid and as $1240 for the second maintenance fee was deducted from that
amount, petitioner owes $430 to make up the difference between that which is due and
that which has been paid.

The petition cannot be addressed on the merits. No decision will be rendered in this matter
as it relates to the standing issue or the whether or not the petition meets the unavoidable
standard. »

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
: ‘Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (571) 272-3212.

Patricia Faison- BaII :

Senior Petitions Attorney
Office of Petitions




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Paul L. Patterson, Jr.

402 SS. Nile St. | MAILED

Aurora CO 80012

FEB 25 2011
In re Patent No. 5,998,735 : OFFICE OF PETITIONS
Issue Date: December 7, 1999 : - _
Application No. 09/128,614 : ON PETITION

Filed: August 3, 1998
Title: Safety Device For An Electrical Outlet

This is a decision on the petition under 37 CFR 1.378(b), filed October 19, 2010, to accept the
unavoidably delayed payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1.378(e) must
be filed within TWO (2) MONTHS from the maii date of this decision. No extension of this 2-month
time limit can be granted under 37 CFR 1.136(a) or (b). Any such petition for reconsideration must
be accompanied by the petition fee of $400 as set forth in 37 CFR 1.17(f). The petition for
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below, since,
after a decision on the petition for reconsideration, the Director will undertake no further reconsideration
or review of the matter.

A petition to accept the delayed payment of a maintenance fee under 35 USC 41(c) and 37 CFR 1.378(b)

must be accompanied by (1) an adequate showing that the delay was unavoidable, since reasonable care

was taken to insure that the maintenance fee would be paid timely, (2) payment of the appropriate

maintenance fee, unless previously submitted, and (3) payment of the surcharge set forth in 37 CFR
.20(1)(1). This petition lacks item (3) above.

The Office is in receipt of $1510.00. However, the 7.5 year maintenance fee is $1,240 and the
unavoidable surcharge is $700.00. As such there is a $270 shortage. It should be noted the merits of
petitioner’s argument to establish unavoidable delay (item 1) have not been considered.

The change of address has been entered.
_Further correspondence with respect to this matter should he addressed as follows:
By Mail: Mail Stop PETITION
I © Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Hand: U. S. Patent and Trademark Office



Patent 5,998,735 . .

Customer Service Window, Mail Stop Petitions
Randolph Building

401 Dulany Street

Alexandria, VA 22314

The centralized facsimile number is-(5_71) 273-8300.

Telephone inquiries should be directed to the undersigned at (571) 272-3215.

Charlema Grant
Attorney
Office of Petitions

Page 2



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

Paul L. Patterson, Jr. MAILED

402 SS. Nile St. '

Aurora CO 80012 _ JUN 02 2011
OFFICE OF PETITIONS

In re Patent No. 5,998,735

Issue Date: December 7, 1999 :

Application No. 09/128,614 : REQUEST FOR INFORMATION
Filed: August 3, 1998 :

Title: Safety Device For An Electrical

Outlet

This is in response to the renewed petition under.37 CFR 1.378(b), filed April 22, 2011, to accept
the unavoidably delayed payment of a maintenance fee for the above-identified patent.

Although petitioner has provided the $270 shortage, petitioner has failed to provide the $400.00
required pursuant to 37 CFR 1.17(f).

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR
1.378(e) must be filed within TWO (2) MONTHS from the mail date of this decision. No
extension of this 2-month time limit can be granted under 37 CFR 1.136(a) or (b). Any such
petition for reconsideration must be accompanied by the petition fee of $400 as set forth in
37 CFR 1.17(f). The petition for reconsideration should include an exhaustive attempt to
provide the lacking item(s) noted below, since, after a decision on the petition for
reconsideration, the Director will undertake no further reconsideration or review of the matter.

A petition to accept the delayed payment of a maintenance fee under 35 USC 41(c) and 37 CFR
1.378(b) must be accompanied by (1) an adequate showing that the delay was unavoidable, since
reasonable care was taken to insure that the maintenance fee would be paid timely, (2) payment
of the appropriate maintenance fee, unless previously submitted, and (3) payment of the
surcharge set forth in 37 CFR 1.20(i)(1).

It should be noted the merits of petitioner’s argument to establish unavoidable delay (item 1)
have not been considered.

Further any renewed petition should include a letter seeking reconsideration with petitioner’s
name and signature.

Further correspondence with respect to this matter should be addressed as follows:



Patent 5,998,735 | | Page 2

By Mail: Mail Stop PETITION

' A Commissioner for Patents -
Post Office Box 1450
Alexandria, VA 22313-1450

By Hand: - U. S. Patent and Trademark Office
‘ : Customer Service Window, Mail Stop Petitions
Randolph Building
" 401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.
‘Telephone inguiries should be directed to the undersigned at (571) 272-3215.

Charlema Grant
Attorney ‘
Office of Petitions



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5,936,903 1899-08-10 09/130,652 1898-08-07 LKSPO073USA

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
® 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Minston Hsu/f

Date (YYYY-MM-DD)

2011-09-23

Name

Winston Hsu

Registration Number

41526

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

5936903

In re Patent No.
Issue Date: August 10,1999

09130652 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: August 7,1998
Attorney Docket No. B-3279DIV616

This is a decision on the electronic petition, filed September 23,2011 ynder 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of September 23,2011 .
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

5934963

In re Patent No.
Issue Date: August 10,1999

09130674 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: August 6,1998
Attorney Docket No. 76798

This is a decision on the electronic petition, filed March 27,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 27,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5934963 1899-08-10 09130674 1898-08-06 76798

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the

form of the signature

Signature IRichard W. Goldstein/

Date (YYYY-MM-DD)

2012-03-27

Name Richard W. Goldstein

Registration Number

36527

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

BUCHANAN, INGERSOLL & ROONEY PC AUG 172010
POST OFFICE BOX 1404
ALEXANDRIA VA 22313-1404 , ' OFFICE OF PETITIONS

In re Patent No. 6,459,743

Issue Date: October 1, 2002 : .

Application No. 09/131,205 : DECISION ON REQUEST FOR REFUND
Filed: August 7, 1998 :

Attorney Docket No. 027559-009

This is a decision on the petition filed May 11, 2010, entitled, “PETITION UNDER 37 CFR §
1.182%, which is being treated as a petition under 37 CFR 1.181(no fee), requesting refund of the
maintenance fee paid on the above patent. -

The request is DISMISSED.

Petitioner asserts that on January 4, 2010, the maintenance fee was erroneously paid to the above
patent in the amount of $2,480.00. Petitioner now files the above request for refund of the fees
paid on January 4, 2010, and the petition fee ($400.00) paid with the above petition on May 11,
2010.

The petition states that “The undersigned requests this refund based on the fact that Mr. Ou
accidentally paid the maintenance fee of the wrong patent. Namely, on 1/4/10, Mr. Ou
erroneously paid the maintenance fee of another patent (i.c., the above-noted Patent No.
6,459,743, which is owned by a company that is not Mr. Ou’s client), rather than the intended
Maintenance Fee of the patent owned by his client.”

Petitioner is advised that 37 CFR 1.366(g) provides that maintenance fees and surcharges
relating thereto will not be refunded except in accordance with 37 CFR 1.26 and 128(a). A
patentee cannot obtain a refund of a maintenance fee that was due and payable on the patent.
Any duplicate payment will be refunded to the fee submitter.

As the maintenance fee paid in U.S. Patent No. 6,459,743 was due and payable at the time that
petitioner submitted the fee, the fee is not subject to refund. This is not a situation wherein there
“has been a duplicate payment made.

Thus, in accordance with 37 CFR 1.366(g), it is not deemed appropriate to refund the
maintenance fee paid in U.S. Patent No. 6,459,743. However, since the petition fee (400.00)
submitted on May 11, 2010, is not necessary, the petition fee will be refunded in due course to
petitioner’s credit card account.



Application No. 09/131,205 -2-
Patent No. 6,459,743

A copy of this decision is being mailed to petitioner’s address indicated below.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions

Cc:
JACKSON iIPG PLLC

106 STARVALE LANE
SHIPMAN, VA 22971



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6310815 2001-10-30 09131346 1898-08-07 ID 003011

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

ISMG/

Date (YYYY-MM-DD)

2011-01-06

Name

Steven M. Gruskin

Registration Number

36818

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6310815

In re Patent No.
Issue Date: October 30,2001

09131346 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: August 7,1998
Attorney Docket No. 49657-126

This is a decision on the electronic petition, filed January 6,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 6,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



Al

UNITED STATES PATENT AND TRADEMARK OFFICE |

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DAVID R HALL ‘

2185 S LAREN PKWY MAILED
PROVO UT 84606 FEB 22 2011

In re Patent No. 6,253,684 : OFFICE OF PETITIONS
Issue Date: July 3, 2001 :

Application No. 09/131,592 : DECISION ON PETITION

Filed: August 10, 1998
Title: Percussive Shearing Drill Bit

This is a decision on the petition For Duplicate Letters Patent Under 37 CFR 1.182, filed November 22,
2010, requesting issuance of a duplicate Letters Patent for the above-identified patent.

The petition is DISMISSED.

Any request for reconsideration of this decision should be filed within two (2) months from the
mail date of this decision. Note 37 CFR 1.181(f).

Petitioner states that the origiral Letters Patent was Icst and has provided the $400.00 petition
fee. » '

The petition is dismissed because the petition was not filed by a party of interest such as an
attorney of record, the applicant(s) or assignec.

There is no indication that Petitioner herein was ever empowered to prosecute the instant
application. If Petitioner desires to receive future correspondence regarding this application, the
appropriate power of attorney documentation must be submitted.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: , Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By facsimile: {871) 273-8300
Attn: Office of Petitions

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building

401 Dulany Street -
Alexandria, VA 22314



Patent 6,253,864 | Page 2

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3215.

Charlema Grant '

Attorney
Office of Petitions

Cc:  Philip W. Townsend, lif
Novatek, Inc. :
2185 Swuth Larsen Parkway
Provao, -Utah 84606



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GERALD LEVY :

KANE, DALSIMER, SULLIVAN, KURUCZ, LEVY,

EISELE AND RICHARD, LLP MAILED

711 THIRD AVE,

NEW YORK, NY 10017 MAR 09 2011
OFFICE OF PET]TIONS

In re Application of

JOHNSON, James R. : A

Application No. 09/133,755 : DECISION ON PETITION

Filed: August 13, 1998 : TO WITHDRAW

Attorney Docket No. 500769.122050 : FROM RECORD

This is a decision on the Requést to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed January 07, 1999.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to KANE, DALSIMER,
SULLIVAN, KURUCZ, LEVY, EISELE XND RICHARD, LLP has been revoked by the
applicant of the patent al;;plication on February 07, 2011. Accordingly, the request to withdraw
under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-
2783..

[Tredelle D. Jackson/
Petitions Examiner
Office of Petitions

cc: DAY PITNEY LLP
ACCOUNT: ILLINOIS TOOL WORKS INC.
7 TIMES SQUARE
NEW YORK NY 10036-7311



UNITED STATES PAT!ET AND TRADEMARK OFFICE =

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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Paper No. 32
ROGITZ & ASSOCIATES
750 B STREET
SUITE 3120
SAN DIEGO CA 92101 MAILED
SEp 20 2010
OFFICE OF PETITIONS

In re Patent No. 6338727

Issue Date: 01/15/2002 :

Application Number: 09/133813 : : ON PETITION
Filing or 371(c) Date: 08/13/1998 :

Attorney Docket Number: 999/002

This is a decision in reference to the paper filed on June 2, 2010, which is treated as a renewed
request under 37 CFR 3.81(b) to correct the name of the assignee on the front page of the above-
identified patent by way of a certificate of correction.

The petition is again DISMISSED.

Petitioner requests issuance of a certificate of correction adding The Regents of the University of
California as an assignee.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in §
3.11 before issuance of the patent, and must include a request for a
certificate of correction under § 1.323 of this chapter (accompanied by the fee
set forth in § 1.20(a) and the processing fee set forth in § 1.17(i) of this chapter
[emphasis added]. See also MPEP 1481.01.

/i



Patent No. 6,338,727 Application No. 09/133,813 Page 2

U.S. Patent and Trademark Office assignment records disclose that an assignment from inventor
Gobin to The Regents of The University of California was recorded on May 30, 2003, after the
date of issuance of this patent. Accordingly, since the assignment was not submitted for
recordation until after issuance of this patent, issuance of a certificate of correction would not be
proper. ’

Telephone inquiries concerning this decision on petition should be directed to the undersigned at
(571) 272-3231.

%o

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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IMPERIUM PATENT WORKS .
P.O. BOX 607 : MAILED
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OFFICE OF PETITIONS

In re Patent No. 7,221,285
Issue Date: May 22, 2007 :
Application No. 09/135,154 : NOTICE
Filed: August 17, 1998 :

Attorney Docket No. ZIL-254

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 CFR 1.28
filed November 13, 2010. On September 1, 1998, the Court of Appeals for the Federal Circuit held that
37 CFR 1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d 1333, 47
USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56. 1098 Off.
Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an
investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby accepted. The petition is GRANTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in this
application must be paid at the large entity rate.

This file is being forwarded to Files Repository.

Telephone inquiries related to this decision should be directed to the Kimberly Inabinet at (571) 272-
4618.

/Kimberly Inabinet/
Kimberly Inabinet
Petitions Examiner
Office of Petitions
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Paper No. 11
Shahram Shawn Omram
11 Idaho St.
Passaic NJ 07055 MAILED
In re Patent No. 5,927,278 : AUG 09 2010
Issued: July 27, 1999 : ON PETITION
g : OFFICE OF PETITIONS

Application No.: 09/135,789
Filing Date:  August 18, 1998
Attorney Docket No.

This is in response to the response to the “Request for Information” filed February 23, 2010, and the prior
filed petition under 37 CFR 1.378(b) filed October 8, 2009.

The petition is dismissed.

The patent issued July 27, 1999. The 7.5 year maintenance fee could have been paid from July 27, 2006,
through January 27, 2007, or with a surcharge, as authorized by 37 CFR 1.20(h), during the period from
January 28, 2007, to July 27, 2007. Petitioner did not do so. Accordingly, the patent expired at midnight
on July 27, 2007. N

A grantable petition under 37 CFR 1.378(b) must be accompanied by a showing to the satisfaction of the
Commissioner that the entire delay in paying the required maintenance fee from the due date for the fee
until the filing of a grantable petition pursuant to this paragraph was unavoidable. The showing of record
is not sufficient to establish to the satisfaction of the Commissioner that the delay was unavoidable within
the meaning of 37 CFR 1.378(b).

Opinion

Petitioner must establish that petitioner treated the patent the same as a reasonable and
prudent person would treat his or her most important business.

The general standard applied by the Office requires petitioner to establish that petitioner treated the patent
the same as a reasonable and prudent person would treat his or her most important business.'

"The Commissioner is responsible for determining the standard for unavoidable delay and for applying that standard. 35 U.S.C.
41(c)(1) states, “The Commissioner may accept the payment of any maintenance fee . . . at any time . . .if the delay is shown to
the satisfaction of the Commissioner to have been unavoidable.” (emphasis added).

“In the specialized field of patent law, . . . the Commissioner of Patent and Trademarks is primarily responsible for the
application and enforcement of the various narrow and technical statutory and regulatory provisions. His interpretation of those
provisions is entitled to considerable deference.” Rydeen v. Quigg, 748 F. Supp. 900, 904, 16 U.S.P.Q2d (BNA) 1876 (D.D.C.
1990). aff’d without opinion Rule 36). 937 F.2d 623 (Fed Cir. 1991) (citing Morganroth v. Quigg, 885 F.2d 843, 848, 12
U.S.P.Q.2d agencys’ interpretation of a statute it administers is entitle to deference”); see also Chevron U.S.A. Inc, v. Natural
Resources Defense Counsil, Inc., 467 U.S. 837, 844, 81 L. Ed. 694, 104 S. Ct. 2778 (1984) (*“if the statute s silent or
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However, “[t]he question of whether an applicant’s delay in prosecuting an application was unavoidable
[will]be decided on a case-by-case basis, taking all of the facts and circumstances into account.’”
Nonawarness of the content of, or misunderstanding of PTO statutes, PTO rules, the MPEP, or the
Official Gazette notices does not constitute unavoidable delay.’ The statute requires a “showing” by
petitioner, therefore; petitioner has the burden of proof. The decision will be based solely on the written,
administrative record in existence. It is not enough that the delay was unavoidable; petitioner must prove
that the delay was unavoidable. A petition will not be granted if petitioner provides insufficient evidence
to “show” that the delay was unavoidable.

Petitioner is responsible for possessing knowledge of the need to pay maintenance fees and the due dates
for such fees, Petitioner is responsible for instituting a reliable docketing system to remind him or her
when maintenance fees become due.

Petitioner is responsible for having knowledge of the need to pay maintenance fees and knowing
when the fees are due.* The Office has no duty to notify a patentee of the requirement to pay
maintenance fees or to notify patentee when a maintenance fee is due.® Even if the Office were

ambiguous with respect to the specific issue, the question for the court is whether the agency’s answer is based on a permissible
construction of the statute.”))

“The critical phrase ‘unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable’ has remained
unchanged since first enacted in 1861.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982).
The standard for “unavoidable” delay for reinstating a patent is the same as the unavoidable standard for reviving an application.
See Ray v. Lehman, 55 F. 3d 606, 608-609, 34 U.S.P.Q.2d (BNA) 1786, 1781 (Fed Cir. 1995) (Citing In re patent No. 4.409,
763, 7 U.S.P.Q.2d BNA) 1798, 1800 (Comm’r Pat. 1990; Smith v. Mossinghoff, 671 F. 2d 533, 538, 213 U.S.P. Q. (BNA) 977
(D.C. Cir. 1982). The court in In re Mattullath, accepted the standard which had been proposed by Commissioner Hall which
“requires no more or greater care or diligence than is generally used and observed by prudent and careful men in relation to their
most important business.” In re Mattullath, 38 App. D.C. 497, 514-515 (1912) (quoting Ex parte Pratt, 1887 Dec. Comm’r Pat
31, 32-33 (1887)).

*Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (1982).

*See Smith v. Mossinghoff, 671 F. 2d 533, 538, 213 U.S.P.Q. (BNA) 977 (Fed. Cir. 1982) (citing Potter v. Dann, 201

U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawarness of PTO rules does not constitute “unavoidable
“ delay)); Vincent v. Mossinghoff, 1985 U.S. Dist. LEXIS 23119, 13, 230 U.S.P.Q. (BNA) 621 (D.D.C. 1985) (plaintiffs,
through their counsel’s action, or their own, must be held responsible for having noted the MPEP section and Official Gazette
notices expressly stating that the certificd mailing procedures outlined in 37 CFR 1.8(a) do not apply to continuation
applications.) (Emphasis added).

*Nonawarness of PTO statutes, PTO rules, the MPEP, or Official Gazette notices, which state maintenance fee amounts and dates
they are due does not constitute unavoidable delay. See Smith v. Mossinghoff, 671 F.2d 533, 538,213 U.S.P.Q. *BNA) 977
(Fed. Cir. 1982) (citing Potter v. Dann, 201 U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawarness
of PTO rules does not constitute “unavoidable” delay)); Vincent v. Mossinghoff, 1985 U.S. Dist. LEXIS 23119, 13, 230
U.S.P.Q. (BNA) 621 (D.D.C. 1985) (Plaintiffs, through their counsel’s actions, or their own must be held responsible for having
noted the MPEP section and Official Gazette notices expressly stating that the certified mailing procedures outlined in 37 CFR
1.8(a) do not apply to continuation applications.) (Emphasis added).

Petitioner must act as a reasonable and prudent person in relation to his most important business. Upon obtaining the patent, a
reasonable and prudent person, in relation to his most important business, would become familiar with the legal requirements of
that business, in this case, the requirement to pay maintenance fees. In addition, a reasonable and prudent individual would read
the patent itself and thereby become aware of the need to pay maintenance fees and the fact that such fee amounts are sometimes
changed by law or regulation.

5Congress expressly conditioned §§ 133 and 151 [of the United States Code] on a specific type of notice, while no such notice
requirements are written into § 41(c) . . . [T]he Commissioner’s no timely-notice interpretation.” Ray v. Comer, 1994 U.S. Dist.
LEXIS 21478, 8-9 (1994), aff"d on other grounds Ray v. Lehman, 55 F.3d 606, 34 USPQ2d 1786 (Fed. Cir. 1995) (Citing
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required to provide notice to applicant of the existence of maintenance fee requirements, such notice is
provided by the patent itself.®

A reasonable and prudent person, aware of the existence of maintenance fees, would not rely on
maintenance fee reminders or on memory to remind him or her when payments would fall due several
years in the future. Instead, such an individual would implement a reliable and trustworthy tracking
system to keep track of the relevant dates.” The individual would also take steps to ensure that the patent
information was correctly entered into the tracking system.

Application of the unavoidable standard to the present facts

In the instant petition, petitioner argues that the above-cited patent should be reinstated because the delay
in paying the 7.5 year maintenance fee was the result of the failure of the patentee’s patent attorney,
Terrance L. Siemens, to pay the maintenance fee despite the patentee having provided Mr. Siemens with
the monies to pay the 7.5-year maintenance fee. Petitioner further maintains that petitioner was unaware
of Mr. Siemens death which contributed to the entire delay in paying the 7.5-year maintenance fee and
filing a grantable petition.  Further to this point, Section 2590 of the Manual of Patent Examining
Procedure (MPEP) provides that, among other requirements, a petition to accept late payment of a
maintenance fee, where the delay was unavoidable, must include:

(C) ashowing that the delay was unavoidable since reasonable care was taken to ensure that the
maintenance fee would be timely and that the petition was filed promptly after the patentee was notified
of , or otherwise became aware of, the expiration of the patent.

Rydeen v. Quigg. 748 F. Supp. 900, 905 (1990), Chevron U.S.A. Inc. v. Natural Resources Defense Council, Inc., 467 U.S.
837,81 L. ed. 2d 694, 104 S. Ct. 2778 (1984)). “The Court concludes as it did in Rydeen, that as a constitutional matter,
‘plaintiff was not entitled to any notice beyond publication of the statute.” Id. at 3 (citing Rydeen v. Quigg, 748 F. Supp. at
906, Texaco_ v. Short, 454 U.S. 516,536, 70 L. Ed. 2d 738, 102 S. Ct. 781 (1982)).

The Patent Office, as a courtesy tries to send maintenance fee reminders and notices of patent expiration to the address of record.
However, the failure to receive the reminder notice, and the lack of knowledge of the requirement to pay the maintenance fee,
will not shift the burden of monitoring the time for paying a maintenance fee from the patentee to the Office. See MPEP 2575,
2540, 2590. Petitioner does not have a right to a personalized notice that this patent will expire if a certain maintenance fee is not
paid, as the publication of the statute was sufficient notice. See Rydeen v. Quigg, 748 F. Supp. 900, 907 (1990). the ultimate
responsibility for keeping track of maintenance fee states lies with the patentee, not the USPTO. Since the mailing of Notices by
the Office is completely discretionary and not a requirement imposed by Congress, accepting an argument that failure to receive a
Notice is unavoidable delay would result in all delays being unavoidable should the Office discontinue the policy. All petitions
could allege non-receipt of the reminder, and therefore all petitions could be granted. This was clearly not the mtent of Congress
in the creation of the unavoidable standard.

6_S£ Ray v. Lehman, 55 F.3d 606, 610; 34 USPQ2d 1786, 1789 (Fed. Cir. 1995). The Letters of Patent contain a Maintenance
Fee Notice that warns that the patent may be subject to maintenance fees if the application was filed on or after December 12,
1980. While it is unclear as to who was and is in actual possession of the patent, petitioner’s failure to read the Notice does not
vitiate the Notice, nor does the delay resulting from such failure to read the Notice establish unavoidable delay.

"37CFR 1 .378(b)(3) precludes acceptance of a late maintenance fee for a patent unless a petitioner can demonstrate that steps
were in place to monitor the maintenance fee. The federal Circuit has specifically upheld the validity of this regulation. Ray v.
Lehman, 55 F.3d 606, 609; 34 USPQ2d (BNA) 1786 (Fed.Cir. 1995). In Ray v. Lehman, petitioner claimed that he had not
known of the existence of the maintenance fees and therefore had no steps in place to pay such fees. The petitioner therefore
argues that the PTO’s regulation, 37 CFR 1.37(b)(3), supra, arguing that it ‘creates a burden that goes well beyond what is
reasonably prudent.” We disagree, The PTOs’ regulation merely sets forth how one is to prove that he was reasonably prudent,
i.e., by showing what steps he took to ensure that the maintenance fee would be timely paid, and the steps taken in secking to
reinstate the patent. We do not see these requirements additional to proving unavoidable delay, but as the very elements of
unavoidable defay.” Id.
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The required showing must enumerate the steps taken to ensure timely payment of the maintenance fee,
the date and the manner in which patentee became aware of the expiration of the patent, and the steps taken
to file the petition promptly. Furthermore, an adequate showing requires a statement by all persons with
direct knowledge of the cause of delay, setting forth the facts as they know them. Copies of all
documentary evidence referred to in a statement should be furnished as exhibits to the statement.

As the crux of petitioner’s arguments rest on the failure of Mr. Siemens and firm to pay the 7.5-year
maintenance fee, it necessary for petitioner to establish that the delay of Mr. Siemens and, if applicable,
his firm was unavoidable. Accordingly, petitioner must provide a statement from a person from this firm
with first hand knowledge of the failures that contributed to the non-payment of the 7.5-year maintenance
fee. Ata minimum, petitioner must provide a statement from Mr. Mark Levy who petitioner indicates
contributed to the delay in paying the 7.5-year maintenance fee.

A successful petition under 37 CFR 1.378(b) must affirmatively identify the cause of the delay in paying
the maintenance fee and provide a statement from every person with first-hand knowledge of the
circumstances surrounding the delay in paying the maintenance fee. Petitioner must provide statements
from any person who may have been charged with paying the maintenance fee and statements from any
person with first-hand knowledge of the circumstances surrounding the failure to pay the maintenance
fees. This would include a statement from the patent owner regarding the payment of the maintenance fee
funds to Mr. Siemens and his firm and any details of any follow-up conversations that the patent owner
may have had regarding payment of the maintenance fee.

Petitioner should provide an explanation of the arrangement between the patent owner and Mr. Siemens
and his firm. The explanation should detail who was responsible for tracking the payment of the
maintenance fees and remitting the maintenance fee to the USPTO. If available, petitioner should provide
documentary evidence of this arrangement, namely a copy of the retainer agreement between the patent
owner and Mr. Siemens. Petitioner should also provide documentary evidence that the funds for the
maintenance fee were timely remitted to Mr. Siemens for payment to the USPTO.

In general, absent evidence that the attorney/agent acted to deceive the client, the patent owner is bound
by the actions or inactions of its duly authorized and voluntarily chosen representatives. Specifically, the
patent owners delay caused by the mistake or negligence of his voluntarily chosen representative does not
constitute unavoidable delay within the meaning of 35 USC 133. Thus, petitioner must establish, through
statements and documentary evidence, that petitioner’s duly authorized representative acted willfully to
deceive the patent owner such that the 7.5 year maintenance fee would not be timely paid.

Petitioner’s argument relative to petitioner’s mother’s health is noted, but does not appear to be relevant
to the delay in paying the 7.5 year maintenance fee because it appears that petitioner delegated the
responsibility of paying the 7.5 year maintenance fee to a registered patent agent. Thus, the focus of this
petition is largely on the actions or inactions of Mr. Siemens and his firm.

Regarding patentee’s assertion that the delay in paying the 7.5-year maintenance fee was exacerbated by
patentee’s failure to receive a maintenance fee reminder, section 2590 of the Manual of Patent Examining
Procedure (MPEP) specifically states, in pertinent part, that:

. .. the patentee’s lack of knowledge of the need to pay the maintenance fee and the failure to
receive the Maintenance Fee Reminder do not constitute unavoidable delay . Under the statutes
and rules, the Office has no duty to notify patentees of the requirement to pay maintenance fees
or to notify patentees when the maintenance fees are due. It is solely the responsibility of the
patentee to ensure that the maintenance fee is timely paid to prevent expiration of the patent. The
lack of knowledge of the requirement to pay a maintenance fee and the failure to receive the
Maintenance Fee Reminder will not shift the burden of monitoring the time for paying a



In re Patent No. 5,927,278 5
Maintenance fee from the patentee to the Office.
While the patentee’s failure to receive a maintenance fee reminder is regrettable, the failure to pay a

maintenance fee based on the lack of knowledge of the need to pay it does not satisfy the unavoidable
standard of 37 CFR 1.378(b).

Petitioner’s Current Options

I. Petitioner may file a request for reconsideration.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within TWO (2)
MONTHS from the mail date of this decision.® The petition for reconsideration should be titled “Petition
for Reconsideration under 37 CFR 1.378(b).” Any petition for reconsideration for this decision must be

accompanied by a non-refundable petition fee of $400.00 as set forth in 37 CFR 1.17(h).

After a decision on the petition for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Commissioner. 1t is, therefore, extremely important that petitioner supply any
and all relevant information and documentation with the request for reconsideration. The
Commissioner’s decision will be based solely on the administrative record in existence. Petitioner should
remember that is not enough that the delay was unavoidable; petitioner must prove that the delay was
unavoidable. A petition will not be granted if petitioner provides insufficient evidence “to show” that the
delay was unavoidable. If a request for reconsideration is filed, it must establish that the entire delay in
the submission of the maintenance fee was unavoidable.

I. Petitioner may request a refund of the maintenance fee and surcharge which accompanied the petition.

Petitioner may request a refund of the maintenance fee and surcharge by writing to the Office of Finance,
Refund Section. A copy of this decision should accompany petitioner’s request. '

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patent
Mail Stop Petitions
Box 1450
Alexandria, VA 22313-1460

By facsimile: (571)273-8300
Attn: Office of Petitions )

A reasonable and prudent person would not rely on maintenance fee reminders from the Office for two reasons. First, the Office
has indicated that such reminders are a mere courtesy and has reserved the right to discontinue such reminders at any time.
second, such reminders may be lost in the mail. A reasonable and prudent person, in regard to his most important business would
not rely solely on reminders that the Office may or may not send which may or may not be lost in the mail.

*No extension of this two-month time limit can be granted under 37 CFR 1.136(a) or (b). This is not a final agency action within
the meaning of 5 U.S.C. § 704.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.

A
enya/A. McLaughlin

Petition Attorney
Office of Petitions
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In re Patent No. 5,927,278 :

Issued: July 27, 1999 : REQUEST FOR INFORMATION
Application No.: 09/135,789 :

Filing Date: August 18, 1998

Attorney Docket No.

This is a request for information in response to the petition under 37 CFR 1.378(b), filed October 12,
2010, to reinstate the above-cited patent.

Petitioner is allowed a non-extendable period for reply of TWO (2) MONTHS from the mailing date of
this communication to provide a response. The response should be titled, “Response to Request for
Information.” If no response is provided within the period set forth, a decision will be made solely on the
merits as set forth in the petition under 37 CFR 1.378(b) filed September 28, 2009. No additional fees are
due. A

The patent issued July 27, 1999. The 7.5 year maintenance fee could have been paid from July 27, 2006,
through January 27, 2007, or with a surcharge, as authorized by 37 CFR 1.20(h), during the period from
January 28, 2007, to July 27, 2007. Petitioner did not do so. Accordingly, the patent expired at midnight
on July 27, 2007.

By the instant petition, petitioner asserts that:

e patentee’s former counsel, the late Terrance Siemens forwarded patentee correspondence on
October 14, 2006, indicating that Mr. Siemens law firm was closing. The letter advised patentee
that all of maintenance fee information for the patent was being sent to Mark Levy of Mark Levy
and Associates so that Mr. Levy could assist with the tracking and payment of the maintenance
fees, if patentee wished.

e The letter of October 14, 2006, also advised that a Change of Correspondence Address form was
enclosed which patentee should complete and sign and return to Mr. Levy so that it could be
forwarded to the USPTO.

e Mr. Levy never received an authorization to represent patentee in the matter. Neither did Mr.
Levy received a copy of the October 14, 2006 letter.

It is noted that the period for paying the 7.5-year maintenance fee began July 27, 2006, and ended July 26,
2007. Within that period—specifically October 2006—patentee was sent correspondence from Mr.
Siemens law firm indicating that the Office was closing. Implicit in this letter is the fact that Mr. Siemens



In re Patent No. 5,927,278 2

law firm would no longer be responsible for tracking and paying the maintenance fee for the subject
patent. Further, the letter gives clear instruction that if the patentee desires the professional services of
other counsel to track and pay the maintenance fee, patentee should complete the enclosed forms and
contact Mr. Mark Levy. By the instant petition, Mr. Levy states that the patentee did not contact Mr.
Levy until August 31, 2010. The instant petition demonstrates that, in fact, the focus of the 1.378(b)
petition, and whose delay was unavoidable, is largely that of the patentee because Siemens law firm
severed its representation of the patentee in October of 2006, and no other counsel was sought until
August 2010.

Based on the aforementioned, petitioner is required to address the following points:
¢ Did patentee receive the letter dated October 14, 2006, from Siemens law firm?
e If so, what action, if any, did patentee take in response to the letter?

e Petitioner must also address how patentee treated the maintenance of the patent as patentee’s
most important business. Petitioner must demonstrate that the patentee acted reasonably and
diligently relative to the maintenance of the patent. Specifically, petitioner may wish to address
how patentee tracked the maintenance fee payment schedule for the patent, if at all.

e Petitioner is required to explain whether Mr. Levy, or any associated law firm, received funds
from patentee in order to pay the 7.5-year maintenance fee. If so, petitioner should explain what
happen to those monies.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patent
Mail Stop Petitions
Box 1450
Alexandria, VA 22313-1460

By facsimile: (571)273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.
/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petition Attorney
Office of Petitions
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In re Patent No. 6379419
Issue Date: April 30,2002
icati :DECISION GRANTING PETITION
Application No. 09136043 "UNDER 37 CFR 1.378(0)
Filed: August 18,1998

Attorney Docket No. 1672.38

This is a decision on the electronic petition, filed August 1,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of August 1,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,379,419 2002-04-30 09/136,043 1898-08-18 213934-00001

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
™ 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IRichard P. Bauer/

Date (YYYY-MM-DD)

2011-08-C1

Name

Richard P. Bauer

Registration Number

31588

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6312594
Issue Date: November 6,2001
Application No. 09136364 :DECISION GRANTING PETITION

:UNDER 37 CFR 1.378(c)
Filed: August 19,1998

Attorney Docket No. BERE.0006

This is a decision on the electronic petition, filed September 7,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of September 7,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6312584 2001-11-06 09136364 1898-08-18 10452-77

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the

form of the signature

Signature IPhilp C. Mendes da Costa/

Date (YYYY-MM-DD)

2010-09-07

Name Philip C. Mendes da Costa

Registration Number

33106

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6008049 1899-12-28 09136503 1898-08-18 31798-706.201

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IKristin Havranek/

Date (YYYY-MM-DD)

2012-01-31

Name

Kristin Havranek

Registration Number

58789

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

6008049

In re Patent No.
Issue Date: December 28,1999

Application No. 09136503
Filed: August 19,1998

Attorney Docket No. 31798-706.201

This is a decision on the electronic petition, filed
to accept the unintentionally delayed payment of the

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

:DECISION GRANTING PETITION
:UNDER 37 CFR 1.378(c)

January 31,2012 ,under 37 CFR 1.378(c)
11.5 year maintenance fee for the above-identified patent.

January 31,2012

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and
this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print

and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent No. 6000697

Issue Date: December 14,1999
Application No. 09136600

Filed: August 19,1998

Attorney Docket No. WMSW:012

This is a decision on the electronic petition, filed
to accept the unintentionally delayed payment of the

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

:DECISION GRANTING PETITION
:UNDER 37 CFR 1.378(c)

,under 37 CFR 1.378(c)

11.5 year maintenance fee for the above-identified patent.

April 2,2012

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and
this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print

and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6000697 1899-12-14 09136600 1898-08-18

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O

o The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

The Assignee of record of the entire interest

Under 37 CFR 3.71 an assignee becomes of record by filing a statement in compliance with 37 CFR 3.73(b).
Signature requirements are set forth in 37 CFR 1.4{d), and the undersigned certifies that he / she is empowered to act on behalf of the
assignee of the entire interest

Signature |/Rick Bartlett/ Date (YYYY-MM-DD) (2012-04-02
Name Rick Bartlett
Enter Reel and Frame Number Remove
Reel 025095 Frame Numb 0859
Number rame Number
Enter Reel and Frame Number Remove
Reel 022542 Frame Numb 0140
Number rame Number
Enter Reel and Frame Number Remove
Reel 009407 F Numb 0374
Number rame Number

Click ADD for additional Reel Number and Frame Number Add

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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OFFICE OF PETITIONS
In re Patent No. 7,049,668

Issue Date: May 23, 2006 -

Application No. 09/139,935 : ON PETITION
Filed: August 25, 1998 : S

Attorney Docket No. 2154-11

This is a decision on the petition under 37 CFR 1.378(c), filed August 4, 2011,
to accept the delayed payment of a maintenance fee for the above-identified
patent.

This patent expired at midnight May 23, 2010, for failure to pay the 3% year
maintenance fee. Since this petition was submitted within twenty-four months
after the six-month grace period provided in 37 CFR 1.362(e), the petition was
timely filed under the provisions of 37 CFR 1.378(c).

The petition is hereby GRANTED.

The maintenance fee is hereby accepted and the above-identified patent is
reinstated as of the mail date of this decision.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at (571) 272-4584. '

Office of Petitions
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In re Patent No. 6081221
Issue Date: June 27,2000
ieati :DECISION GRANTING PETITION
Application No. 09140739 "UNDER 37 CFR 1.378(0)
Filed: August 27,1998

Attorney Docket No. DOC-9801

This is a decision on the electronic petition, filed March 9,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 9,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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In re Application of : OFFICE OF PETITIONS

Harari et al. :

Application No. 09/143,233 :

Filed: August 28, 1998 : DECISION

Attorney Docket No. SNDK.006UST
For: FLASH EEPROM SYSTEM WITH
OVERHEAD DATA STORED IN USER
DATA SECTORS

The above-identified application has been forwarded to the undersigned for consideration of a
petition for patent term extension entitled “Petition Under 37 CFR 1.181 To Request Review of
Patent Term Extension Under Former 35 U.S.C. 154(b)” received on January 20, 201 1.

The petition is dismissed.

Background

Petitioner asserts that the application was filed on August 28, 1998 and the patent to be issued
from the above identified application is entitled to a patent term extension as the application was
under appellate review for several years. Petitioner asserts that the Notice of Allowance and Issue
Fee(s) Due Notice, included a determination that the patent term extension was 0 days, is in error,
as the application is entitled patent term extension.

Petitioner asserts that the application was under appellate review since at least November 2, 2006,
when Applicant filed a Notice of Appeal. Petitioner asserts that the application was under appeal
until the Examiner issued a new Office Action on entirely new grounds on June 23, 2010.

On August 28, 1998, the above identified application was received by the Office.

On November 2, 2006, a Notice of Appeal was received by the Office.
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On March 30, 2007, an Appeal Brief was received by the Office.

On April 14, 2009, a Notification of Non-Compliant Appeal Brief was mailed by the Office.
On August 12, 2009, an Appeal Brief was received by the Office.

On June 23, 2010, a Non-Final Office Action was mailed by the Office.

On October 15, 2010, an amendment was received by the Office.

On November 22, 2010, a Notice of Allowance and Issue Fee(s) Due notice, which included a
determination that the patent term extension was zero (0) days, was mailed by the Office.

Applicable Statutes and Regulation

35 US.C. 154. Contents and term of patent (in effect on June 8, 1995)

(b) TERM EXTENSION.-

(1) INTERFERENCE DELAY OR SECRECY ORDERS.-If the issue of an
original patent is delayed due to a proceeding under section 135(a) of this title, or because
the application for patent is placed under an order pursuant to section 181 of this title, the
term of the patent shall be extended for the period of delay, but in no case more than 5
years.

(2) EXTENSION FOR APPELLATE REVIEW.-If the issue of a patent is delayed due to
appellate review by the Board of Patent Appeals and Interferences or by a Federal court
and the patent is issued pursuant to a decision in the review reversing an adverse
determination of patentability, the term of the patent shall be extended for a period of
time but in no case more than 5 years. A patent shall not be eligible for extension under
this paragraph if it is subject to a terminal disclaimer due to the issue of another patent
claiming subject matter that is not patentably distinct from that under appellate review.

37 CFR 1.701 Extension of patent term due to examination delay under the Uruguay
Round Agreements Act (original applications, other than designs, filed on or after
June 8, 1995, and before May 29, 2000).
(a) A patent, other than for designs, issued on an application filed on or after June 8,
1995, is entitled to extension of the patent term if the issuance of the patent was delayed due to:
(1) Interference proceedings under 35 U.S.C. 135(a); and/or
(2) The application being placed under a secrecy order under 35 U.S.C. 181; and/or
(3) Appellate review by the Board of Patent Appeals and Interferences or by a Federal
court under 35 U.S.C. 141 or 145, if the patent was issued pursuant to a decision in the review
reversing an adverse determination of patentability and if the patent is not subject to a terminal
disclaimer due to the issuance of another patent claiming subject matter that is not patentably
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distinct from that under appellate review. If an application is remanded by a panel of the Board of
Patent Appeals and Interferences and the remand is the last action by a panel of the Board of
Patent Appeals and Interferences prior to the mailing of a notice of allowance under 35 U.S.C.
151 in the application, the remand shall be considered a decision in the review reversing an
adverse determination of patentability as that phrase is used in 35 U.S.C. 154(b)(2) as amended
by section 532(a) of the Uruguay Round Agreements Act, Public Law 103-465, 108 Stat. 4809,
4983-85 (1994), and a final decision in favor of the applicant under paragraph (c)(3) of this
section. A remand by a panel of the Board of Patent Appeals and Interferences shall not be
considered a decision in the review reversing an adverse determination of patentability as
provided in this paragraph if there is filed a request for continued examination under 35 U.S.C.
132(b) that was not first preceded by the mailing, after such remand, of at least one of an action
under 35 U.S.C. 132 or a notice of allowance under 35 U.S.C. 151.

(b) The term of a patent entitled to extension under paragraph (a) of this section shall be
extended for the sum of the periods of delay calculated under paragraphs (c)(1), (¢)(2), (¢)(3) and
(d) of this section, to the extent that these periods are not overlapping, up to a maximum of five
years. The extension will run from the expiration date of the patent.

(c)(1) The period of delay under paragraph (a)(1) of this section for an application is the
sum of the following periods, to the extent that the periods are not overlapping:

(i) With respect to each interference in which the application was involved, the number of
days, if any, in the period beginning on the date the interference was declared or redeclared to
involve the application in the interference and ending on the date that the interference was
terminated with respect to the application; and

(i1) The number of days, if any, in the period beginning on the date prosecution in the
application was suspended by the Patent and Trademark Office due to interference proceedings
under 35 U.S.C. 135(a) not involving the application and ending on the date of the termination of
the suspension.

(2) The period of delay under paragraph (a)(2) of this section for an application is the sum
of the following periods, to the extent that the periods are not overlapping:

(1) The number of days, if any, the application was maintained in a sealed condition under
35U.S.C. 181;

(i1) The number of days, if any, in the period beginning on the date of mailing of an
examiner’s answer under § 41.39 of this title in the application under secrecy order and ending
on the date the secrecy order and any renewal thereof was removed,;

(iii) The number of days, if any, in the period beginning on the date applicant was notified that an
interference would be declared but for the secrecy order and ending on the date the secrecy order
and any renewal thereof was removed; and

(iv) The number of days, if any, in the period beginning on the date of notification under
§ 5.3(c) and ending on the date of mailing of the notice of allowance under § 1.311.

(3) The period of delay under paragraph (a)(3) of this section is the sum of the number of
days, if any, in the period beginning on the date on which an appeal to the Board of Patent
Appeals and Interferences was filed under 35 U.S.C. 134 and ending on the date of a final
decision in favor of the applicant by the Board of Patent Appeals and Interferences or by a
Federal court in an appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph (c)(3) shall be reduced by:
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(1) Any time during the period of appellate review that occurred before three years from
the filing of the first national application for patent presented for examination; and

(2) Any time during the period of appellate review, as determined by the Director, during
which the applicant for patent did not act with due diligence. In determining the due diligence of
an applicant, the Director may examine the facts and circumstances of the applicant’s actions
during the period of appellate review to determine whether the applicant exhibited that degree of
timeliness as may reasonably be expected from, and which is ordinarily exercised by, a person
during a period of appellate review.

(e) The provisions of this section apply only to original patents, except for design patents,
issued on applications filed on or after June 8, 1995, and before May 29, 2000.

Opinion

35 U.S.C. § 154(b)(as amended by the "Uruguay Round Agreements Act," enacted

December 8, 1994, as part of Public Law 103-465) provides for patent term extension for
appellate review, interference and secrecy order delays in applications filed on or after

June 8, 1995 and before May 29, 2000. 35 U.S.C. § 154(b)(as amended by the "American
Inventors Protection Act of 1999," enacted November 29, 1999, as part of Public Law 106-113)
provides for patent term adjustment for administrative delays in applications filed on or after
May 29, 2000.

The above-identified application was filed on August 28, 1998. Accordingly, the application is
entitled to patent term extension based upon the conditions in 35 U.S.C. § 154(b) in effect on
June 8, 1995. The current provisions of 35 U.S.C. § 154(b) became effective on May 29, 2000
and do not apply because the current version of 35 U.S.C. § 154(b) only applies to applications
filed on or after May 29, 2000. Pursuant to 35 U.S.C. § 154(b) in effect on June 8, 1995, an
applicant can receive patent term extension only if there was an appellate review, interference or
a secrecy order delay as set forth in the statute. The statute limits the Office's authority to grant
patent term extension to only those situations stated in the statute.

In order to implement 35 U.S.C. 154(b) (in effect between June 8, 1995 and May 28, 2000), the
Office promulgated 37 CFR 1.701(c)(3), which, consistent with the statute, requires a final
decision in favor of the applicant by the Board of Patent Appeals and Interferences or by a
Federal Court in an appeal under 35 U.S.C. 145 to be eligible for patent term extension. The
application was not issued due to an adverse determination of patentability by the BPAI, was not
delayed due to an interference proceeding, nor was it subject to a secrecy order, as a result, this
application is not eligible for the extension under 35 U.S.C. 154 in effect on June 8, 1995 and
37 CFR 1.701. The Office has no authority to grant an extension of the term due to
administrative delays except as authorized by 35 U.S.C. § 154.

Petitioner argues that an Office Action on entirely new grounds should be considered “a decision
in the review reversing an adverse determination of patentability” for patent term extension
purposed and that the term of the patent should be extended. For patent term extension, both 35
U.S.C. 154(b)(2) in effect on June 8, 1995 and 37 CFR 1.701(a)(3) where the delay is not related
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to a secrecy order or an interference, require a decision by the BPAI reversing an adverse
determination of patentability for the patent application to be eligible for patent term extension
under 35 U.S.C. § 154. Since, the application was not issued due to an adverse determination of
patentability by the BPAI, the application is not entitled to patent term extension under

35 U.S.C. 154 and 37 CFR 1.701.

The Office regrets the delays in issuing Applicants patent. The Office has no authority to grant
an extension of the term due to administrative delays except as authorized by 35 U.S.C. § 154.

Telephone inquiries with regard to this communication should be directed to Mark O. Polutta at
(571) 272-7709.

Pﬁ;k Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of

Tu et al.

Patent Number: 5980563

Issue Date: 11/09/1999

Application No. 09/143890 : ‘

Filing or 371(c) Date: 08/31/1998 : ON PETITION
Title of Invention: :

ABLATION APPARATUS AND

METHODS FOR TREATING A

THEROSCLEROSI

This is a notice regarding request for acceptance of a fee deficiency submission under 37 CFR
1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex Internatlonal, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in.
this application must be paid at the large entity rate.

A review of the petition reveals that the address appearing on the petition differs from the
correspondence address of record. Applicant is advised that, in patented files: requests for
changes of correspondence address; powers of attorney, revocations of powers of attorney,
withdrawal of attorney and submissions under 37 CFR 1.501: Designation of, or Changes to, a
fee address, should be addressed to Mail Stop M Correspondence.
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Telephone inquiries c'oncernih'g" this matter should be directed to the undersigned at (571) 272-
3232. - o

/DLW/

Derek L. Woods
Attorney
Office of Petitions

CC: ST. JUDE MEDICAL, ATRIAL FIBRILLATION DIVISION
Legal Department '
One St. Jude Medical Drive
St. Paul MN 55117-9913
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In re Application of OFFICE OF PETITIONS
Dryja et al.

Application No. 09/144,897

Filed: September 1, 1998 :

US Patent No. 7,376,453 Bl N : DECISION
Issued: May 20, 2008 A

Attorney Docket No. MASIMO.7CP1C4

For: Signal Processing Apparatus

The above-identified application has been forwarded to the undersigned for consideration of two
petitions for patent term extension entitled “Request for Reconsideration for Decision on Petition
for Patent Term Extension — Termination Delay” received on July 13, 2009 and “Request for
Reconsideration for Decision on Petition for Patent Term Extension — Suspension Delay”,
received on July 13, 2009. Both Petitions are Denied.

Background

Petitioner filed a petition as a "Supplemental Petition under 37 CFR 1.181 for Correction of
Patent Term Extension," received on June 30, 2008 for an extension of the patent term. The
petition was treated as a petition under 37 CFR 1.181 and 37 CFR 1.701, and as a petition under
37 CFR 1.182, since 37 CFR 1.701 does not provide for patent term extension for delays that
occur due to a suspension for a potential interference. On June 18, 2009, the petition was granted
in part and the patent term extension was 191 days: '

In the Petition for “Termination Delay,” Petitioner asserts that the Office erred in not granting an
additional 332 days for the time it took the Board of Patent Appeals and Interferences (BPAI) to
forward the case to the Examiner. Petitioner asserts the definition of the term “termination” from
37 CFR 41.205(a), should not be read broadly to apply in the 37 CFR 1.701 regulation. Petitioner
asserts that 37 CFR 1.701 should be read to allow for patent term extension if a patent is “delayed
due to” interference proceedings and that the length of the delay due to failure to promptly
forward the application is within the control of the Office and not the Petitioner. Petitioner argues
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that fairness dictated that such unilateral action by the Office should result in additional term of
332 days for Petitioner. '

In the Petition for “Suspension Delay,” Petitioner asserts that the Office erred in not granting an
additional 247 days because the Examiner initiated two suspensions. Petitioner asserts that it is
improper for the Office to distinguish between the two types of suspensions. Petitioner asserts
that the Office should read 1.701 to include delay from actual and potential proceedings in view of
the statute. Petitioner asserts the § 135(a) establishes the interference process whether it be an
actual declared interference or suspension to await a declaration of interference. Petitioner asserts
that the statute forms the basis for the Examiner initiated suspensions due to a potential
interference and thus such a suspension should be deemed an “interference proceeding under §
135 and pursuant to § 1.701. Petitioner asserts that the length or duration of delay dueto
suspension is entirely within control of the Office and as such fairness dictates that such unilateral
action by the Office should provide additional term extension for applicant.

Petitioner asserts that the patent is entitlebd to an additional 247 days of patent term extension due
the suspension delays and an additional 332 days of patent term extension due to delays in

returning the application to the Examiner for a total of 523 additional days of patent term
extension. '

On September 1, 1998, the above identified application was received by the Office.
On July 2, 2003, a first Letter of Suspension was mailed by the Office.

On May 16, 2006, a second Letter of Suspension was mailed by the Office.

On July 18, 2006, a Declaration of Interference was mailed by the 6fﬁce.

On November 24, 2006, a judgment was made, by a decision mailed by the Board of Patent
Appeals and Interferences.

On January 10, 2008, a Notice of Allowance and Fee Due notice was mailed by the Office.

Applicable Statutes and Regulation

35U.S.C. 135 Interferences.

(a)Whenever an application is made for a patent which, in the opinion of the Director, would
.interfere with any pending application, or with any unexpired patent, an interference may be

declared and the Director shall give notice of such declaration to the applicants, or applicant and

patentee, as the case may be. The Board of Patent Appeals and Interferences shall determine

questions of priority of the inventions and may determine questions of patentability. Any final

decision, if adverse to the claim of an applicant, shall constitute the final refusal by the Patent
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and Trademark Office of the claims involved, and the Director may issue a patent to the applicant
who is adjudged the prior inventor. A final judgment adverse to'a patentee from which no appeal
or other review has been or can be taken or had shall constitute cancellation of the claims
involved in the patent, and notice of such cancellation shall be endorsed on copies of the patent
distributed after such cancellation by the Patent and Trademark Office. . . .

35 U.S.C. 154. Contents and term of patent (in effect on June 8, 1995)

(b) TERM EXTENSION.-
(1) INTERFERENCE DELAY OR SECRECY ORDERS.-If the issue of an
original patent is delayed due to a proceeding under section 135(a) of this title, or because
- the application for patent is placed under an order pursuant to section 181 of this title, the
term of the patent shall be extended for the period of delay, but in no case more than 5
years.
(2) EXTENSION FOR APPELLATE REVIEW -If the issue of a patent is delayed due to
appellate review by the Board of Patent Appeals and Interferences or by a Federal court
and the patent is issued pursuant to a decision in the review reversing an adverse
determination of patentability, the term of the patent shall be extended for a period of
time but in no case more than 5 years. A patent shall not be eligible for extension under
this paragraph if it is subject to a terminal disclaimer due to the issue of another patent
claiming subject matter that is not patentably distinct from that under appellate review.

37 CFR 1.701 Extension of patent term due to examination delay under the Uruguay
Round Agreements Act (original applications, other than designs, filed on or after
June 8, 1995, and before May 29, 2000).

(a) A patent, other than for designs, issued on an apphcatlon filed on or after June 8,
1995, is entitled to extension of the patent term if the issuance of the patent was delayed due to:

(1) Interference proceedings under 35 U.S.C. 135(a); and/or

(2) The application being placed under a secrecy order under 35 U.S.C. 181; and/or

(3) Appellate review by the Board of Patent Appeals and Interferences or by a Federal
court under 35 U.S.C. 141 or 145, if the patent was issued pursuant to a decision in the review
reversing an adverse determination of patentability and if the patent is not subject to a terminal
disclaimer due to the issuance of another patent claiming subject matter that is not patentably
distinct from that under appellate review. If an application is remanded by a panel of the Board of
Patent Appeals and Interferences and the remand is the last action by a panel of the Board of
Patent Appeals and Interferences prior to the mailing of a notice of allowance under 35 U.S.C.
151 in the application, the remand shall be considered a decision in the review reversing an
adverse determination of patentability as that phrase is used in 35 U.S.C. 154(b)(2) as amended
by section 532(a) of the Uruguay Round Agreements Act, Public Law 103-465, 108 Stat. 4809,
4983-85 (1994), and a final decision in favor of the applicant under paragraph (c)(3) of this
section. A remand by a panel of the Board of Patent Appeals and Interferences shall not be
considered a decision in the
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review reversing an adverse determination of patentability as provided in this paragraph if there
is filed a request for continued examination under 35 U.S.C. 132(b) that was not first preceded by
the mailing, after such remand, of at least one of an action under 35

U.S.C. 132 or a notice of allowance under 35 U.S.C. '

151.

_ (b) The term of a patent entitled to extension under paragraph (a) of this section shall be

~ extended for the sum of the periods of delay calculated under paragraphs (c)(1), (c)(2), (c)(3) and
(d) of this section, to the extent that these periods are not overlapping, up to a maximum of five
years. The extension will run from the expiration date of the patent.

(c)(1) The period of delay under paragraph (a)(1) of this section for an application is the
sum of the following periods, to the extent that the periods are not overlapping:

(i) With respect to each interference in which the application was involved, the number of
days, if any, in the period beginning on the date the interference was declared or redeclared to
involve the application in the interference and ending on the date that the interference was
terminated with respect to the application; and

(ii) The number of days, if any, in the period beginning on the date prosecution in the
application was suspended by the Patent and Trademark Office due to interference proceedings
under 35 U.S.C. 135(a) not involving the application and ending on the date of the termination of
~ the suspension.

(2) The period of delay under paragraph (a)(2) of this section for an application is the sum
- of the following periods, to the extent that the periods are not overlapping:

(i) The number of days, if any, the application was maintained in a sealed condition under
35U.S.C. 181; : ‘

(ii) The number of days, if any, in the period beginning on the date of mailing of an
examiner’s answer under § 41.39 of this title in the application under secrecy order and ending
on the date the secrecy order and any renewal thereof was removed;

(iii) The number of days, if any, in the period beginning on the date applicant was notified that an
interference would be declared but for the secrecy order and ending on the date the secrecy order
and any renewal thereof was removed; and

(iv) The number of days, if any, in the period beginning on the date of notification under
§ 5.3(c) and ending on the date of mailing of the notice of allowance under § 1.311.

(3) The period of delay under paragraph (a)(3) of this section is the sum of the number of
days, if any, in the period beginning on the date on which an appeal to the Board of Patent
Appeals and Interferences was filed under 35 U.S.C. 134 and ending on the date of a final
decision in favor of the applicant by the Board of Patent Appeals and Interferences orby a -
Federal court in an appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph (c)(3) shall be reduced by:

(1) Any time during the period of appellate review that occurred before three years from
the filing of the first national application for patent presented for examination; and

(2) Any time during the period of appellate review, as determined by the Director, during
which the applicant for patent did not act with due diligence. In determining the due diligence of
an applicant, the Director may examine the facts and circumstances of the applicant’s actions
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during the period of appellate review to determine whether the applicant exhibited that degree of
timeliness as may reasonably be expected from, and which is ordinarily exercised by, a person
during a period of appellate review. '

‘ (e) The provisions of this section apply only to original patents, except for design patents,
issued on applications filed on or after June 8, 1995, and before May 29, 2000.

37 CFR 41.205 Settlement agreements.

(@) Constructive notice; time for filing. Pursuant to 35 U.S.C. 135(c), an agreement or
understanding, including collateral agreements referred to therein, made in connection with or in
contemplation of the termination of an interference must be filed prior to the termination of the
interference between the parties to the agreement. After a final decision is entered by the Board,
an interference is considered terminated when no appeal (35 U.S.C. 141) or other review (35
U.S.C. 146) has been or can be taken or had. If an appeal to the U.S. Court of Appeals-for the
Federal Circuit (under 35 U.S.C. 141) or a civil action (under 35 U.S.C. 146) has been filed the
interference is considered terminated when the appeal or civil action is terminated. A civil action
is terminated when the time to appeal the judgment expires. An appeal to the U.S. Court of
Appeals for the Federal Circuit, whether from a decision of the Board or a judgment in a civil
action, is terminated when the mandate is issued by the Court.

Opinion

The patent statute only permits extension of patent term based on very specific criteria. The
Office has no authority to grant any extension or adjustment of the term due to administrative
delays except as authorized by 35 U.S.C. § 154. 35 U.S.C. § 154 provides for patent term
extension for appellate review, interference and secrecy order delays in utility and plant

~ applications filed on or after June 8, 1995, and, as amended by the "American Inventors
Protection Act of 1999," enacted November 29, 1999, as part of Public Law 106-113, for other
specifically defined administrative delays in utility and plant applications filed on or after May
29, 2000.

The above-identified application was filed on September 1, 1998. Accordingly it is entitled to
patent term extension based upon the conditions in 35 U.S.C. § 154(b), in effect on June 8, 1995.
The provisions of 35 U.S.C. § 154(b) in effect on May 29, 2000 do not apply, because the
amended version of 35 U.S.C. § 154(b) only applies to applications filed on or after May 29,
2000. Pursuant to 35 U.S.C. § 154(b), in effect on June 8, 1995, an applicant can receive patent
term extension only if there was an appellate review, interference or a secrecy order delays as set
forth in the statute. 4

According to 37 CFR 1.701(c)(1)(i), the application is entitled to patent term extension for the
number of days, in the period beginning on the date the interference was declared to involve the
application in the interference and ending on the date that the interference was terminated with
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respect to the application. The interference was declared on July 18, 2006, the date of the
Declaration of Interference. A final decision by the BPAI was entered and mailed on November
24, 2006, the date of the decision. According to 37 CFR 41.205, after a final decision by the
BPAI is entered, interference is considered terminated when no appeal or other review has been
or can be taken. As a result, the period of extension is 191 days, the period from July 18, 2006,
the date of the declaration of interference to January 24, 2007, which is two months after the
mailing of the decision by the BPAI including the beginning and end dates.

Petitioner’s assertion that additional patent term extension (332 days) should be granted because
-the interference was not terminated until December 21, 2007, the date the application was '
dispatched to the Examiner, is not persuasive. In accordance with 37 CFR 41.205, the
interference was terminated two months after the mail date of the decision by the BPAI, and
when no further appeal was taken. After the BPAI entered the final decision, there were no
further interference proceedings with respect to the application, thus the application is not
entitled to additional patent term extension, regardless of whether the application remained in the
BPALI’s jurisdiction. Petititioner’s assertion that the statute (§ 154) and rule (§ 1.701) should be
read broadly and give great interpretational weight than 37 CFR 41.205 is not persuasive. In
accordance with 35 U.S.C. 154 and 35 U.S.C. 135, patent term extension under the post GATT
and pre AIPA statute only permits extension for the delay due to a proceeding under section
135(a) and a proceeding begins when the interference is declared and ends within the final
decision. While Petitioner asserts that fairness dictates that the Office must grant additional term
extension, the Office may only grant an extension as provided for by the statute. Petitioner’s
assertion that the failure to promptly forward the application was entirely within control of the
Office is not persuasive. Petitioner could have contacted the Office or filed a paper concerning
the termination of the interference.

According to 37 CFR 1.701 (c)(1)(ii), the application is entitled to patent term extension for the
number of days, in the period beginning on the date prosecution in the application was suspended
by the Patent and Trademark Office due to interference proceedings under 35 U.S.C. 135(a) not
‘involving the apphcatlon and ending on the date of the termination of the suspension.

" Petitioner asserts that under 37 CFR 1.701(c)(1)(ii); the patent term extension should be 247 days
for the delays due to the suspensions in prosecution due to an interference. With respect to
petitioner’s argument that the Office would like to distinguish between a suspension to await the
out come of an interference and a suspension for a potential interference to, in order to
implement 35 U.S.C. 154(b) (in effect between June 8, 1995 and May 28, 2000), the Office
promulgated 37 CFR 1.701(c)(1), which, consistent with the statute, requires an interference
proceeding under 35 U.S.C. 135(a) to be eligible for patent term extension. Petititioner’s
assertion that the statute (§ 135) and rule (§ 1.701) do not require such a reading and should be
read to include delays from actual and from potential proceedings is not persuasive. In
accordance with 35 U.S.C. 154 and 35 U.S.C. 135, patent term extension under the post GATT
and pre AIPA statute only permits extension for the delay due to a proceeding under section
135(a) and a proceeding begins when the interference is declared and ends with the final
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decision. While Petitioner asserts that fairness dictates that the Office must grant additional term
extension, the Office may only grant an extension as provided by the statute.

Although prosecution was twice suspended in the above-identified application, the suspensions

were due to a potential interference either with or involving one or more other applications. The
suspensions were not for the reason that the subject application was involved in an interference,
or to await the result of an interference proceeding in another application. As a result, the
provisions of 37 CFR 1.701(c)(1)(ii) do not apply because this section applies to suspensions by
the "Office due to interference proceedings under 35 U.S.C. 135(a) not involving the
application,” and in this instance there were no such other interference proceedings. Therefore,
Petitioner's argument that he is entitled to an additional 247 days of patent term extension for the
periods of the two suspensions under 37 CFR 1.701(c)(1)(ii) is not persuasive. The application is
entitled to zero (0) days of patent term extension under 37 CFR 1.701(c)(1)(i1).

The Office has no authority to grant an extension of the term due to administrative delays except
as authorized by 35 U.S.C. § 154.

Decision

The prior decision which refused to grant-in-part a petition under 35 U.S.C. 154(b) and 37 CFR
1.701 for patent term extension for the delayed issuance of the patent for the above-identified
patent application has been reconsidered. For the reasons stated herein, and-in the previous
decision, however, additional patent term extension in this case cannot be granted under 35
U.S.C. § 154(b) and 37 CFR §§ 1.181 and 1.701. Therefore, the petitions are denied.

This decision may be viewed as a final agency action. See MPEP § 1002.02(b).

Telephone inquiries with regard to this communication should be directed to Mark O. Polutta at
(571) 272-7709.

Brian Hanlon
Director
Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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CERTIFICATE OF CORRECTION

PATENT : 7,376,453 B1°
DATED :  May 20, 2008
INVENTOR(S): Diab etal.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below: '

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 130 days. -

Delete the phrase “by 130 days” and insert —by 191 days--
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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MICHAEL BEST & FRIEDRICH LLP
100 E WISCONSIN AVENUE

Suite 3300 i
MILWAUKEE WI 53202 MAILED
MAY 162011

OFFICE OF PETITIONS

In re Patent No. 5,977,173

Issue Date: November 2, 1999 X

Application No. 09/148,006 X NOTICE
Filed: September 4, 1998 :

Patentee(s): John August Wos, et. al.

This is a Notice regarding your “NOTIFICATION OF WITHDRAWAL OF CLAIM TO SMALL
ENTITY STATUS” filed on April 14, 2011, which is being treated as a request for acceptance
of a fee deficiency submission under 37 CFR 1.28(c).

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is
intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. Therefore, status
as a small entity has been removed and any future fee(s) submitted must be paid at the large
entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-

Office of Petitions
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: Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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MICHAEL BEST & FRIEDRICH LLP
100 E WISCONSIN AVENUE

Suite 3300

MILWAUKEE WI 53202 MAILED

| ~AUG 05 2011
OFFICE OF PETITIONS

In re Patent No. 5,977,173

Issue Date: November 2, 1999 :

Application No. 09/148,006 X NOTICE
Filed: September 4, 1998 X

Patentee(s): John August Wos, et. al.

This is a Notice regarding your request for acceptance of a fee deficiency submission under
37 CFR 1.28(c), filed on July 15, 2011.

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is
intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28(c) is hereby ACCEPTED. Theréfore,
status as a small entity has been removed.

Petitions Examiner
Office of Petitions
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Paper No.

Pearl Cohen Zedek Latzer, LLP

1500 Broadway MA“_ED
12th Floor APR‘T92011

New York NY 10036

OFFICE OF PETITIONS
In re Application of
‘Moutsatsos et al. :
Application No. 09/148,234 : DECISION ON PETITION
Filed: September 4, 1998 : PURSUANT TO

Attorney Docket No.: P-4739- 37 C.F.R. § 1.137(B)
Us :
Title: GENETICALLY .

ENGINEERED CELLS WHICH

EXPRESS BONE MORPHOGENETIC

PROTEINS

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed January 26, 2011, to revive the above-
identified application.

This petition pursuant to 37 C.F.R. § 1.137(b) is DISMISSED.

"The above-identified application became abandoned for failure to
reply within the meaning of 37 C.F.R § 1.113 in a timely manner
to the final Office action mailed July 20, 2010, which set a
shortened statutory period for reply of three months. No
response was received, no extensions of time under the provisions
of 37 C.F.R § 1.136(a) were obtained, and no further responses
were received. Accordingly, the above-identified application
became abandoned on October 21, 2010. A notice of abandonment
was mailed on March 3, 2011, subsequent to the filing of this
petition.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by: ‘
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(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.

§ 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Applicant has submitted the petition fee and
the proper statement of unintentional delay.

Petitioner has also submitted a three-month extension of time.
An extension of time under 37 C.F.R. § 1.136 must be filed prior
to the expiration of the maximum extendable period for reply.’
Accordingly, since the $ 1,110 extension of time submitted with
the petition on January 26, 2011 was filed subsequent to the
maximum extendable period for reply, this fee is unnecessary and
will be credited to Deposit Account No. 50-3355 in due course.

The second and third requirements of Rule 1.137(b) have been
satisfied. The fourth requirement of Rule 1.137(b) 1is not
applicable, as a terminal disclaimer is not required.2

The present petition is not grantable because the first
requirement of Rule 1.137(b) has not been satisfied. Petitioner
did not submit the required reply to the Office action. The
required reply is the reply sufficient to have avoided
abandonment, had such reply been timely filed.?® In order for the
application to be revived, Petitioner must submit a reply which
satisfies 37 C.F.R. § 1.137(b)(1) (i.e., a Notice of Appeal (and
fee required by law); an amendment that prima facie places the
application in condition for allowance; a continuing application
under 37 C.F.R. § 1.53(b); a request for continuing examination
under 37 C.F.R. § 1.114, if applicable; or a 37 C.F.R. § 1.129(a)
submission, if applicable). None of these items appears to have
been submitted with this petition.

1 See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988) .
2 See Rule 1.137(d).
3 See M.P.E.P. § 711.03(c).
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If reconsideration of this petition is desired, Petitioner may
file a reply including a cover letter entitled “Renewed Petition
pursuant to 37 C.F.R. § 1.137(b).” This is not a final agency
action within the meaning of 5 U.S.C § 704.

If reconsideration of this decision is desired, any response to
this decision must be submitted within TWO MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.

§ 1.136(a) are permitted. The reply should include a cover
letter entitled “Renewed Petition pursuant to 37 C.F.R.

§ 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C § 704.

Any future submission concerning this matter should indicate in a
prominent manner that the attorney handling this matter is Paul
Shanoski, and may be submitted by mail,? hand-delivery,’ or
facsimile.® Registered users of EFS-Web may alternatively submit
a response to this decision via EFS-Web.’

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.° All other inquiries
concerning examination procedures should be directed to the
Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

4 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

5 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314,

6 (571) 273-8300: please note this is a central facsimile number.

7 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

8 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).
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Commissioner for Patents

United States Patent and Trademark Office
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DORSEY & WHITNEY LLP - MINNEAPOLIS (IP/PT-23)
INTELLECTUAL PROPERTY PRACTICE GROUP :
ATTENTION: PATENT PROSECUTION DOCKETING DEPARTMENT
50 SOUTH SIXTH STREET, SUITE 1500

MINNEAPOLIS MN 55402-1498 :
, MAILED
212011
In re Patent No. 6,454,460 oo APR
Issue Date: September 8, 1998 : QFFICE OF PETITIONS
Application No. 09/149,517 : ON PETITION

Filed: May 28, 2002
Attorney Docket No. 6323

This is a decision on the petition under 37 CFR 1.378(c), filed February 7, 2011 to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR
1.378(¢) must be filed within TWO (2) MONTHS from the mail date of this decision. No
extension of this two-month time limit can be granted under 37 CFR 1.136(a) or (b). This is not
a final agency action within the meaning of 5 U.S.C. § 704.

Any petition for reconsideration of this decision must be accompanied by the petition fee of $400
as set forth'in 37 CFR 1.17(f). The petition for reconsideration must include the lacking item(s)
noted above, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Commissioner. ‘

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C.
§ 41(c) and 37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay was
unintentional; (2) payment of the appropriate maintenance fee, unless previously submitted;

(3) payment of the surcharge set forth in 37 CFR 1.20(i)(2). This petition lacks item (1) above.
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As to item (1) the statement of unintentional delay is presently not acceptable since
the petition not signed by all of the inventors.

It is further noted that the tyfied name of Vijay Ramanathan was not followed by a signature.

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries should be directed to the Kimberly Inabinet at (571) 272-4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Vijay Ramanathan
4809 — 55 Bremmer Blvd.
Toronto, ON M5J 0A6
CANADA
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In re Patent No. 6454460
Issue Date: September 24,2002
icati :DECISION GRANTING PETITION
Application No. 09149517 "UNDER 37 CFR 1.378(0)
Filed: September 8,1998

Attorney Docket No. 6323

This is a decision on the electronic petition, filed June 14,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of June 14,201
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6454460 2002-09-24 09149517 1898-09-08

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
O 7Veyear (1552) (& 7 %year (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

A Joint Patentee and | certify that | am authorized to sign this submission on behalf of all the other patentees

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature.

Signature

Nijay Ramanathan/

Date (YYYY-MM-DD)

2011-06-14

Name

Vijay Ramanathan

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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DORSEY & WHITNEY LLP — MINNEAPOLIS

ATTENTION: PATENT PROSECUTION DOCKETING DEPARTMENT
INTELLECTUAL PROPERTY PRACTICE GROUP - PT/23%P° FL

50 SOUTH SIXTH STREET, SUITE 1500

MINNEAPOLIS MN 55402-1498

MAILED

In re Patent No. 6,454,460
Issue Date: September 24, 2002 : JAN 3.0 2012
Application No. 09/149,517 : LETTER OFFICE OF PETITIONS

Filed: September 8, 1998
Attorney Docket No. 6323

This letter is the result of a sua sponte review of the June 14, 2011 electronically filed petition under 37
CFR 1.378(c) to accept the delayed payment of a maintenance fee in the above-identified application.

A review of USPTO records reveals that the “Petition To Accept Unintentionally Delayed Payment Of
Maintenance Fee In An Expired Patent (37 CFR 1.378(c)” and the accompanying “Electronic Patent
Application Fee Transmittal” submission filed June 14, 2011 were erroncously accepted. Petitioner has
not submitted a renewed petition under 37 CFR 1.378(c), as required in the petition decision mailed April
21,2011 along with the required $400.00 reconsideration fee. Therefore, a petition for reconsideration
under 37 CFR 1.378(e) along with the required $400.00 reconsideration fee must be filed within TWO
(2) MONTHS from the mail date of this letter.

If applicant fails to submit the above, the electronically filed, June 14, 2011, petition under 37 CFR
1.378(c) will be VACATED and the status will be changed to indicate that the above-identified patent is
expired.

The renewed petition cannot be filed using the ePetition format but must instead be filed to the
Office of Petitions for consideration.

Any inquiries directly pertaining to this matter may be directed to the undersignéd at (571)272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions

Ce:
VIJAY RAMANATHAN

4809 — 55 BREMNER BLVD.
TORONTO, ON M5J OA6, CANADA
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Paper No. 10

Robert Maier | MAILED

1605 Enterprise Parkway
Twinsburg, OH 44087 APR 1672012

OFFICE OF PETITIONS

In re Patent No. 5,970,656 :

Issued: October 26, 1999 : ON PETITION
Application No. 09/152,458 :

Filed: September 14, 1998

For: HOUSING ASSEMBLY WITH

BEVELED RETAINERS FOR

INSTALLATION IN A WINDOW

FRAME

This is in response to the petition under 37 CFR 1.378(b), filed February 21, 2012, to accept the
unavoidably delayed payment of the maintenance fee for the above-identified patent.

The patent issued October 26, 1999. The 11.5 year maintenance fee could have been paid from
October 26, 2010 through April 26, 2011, or with a surcharge during the period from April 27,
2011 through October 26, 2011. Accordingly, the patent expired October 27, 2011, for failure
to timely submit the 11.5 year maintenance fee.

The Director may accept the payment of any maintenance fee due on a patent after expiration of
the patent if, upon petition, the delay in payment of the maintenance fee is shown to the
satisfaction of the Director to have been unavoidable and if the surcharge required by § 1.20(i) is
paid as a condition of accepting payment of the maintenance fee. 37 CFR 1.378(a).

A grantable petition to accept a unavoidably delayed maintenance fee payment under 37 CFR
1.378(b) must include the following: (1) the required maintenance fee set forth in § 1.20(e)
through (g) (currently $2,365.00 for a small entity); (2) the surcharge set forth in §1.20(i)(1)
(currently $700); and (3) a showing that the delay was unavoidable since reasonable care was
taken to ensure that the maintenance fee would be paid timely and that the petition was filed
promptly after the patentee was notified of, or otherwise became aware of, the expiration of the
patent. The showing must enumerate the steps taken to ensure timely payment of the
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maintenance fee, the date and the manner in which patentee became aware of the expiration of
the patent, and the steps taken to file the petition promptly.

Initially, the Office notes that on April 13, 2012, patentee submitted the present “PETITION TO
ACCEPT UNAVOIDABLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(b) (Form PTO/SB/65). However, patentee indicated on the
form the fees being submitted as $1,240.00 for the 7.5 year maintenance fee and $1,640.00 for
the surcharge fee. Patentee is advised that the 7.5 year maintenance fee in the amount of
$1,150.00 was previously paid on March 28, 2007. Therefore, the patent is expired for failing to
pay the 11.5 year maintenance fee, currently $2,365.00. Additionally, the surcharge fee of
$1,640.00 is the amount due when the late payment is UNINTENTIONALLY delayed (the
surcharge fee for unavoidable delay is $700.00). Therefore, it is unclear whether patentee
intended to file a petition under 37 CFR 1.378(c) to accept the UNINTENTIONALLY delayed

* maintenance fee payment or a petition under 37 CFR 1.378(b) to accept the UNAVOIDABLY
delayed maintenance fee payment.

Moreover, with the present petition, patentee submitted a credit card authorization form
authorizing the Office to charge his credit card in the amount of $2,880.00 for a different patent
(Patent No. 6,604,324). Patentee did not provide a credit card authorization form for the
required maintenance fee and surcharge in the appropriate amounts for this patent (Patent No.
5,970,656). The Office notes that the maintenance fee, as well as the required surcharge, must
be paid as a condition for accepting the late maintenance fee on petition. As patentee did not
submit any fees with this petition, the Office is unable to treat the present petition on the merits.
Thus, the petmon is dismissed.

Patentee is given TWO MONTHS from the mail date of this communication to file a petition
under 37 CFR 1.378(b) or (c), accompanied by the 11.5 years maintenance fee in the amount of
$2,365.00 and the appropriate surcharge for late payment.

Patentee may wish to consider submitting a petition under 37 CFR 1.378(c), stating that the
failure to timely remit the maintenance fee was unintentional instead of filing a petition under 37
CFR 1.378(b). Any petition to accept an unintentionally delayed payment of a maintenance fee
must be filed within twenty-four months after the six-month grace period provided in § 1.362(e)
and must include: (1) the required maintenance fee set forth in § 1.20 (e) through (g) (currently
$2,365.00 for a small entity); (2) the surcharge set forth in § 1.20(i)(2) (currently $1,640.00); and
(3) a statement that the delay in payment of the maintenance fee was unintentional. A copy the
form for filing a PETITION TO ACCEPT UNITENTIONALLY DELAYED PAYMENT OF
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(c) (Form PTO/SB/66) is
enclosed for patentee’s convenience.

It is noted that the address given on the petition differs from the address of record. However, the
file does not indicate a change of address has been submitted. If appropriate, a change of address
should be filed. As a one-time courtesy, a copy of this decision is being mailed to the address
given on the petition. Thereafter, the Office will mail all future correspondence solely to the
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address of record. Enclosed please find Form PTO/SB/123 which may be used to effect a proper
change in correspondence address before the Office.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition ,
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The patent file is being forwarded to Files Repository.

Telephone inquiries concerning this matter may be directed to the undersigned at (571)
272-3211.

/Christina Tartera Donnell/

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosures: Forms PTO/SB/66 and PTO/SB/123

Cc: PEARNE & GORDON LLP
1801 EAST 9TH STREET
SUITE 1200
CLEVELAND OH 44114-3108



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

LITMAN LAW OFFICES, LTD.
PATENT LAW BUILDING
8955 CENTER STREET o
MANASSAS VA 20110 MAILED
DEC 182011
OFFICE OF PETITIONS

In re Patent No. 5,956,763

Issued: September 28, 1999 :

Application No. 09/152,506 : ON PETITION
Filed: September 14, 1998 s

Attorney Docket No. 14169.00

This is a decision on the petition under 37 CFR 1.378(c), filed November 7, 2011, to accept the
delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on September 29, 2011 for failure to pay the eleven and one-half year
maintenance fee. Since this petition was submitted within twenty-four months after the six-
month grace period rovideg in 37 CFR 1.362(e), the petition was timely filed under the
provisions of 37 CFR 1.378(c). '

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the
mail date of this decision. :

Additionally, the file does not indicate a change of address has been submitted, although the
address given on the petition differs from the address of record. A courtesy copy of this decision
is being mailed to the address given on the petition; however, the Office will mail all future
correspondence solely to the address of record.

Telef)hone inquiries concerning this decision should be directed to the undersigned at (571) 272-
7751. A

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions

cc: Walter W. Blackshear
3000 Quail Hollow Circle
Baytown, TX 77521
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In re Patent No. 6021588
Issue Date: February 8,2000
icati :DECISION GRANTING PETITION
Application No. 09152753 "UNDER 37 CFR 1.378(0)
Filed: September 14,1998
Attorney Docket No.

This is a decision on the electronic petition, filed February 29,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of February 29,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,021,588 2000-02-08 09/152,753 1898-09-14

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

@ A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22
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Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Sole Patentee

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature.

Signature

fTodd A. Alviso/

Date (YYYY-MM-DD}

2012-02-29

Name

Todd A. Alviso

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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MAILED

WHITHAM, CURTIS & CHRISTOFFERSON & COOK, P.C. JUN'20:2

11491 SUNSET HILLS ROAD - 0:201
SUITE 340 OFFICE OF py
RESTON VA 20190 | ETITIONS

In re Patent No. 6,509,988

Issue Date: January 21, 2003 :

Application No. 09/154,161 : ON PETITION
Filed: September 16, 1998 : -

Attorney Docket No. NE-899-US

This is a decision on the petition under 37 CFR 1.378(c), filed May 26, 2011, to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on January 22, 2011, for failure to pay the seven and one-half year
maintenance fee. Since this petition was submitted within twenty-four months after the six-
month grace period provided in 37 CFR 1.362(e), the petition was timely filed under the
provisions of 37 CFR 1.378(c).

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the
mail date of this decision.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. In the event that such an
inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the
discovery that the delay in paying the maintenance fee under 37 CFR 1.378(c) was intentional,
petitioner must notify the Office. '
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The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618. ‘

The patent file is being forwarded to Files Repository.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Jordan C. Powell
243 N. Bald Mountain Drive
Alpine, UT 84004
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MAILED

ALAN H MACPHERSON NOvV 04-2011
SKJERVEN MORRILL MACPHERSON
FRANKLIN & FRIEL OFFICE OF PETITIONS

25 METRO DRIVE SUITE 700
SAN JOSE CA 95110-1349

In re Patent No. 5,970,020

Issue Date: October 19, 1999 :

Application No.: 09/154,664 : NOTICE
Filed: September 16, 1998 :

Attorney Docket No.: M-5961US

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 CFR
1.28(c), filed October 20, 2011.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR 1 .28(c) is the sole
provision governing the time for correction of the erroneous payment of the issue fee as a small entity.
See DH Technology v. Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept.
1, 1998).

-~

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56. 1098 Off.
Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an
investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. The change of status to a
large entity has been entered and made of record.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this patent must
be paid at the large entity rate.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of fee address (form PTO/SB/47) and
a request for customer number (form PTO/SB/125) should be filed in accordance with Manual of Patent
Examining Procedure, section 2540. A courtesy copy of this decision is being mailed to the address on
the petition. However, the Office will mail all future correspondence solely to the address of record.

This file is being forwarded to the Files Repository.
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Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-3230.

B Woblis Braly

Shirene Willis Brantley
Petitions Attorney
Office of Petitions

CC:  WINSTON O. HUFF
NAVARRO HUFF, PLLC
302 N. MARKET STREET
SUITE 450
DALLAS TX 75202
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In re Patent No. 6433199
Issue Date: September 17,2002
icati :DECISION GRANTING PETITION
Application No. 09155820 "UNDER 37 CFR 1.378(c)
Filed: September 30,1998

Attorney Docket No. KOB-048

This is a decision on the electronic petition, filed November 16,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of November 16,2010 .
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,453,199 2002-09-17 09/155,820 1898-09-30 KOB-048

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
O 7Veyear (1552) (& 7 %year (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Sherman D. Pernia/

Date (YYYY-MM-DD)

2010-11-16

Name

Sherman D. PERNIA

Registration Number

34404

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Walter S. Miller, Sr.

8222 Douglas Avenue, Suite 777 m' LED
Dallas, Texas 75225 APR 08 2012
In re Patent No. 6,220,352 : OFFICE OF PETITIONS
Issue Date: April 24, 2001 :

Application No. 09/157,427 : ON PETITION

Filed: September 21, 1998

For: PROCEDURE TO MOBILE
ASPHALTENE-BASED CRUDE WITH A
MICELLE SOLVENT

This is a decision on the petition under 37 CFR 1.378(b), filed February 24, 2012, to accept the
unavoidably delayed payment of a maintenance fee for the above-identified patent. This is also a

decision on the petition to expedite under 37 CFR 1.182, filed March 20, 2012.

DECISION UNDER 37 CFR 1.182

In accordance with 37 CFR 1.182, “[a]ll situations not specifically provided for in the regulations
of this part will be decided in accordance with the merits of each situation by or under the
authority of the Director, subject to such other requirements as may be imposed, and such
decision will be communicated to the interested parties in writing. Any petition seeking a
decision under this section must be accompanied by the petition fee set forth in § 1.17(f).”

The petition under 37 CFR 1.182 filed March 20, 2012 requests that the petition under 37 CFR
1.378(b) filed February 24, 2012 be expedited. The general policy at the Office of Petitions at
the USPTO is to treat petitions in the order in which they are filed. However, when able, the
Office of Petitions will consider taking a petition out of order when such a petition under 37 CFR
1.182 is filed making such request.

In view thereof, the petition to expedite is hereby GRANTED.
Petitioner is advised that any future petitions filed in connection with the instant patent will be
treated in keeping with currently Office of Petitions policy, i.e., the petition will be decided in the

order in which it is filed.

DECISION UNDER 37 CFR 1.378(b)

The petition under 37 CFR 1.378(b) is DISMISSED.
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The patent issued April 24, 2001. The 7.5 year maintenance fee could have been paid from April
24, 2008 through October 24, 2008, or with a surcharge during the period from October 25, 2008
through April 24, 2009. Accordingly, the patent expired April 24, 2009, for failure to timely
submit the 7.5 year maintenance fee.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR
1.378(e) must be filed within TWO (2) MONTHS from the mail date of this decision. No
extension of this 2-month time limit can be granted under 37 CFR 1.136(a) or (b). Any such
petition for reconsideration must be accompanied by the petition fee of $400 as set forth in 37
CFR 1.17(f). The petition for reconsideration should include an exhaustive attempt to provide
the lacking item(s) noted below, since, after a decision on the petition for reconsideration, the
Director will undertake no further reconsideration or review of the matter.

A petition to accept the delayed payment of a maintenance fee under 35 U.S.C. § 41(c) and 37
CFR 1.378(b) must be accompanied by (1) an adequate showing that the delay was unavoidable,
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that
the petition was filed promptly after the patentee was notified of, or otherwise became aware of,
the expiration of the patent, (2) payment of the appropriate maintenance fee, unless previously

_ submitted, and (3) payment of the surcharge set forth in 37 CFR 1.20(i)(1).

Petitioner herein asserts that he is the Managing Trustee of ETechMM and has included herewith
a statement under 37 CFR 3.73(b).

Petitioner states that the delay in payment of the 7.5 year maintenance fee was unavoidable due
to “the health decline, disability, and ultimate death of the previous Managing Trustee, James H.
Coker. Mr. Coker died on September 24, 2011, and had been in a state of physical and mental
incapacity for over 3 years prior to his death and not available for business decisions.”

Petitioner further states that during Mr. Coker's incapacity, he “took all reasonable steps to
conduct corporate business and to ensure timely payments were made. Such steps were thwarted
due to the following:
1. Mr. Coker had the sole decision-making and financial responsibility and authority until
his death,
2. Mr. Coker was not available or able to make business decisions, and
3. I'was not able to serve as Managing Trustee until Mr. Coker's death. Following Mr.
Coker's death, I assumed the duties of Successor Managing Trustee and worked to gain
control of the ETechMM corporate records. I became aware of the expiration of the
Patent on January 28, 2012 and since then I have worked diligently to obtain new legal
counsel, review the files and then as promptly as possible to gain the information and
forms necessary to file this petition. Therefore, the Applicant respectfully requests that
this petition for re-instatement be granted.”
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The showing of record is inadequate to establish unavoidable delay within the meaning of 37
CFR 1.378(b)(3).

Acceptance of late payment of a maintenance fee is considered under the same standard as that
for reviving an abandoned application under 35 U.S.C. § 133 because 35 U.S.C. § 41(c)(1) uses
the identical language, i.e. "unavoidable delay". Ray v. Lehman, 55 F.3d 606, 608-09, 34
USPQ2d 1786, 1787 (Fed. Cir. 1995)(quoting In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800
(Comm'r Pat. 1988)). Decisions on reviving abandoned applications have adopted the
"reasonably prudent person" standard in determining if the delay in responding to an Office
action was unavoidable. Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat.
1887)(the term "unavoidable" "is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used and observed by prudent and careful men in
relation to their most important business"); In re Mattullath, 38 App. D.C. 497, 514-515 (D.C.
Cir. 1912); and Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141. In addition, decisions on
revival are made on a "case-by-case basis, taking all the facts and circumstances into account."”
Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally, a
petition to revive an application as unavoidably abandoned cannot be granted where a petitioner
has failed to meet his or her burden of establishing the cause of the unavoidable delay. Haines v.
Quigg, 673 F. Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

In essence, petitioner must show that Mr. Croker was aware of the need to pay the maintenance
fee, and to that end was tracking it, or had engaged someone to track it before the expiration, but
when the fee came due, was "unavoidably" prevented from making the maintenance fee payment
due to Mr. Coker’s medical conditions until the petition was filed.

In determining whether a delay in paying a maintenance fee was unavoidable, one looks to
whether the party responsible for payment of the maintenance fee exercised the due care of a
reasonably prudent person. Ray, 55 F3d at 608-609, 34 USPQ2D at 1787. It is incumbent upon
the patent owner to implement steps to schedule and pay the fee, or obligate another to do so.
See California Medical Products v. Technol. Med. Prod., 921 F.Supp 1219, 1259 (D. Del. 1995).
That is, 37 CFR 1.378(b)(3) requires a showing of the steps in place to pay the maintenance fee,
and the record currently lacks a showing that any steps were emplaced by Mr. Croker or anyone

. else. In the absence of a showing that the Mr. Croker or anyone else was engaged in tracking the
maintenance fee due dates, and that party had in fact been tracking the due dates with a reliable
tracking system, such as would be used by prudent and careful men in relation to their most
important business, petitioner cannot reasonably show that the delay was unavoidable delay. In re
Katrapat, 6 USPQ2d 1863, 1867-1868 (Comm’r Pat. 1988); California, supra. Put otherwise, the
issues of Mr. Coker’s health problems are immaterial in the absence of a showing that these, and
not the lack of any steps in place to pay the fee, caused or contributed to the delay.

Petitioner asserts that Mr. Coker had the authority as managing trustee to pay the maintenance
fee and that petitioner himself lacked the requisite authority to do so until he became managing
trustee following the death of Mr. Croker. Unfortunately, any delay resulting from the actions or



Patent No. 6,220,352 Page 4

inactions of Mr. Croker is binding. See, Winkler v. Ladd, 221 F.Supp. 550, 552, 138 USPQ 666,
667 (D.D.C. 1963). While petitioner became managing trustee after the death of Mr. Croker on
or about September 24, 2011, such merely gave petitioner the authority to file the instant petition
on or after that date. That one may have subsequently exercised diligence after their assumption
of title and belated awareness of the need to pay the fee does not convert the preceding delay into
unavoidable delay. See Kim v. Quigg, 718 F.Supp. 1280, 12 USPQ2d 1604 (E.D. Va 1989).

Any renewed petition must establish that the entire period of delay from the time that the
maintenance fee was due until the time of the filing of a grantable petition has been unavoidable.
Petitioner is reminded that any renewed petition should entail an exhaustive effort to establish
that the failure to timely pay the maintenance fee was unavoidable as after reconsideration
pursuant to 37 CFR 1.378(e), no further reconsideration regarding unavoidable delay will be
undertaken.

The record fails to establish that patentee took adequate steps to ensure timely payment of the
maintenance fee as required by 37 CFR 1.378(b)(3). Since adequate steps were not taken by
patentee, 37 CFR 1.378(b) precludes acceptance of the delayed payment of the maintenance fee.
Petitioner may request a refund of the surcharge and maintenance fee submitted with the instant
petition by writing to the Finance Office, Refund Section. A copy of this decision should
accompany any request for refund.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Hand: ' U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building «
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.
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Telephone inquiries should be directed to the undersigned at (571) 272-3205.
/ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 12/15/110
TO SPE OF "ART UNIT _3626 (3600)
SUBJECT : Request for Certificate of Correction for Appl. No.: _09/157,998 Patent No.: 7,801,740

C of C mailroom date 12/2/2010
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the réquested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580
Ernest C. White, LIE

Certificates of Correction Branch

703-756-1814 _or 571-272-3385

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved - All changes apply.
O Approved in Part Specify below which changes do not apply.
U Denied : State the reasons for denial below.

SPE__/Robert Morgan/ ART UNIT ___3626_

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

: Paper No.:
DATE : 12/15//10
TO SPE OF : ART UNIT __3626 (3600Q)
SUBJECT : Request for Certificate of Correction for Appl. No.: _09/157,998 Patent No.: 7,801,740

C of C mailroom date 12/2/2010
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: '

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meamng of the claims be changed.

" Please complete the response (see below) and forward the completed response to scannlng

usmg document code COCX.

FOR PAPER FILES:

Please review the requested changes/éofrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A . '
Palm Location 7580
4 Ernest C. White, LIE

Certificates of Correction Branch

703-756-1814 or 571-272-3385

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision.on the appropriate box.

X Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.

SPE__/Robert Morgan/ ART UNIT _ 3626___

PTOL-306 (REV. 7/03)

U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATQATENT AND TRADEMARK OFFICE .

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www,uspto.gov

MAILED

- ROBERT M SPERRY
23390 OSTRONIC DRIVE FEB 14201
WOODLAND HILLS CA 91367
OFFICE OF PETITIONS
In re Patent No. 6,194,925 : Paper No. 12
Issue Date: January 09, 2001 :
Application No. 09/158,192 : DECISION ON PETITION
Filed: September 21, 1998 : :
Attorney Docket No.

This is a decision on the petition under 37 CFR 1.378(c), filed December 17, 2010, to accept the delayed
payment of a maintenance fee for the above-identified patent. '

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1.378(e) must
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this two-month
time limit can be granted under 37 CFR 1.136(a) or (b). This is not a final agency action within the
meaning of 5 U.S.C. § 704,

Any petition for reconsideration of this decision must be accompanied by the petition fee of $400 as set
forth in 37 CFR 1.17(f). The petition for reconsideration must include the lacking item(s) noted below,
" since, after a decision on the petition for reconsideration, no further reconsideration or review of the
matter will be undertaken by the Director.

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 41(c) and
37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay was unintentional; (2) payment
of the appropriate maintenance fee, unless previously submitted; (3) payment of the surcharge set forth in
37 CFR 1.20(i)(2). This petition lacks item (2) and (3) above as the Office was unable to charge the
maintenance fee and surcharge to the credit card number listed on the form PTO-2038. The credit card
number listed on the PTO-2038 has been declined.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of fee address (form PTO/SB/47) and
a request for customer number (form PTO/SB/125) should be filed in accordance with Manual of Patent
Examining Procedure, section 2540. A courtesy copy of this decision is being mailed to the address on
the petition. However, the Office will mail all future correspondence solely to the address of record.
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. Batent No. 6,194,925 G ‘

Further correspbndencc with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries should be directed to Tredelle Jackson at 571-272-2783.

€

Rappesh Krishnamurthy
Petitions Examiner
Office of Petitions

cc: ANTONY J. KUBICHAN
19481 ROSITA ST.
TARZANA CA 91356

Page 2



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6361545

In re Patent No.
Issue Date: March 26,2002

09158405 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: September 22,1998
Attorney Docket No. CARDE.49355

This is a decision on the electronic petition, filed March 8,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 82012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6361545 2002-03-26 09158405 1898-09-22 71723-5003

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) ™ 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O

o The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

The Assignee of record of the entire interest

Under 37 CFR 3.71 an assignee becomes of record by filing a statement in compliance with 37 CFR 3.73(b).
Signature requirements are set forth in 37 CFR 1.4{d), and the undersigned certifies that he / she is empowered to act on behalf of the
assignee of the entire interest

Signature |/Wilfred J. Samson/ Date (YYYY-MM-DD} |2012-03-01
Name Wilfred J. Samson
Enter Reel and Frame Number Remove
Reel 013718 Frame Numb 0555
Number rame Number
Enter Reel and Frame Number Remove
Reel 027119 Frame Numb 0089
Number rame Number
Click ADD for additional Reel Number and Frame Number Add

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

JOSEPH MICHAEL BENNETT
5722 CRAIGMONT COURT
HUBER HEIGHTS OH 45424

In re Patent No. 6,016,874

Issued: 01/25/2000

Application No. 09/158,677

Filed: 09/22/1998

Title: COMPACT AFFORDABLE INERT
GAS FIRE EXTINGUISHING SYSTEM

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

MAILED

JUL 25 2011
OFFICE OF PET, ITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

~ CFR 1.28 filed July 7, 2011.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to

imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this

patent must be paid at the large entity rate.

. Inquiries related to this communication should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313.1450

www.usplo.gov

JOHN P SHANNON MAILED

LANE AITKEN & MCCANN -~
2600 VIRGINIA AVE NW MAR 26 ZUiZ

WASHINGTON DC 20037
OFFICE OF PETITIONS

In re Application of

Alan Patterson et al. : ) NOTICE
Application No. 09/159,680 :

Filed: September 24, 1998

Attorney Docket No.

This is a notice regarding your request filed March 6, 2012, for acceptance of a fee deficiency
submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is"
intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

There is no indication that the petition is signed by a registered patent attorney or patent agent
of record. However, in accordance with 37 CFR 1.34, the signature of Kendal M. Sheets
appearing on the correspondence shall constitute a representation to the United States Patent
and Trademark Office that he is authorized to represent the particular party in whose behalf he
acts. If, Kendal M. Sheets desires to receive correspondence regarding this file, the appropriate
power of attorney documents must be submitted. A courtesy copy of this decision is being
mailed to Kendal M. Sheets, the petitioner herein. However, until otherwise instructed, all
future correspondence regarding this application file will be directed solely to the above-noted
correspondence address of record.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at

ns Examiner
Office of Petitions

cc: Kendal M. Sheets
CPA Global
2318 Mill Road, Suite 12 Floor
Alexandria, VA 22314



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6226274 2001-05-01 09160010 1898-09-24 227177

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-09-30

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6226274

In re Patent No.
Issue Date: May 1,2001

09160010 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: September 24,1998
Attorney Docket No. 227/177

This is a decision on the electronic petition, filed October 4,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 4,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6297113

In re Patent No.
Issue Date: October 2,2001

09161745 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: September 29,1998
Attorney Docket No. 50090-087

This is a decision on the electronic petition, filed January 6,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 6,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6207113 2001-10-02 09161745 1898-09-28 ID 003211

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

ISMG/

Date (YYYY-MM-DD)

2011-01-06

Name

Steven M. Gruskin

Registration Number

36818

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6539023

In re Patent No.
Issue Date: March 25,2003

09161907 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: September 28,1998
Attorney Docket No. TRA-047

This is a decision on the electronic petition, filed September 14,2011 ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.
The maintenance fee is accepted, and the above-identified patent reinstated as of September 14,2011 .
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6539023 2003-03-25 09161907 1898-09-28 TRA-047

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) ™ 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O

o The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

The Assignee of record of the entire interest

Under 37 CFR 3.71 an assignee becomes of record by filing a statement in compliance with 37 CFR 3.73(b).
Signature requirements are set forth in 37 CFR 1.4{d), and the undersigned certifies that he / she is empowered to act on behalf of the
assignee of the entire interest

Signature |/Theodore Chung/ Date (YYYY-MM-DD} |2011-08-09
Name Theodore Chung
Enter Reel and Frame Number Remove
Reel
Number 010513 Frame Number 0230
Enter Reel and Frame Number Remove
Reel 010577 Frame Numb 0079
Number rame Number
Enter Reel and Frame Number Remove
Reel 010577 F Numb 0094
Number rame Number
Enter Reel and Frame Number Remove
Reel
Number 011053 Frame Number 0316

Click ADD for additional Reel Number and Frame Number Add

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

MCQUAIDE BLASKO
811 UNIVERSITY DRIVE
STATE COLLEGE PA 16801

In re Patent No. 5,972,661
Issue Date: October 26, 1999
Application No. 09/162,088
Filed: September 28, 1998
Attorney Docket No. ML-0444

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
FER 292012
QFFICE OF PETITIONS

ON PETITION

This is a decision on the petition under 37 CFR 1.378(c), filed January 19, 2012, to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on October 26, 2011, for failure to pay the eleven and one-half year
maintenance fee. Since this petition was submitted within twenty-four months after the six-
month grace period provided in 37 CFR 1.362(e), the petition was timely flled under the

provisions of 37 CFR 1.378(c).

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. In the event that such an
inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the
discovery that the delay in paying the maintenance fee under 37 CFR 1.378(c) was intentional,

petitioner must notify the Office.

. There is no indication that the person signing the petition was ever given a power of attorney to -
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney document must be

submitted.

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the

mail date of this decision.



Patent No. 5,972,661 : Page 2

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.

The patent file is being forwarded to Files Repository.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6041219
Issue Date: March 21,2000
ieati :DECISION GRANTING PETITION
Application No. 09164574 "UNDER 37 CFR 1.378(0)
Filed: October 1,1998

Attorney Docket No. 030649-031

This is a decision on the electronic petition, filed April 13,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of April 13,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6041219 2000-03-21 09164574 1898-10-01 GRAW104

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IRobert L. Shaver/

Date (YYYY-MM-DD)

2012-04-13

Name

Robert L. Shaver

Registration Number

42145

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www,uspto.gov

June 8, 2011
Faize B. Jaffer
Intellipharmaceutics Corp.
30 Worcester Road
Toronto, Ontario
Canada M9W5X2
Patent No. : 7,906,143 Bl
Ser. No. : 09/166,701
Inventor(s) : Isa Odidj, et al.
Issued : March 15, 2011
Docket No.
Title : CONTROLLED RELEASE PHARMACEUTICAL DELIVERY DEVICE AND PROCESS FOR
PREPARATION THEREOF

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the above-
identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on information
supplied in the appropriate space for identifying the assignment data, i.e., item 3 of the Issue Fee
Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is required to correct
applicant's error providing incorrect or erroneous assignment data, before issuance of a Certificate of
Correction, under 37 CFR 1.323 (see Manual of Patent Examining Procedures (M.P.E.P) Chp.1400, sect.
1481). This procedure is required at any time after the issue fee is paid, including after issuance of the
patent.

In view of the foregoing, your request, in this matter, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

A. the processing fee set forth in 37 CFR 1. 17(i) (currently $130);

B. a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

C. acopy of the Notice of Recordation of Assignment Document, reflecting the reel and frame

number where the assignment(s) is recorded and/or reflecting proof of the date the assignment
was submitted for recordation.

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction Brahch,
for issuance of a Certificate of Correction, if the Request is granted.



Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
40] Dulany Street
Alexandria, VA 22314

By fax: : (571) 273-0025
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate of
Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

/Virginia Tolbert/
Virginia Tolbert
For Mary Diggs
Decisions & Certificates
of Correction Branch
(571) 272-0460 or (703) 756-1814

vt



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No.

FOLEY HOAG, LLP
PATENT GROUP, WORLD TRADE CENTER WEST
155 SEAPORT BLVD

BOSTON MA 02110 MAILED
JuL 29 2011
OFFICE OF PETITIONS

In re Application of

Odidi et al.

Application No. 09/166,701
In re Patent No. 7,906,143
Filing Date: October 5, 1998
Issue Date: March 15, 2011
Attorney Docket Number: SMI-
005.01

Title: CONTROLLED RELEASE
PHARMACEUTICAL DELIVERY DEVICE
AND PROCESS FOR PREPARATION
THEREOF

DECISION ON PETITION
PURSUANT TO 37 C.F.R.
§ 3.81(B)

0 90 es ee e se ee es s ee e e

This is a decision on the petition pursuant to 37 C.F.R.
§ 3.81(b), filed July 5, 2011, to correct the Assignee’s
information on the Issue Fee Transmittal Form PTOL-85(b).

The petition is GRANTED.

With this petition, Petitioner requests that a Certificate of
Correction be issued to correct the assignee information that
appears on the face of the patent. On May 13, 2011, Petitioner
submitted a “Certificate of Correction” for this purpose, which
requests the addition of assignee “Intellipharmaceutics Corp.”

37 C.F.R. § 3.81(b), effective June 25, 2004, reads:

(b) After payment of the issue fee: Any request for issuance of an
application in the name of the assignee submitted after the date
of payment of the issue fee, and any request for a patent to be
corrected to state the name of the assignee, must state that the
assignment was submitted for recordation as set forth in 3.11
before issuance of the patent, and must include a request for a



Application No. 09/166,701 Page 2
Patent No. 7,906,143

certificate of correction under 1.323 of this chapter (accompanied
by the fee set forth in 1.20(a)) and the processing fee set forth
in 1.17(i) of this chapter.

Petitioner has not set forth that the assignment was submitted
for recordation as set forth in 37 C.F.R. § 3.11 before issuance
of the patent. However, it is noted that Office records indicate
that an assignment was received in the Office on March 21, 2003,
and as such, this requirement of 37 C.F.R. § 3.81(b) is waived,
sua sponte.

Payment of the required $100 certificate of correction fee and
the $130 processing fee is acknowledged.

The Certificates of Correction Branch will be notified of this
decision so that the requested Certificate of Correction can be
issued, adding “Intellipharmaceutics Corp.” as the assignee.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225. Any 'questions concerning the
issuance of a certificate of correction should be directed to the
Certificates of Correction Branch at (703) 756-1814.

It is noted that the address listed on the petition differs from
the address of record. The application file does not indicate a
change of correspondence address has been filed in this case,
although the address given on the petition differs from the
address of record. If Petitioner desires to receive future
correspondence regarding this patent, the change of
correspondence address must be submitted. A courtesy copy of
this decision will be mailed to the address which appears on the
petition. However, all future correspondence will be directed to
the address of record until such time as appropriate instructions
are received to the contrary. Petitioner will not receive future
correspondence related to this patent unless Change of
Correspondence Address, Patent Form (PTO/SB/123) is submitted for
the above-identified patent. For Petitioner’s convenience, a
blank Change of Correspondence Address, Patent Form (PTO/SB/123),
may be found at http://www.uspto.gov/web/forms/sb0123.pdf.

If appropriate, a change of fee address (form PTO/SB/47) and a
request for customer number (form PTO/SB/125) should be filed in
accordance with Manual of Patent Examining Procedure, section
2540.



Application No. 09/166,701 Page 3
Patent No. 7,906,143

A blank fee address form may be found at
http://www.uspto.gov/web/forms/sb0047.pdf.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

cc: Intellipharmaceutics Corp.
30 Worcester Road
Toronto, Ontario M9W 5X2
CANADA



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWw.uUspto.gov

MAILED

ST JUDE MEDICAL ATRIAL FIBRILLATION DIVISION

N D9 901?
LEGAL DEPARTMENT JAN 2 8 2012
ONE ST JUDE MEDICAL DRIVE - :
ST PAUL MN 55117-9913 WQFPE"-"ONS
In re

Nguyen, et al.

Application No. 09/169,107 )
Filed: October 9, 1998 : DECISION
Patent No. 6,006,123

Issued: December 21, 1999

This is a decision on the fee deficiency submission under 37 CFR
1.28(c), filed December 22, 2011.

The fee deficiency submission under 37 CFR 1.28 of $1700 for the 7.5
year maintenance fee is hereby accepted.

The change of status to large entity has been entered.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571) 272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6378067
Issue Date: April 23,2002
icati :DECISION GRANTING PETITION
Application No. 09170132 "UNDER 37 CFR 1.378(0)
Filed: October 12,1998

Attorney Docket No. 002379.P061

This is a decision on the electronic petition, filed October 18,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 18,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6378067 2002-04-23 09170132 1898-10-12 002379.P061

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-10-15

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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4401 Lakeshore Road MAY 132011
Newcastle Ontarior ‘

L181L9 CANADA OFFICE OF PETITIONS

In re Patent No. 6,108,992 : ‘

Issued: August 29, 2000 : REQUEST FOR INFORMATION
Application No.: 09/170,234 :

Filing Date: October 13, 1998

Attorney Docket No. 1123U101

This is a request for information in response to the petition under 37 CFR 1.378(b), filed April 18,2011,
to reinstate the above-cited patent.

Petitioner is allowed a non-extendable period for reply of TWO (2) MONTHS from the mailing date of
this communication to provide a response. The response should be titled, “Response to Request for
Information.” If no response is provided within the period set forth, a decision will be made solely on the
merits as set forth in the petition under 37 CFR 1.378(b) filed April 18,2011. No additional fees are due.

The patent issued August 29, 2000. The 7.5 year maintenance fee could have been paid from August 29,
2007, through February 28, 2008, or with a surcharge, as authorized by 37 CFR 1.20(h), during the period
from March 1, 2008, to August 29, 2008. Petitioner did not do so. Accordingly, the patent expired at
midnight on August 29, 2008. -

Petitioner is required to address the following points:

e A successful petition under 37 CFR 1.378(b) must affirmatively identify the cause of the delay in
paying the maintenance fee and provide a statement from every person with first-hand knowledge
of the circumstances surrounding the delay in paying the maintenance fee. Petitioner must
provide statements from any person who may have been charged with paying the maintenance fee
and statements from any person with first-hand knowledge of the circumstances surrounding the
failure to pay the maintenance fees. This would presumably include a statement from Mr. Andree
Arff who petitioner asserts was the assignee for the patent.

e 37 CFR 1.378(b)(3) sets forth that a petition submitted under this portion of the Code of Federal
Regulations must include a showing which is described as follows:

A showing that the delay was unavoidable since reasonable care was taken to ensure
that the maintenance fee would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of, the expiration of the
patent. The showing must enumerate the steps taken to ensure timely payment of the
maintenance fee, the date and the manner in which patentee became aware of the
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expiration of the patent, and the steps taken to file the petition promptly.

Petitioner must, therefore, describe the steps that were in place to ensure that the maintenance fee
was timely paid. This showing would include an explanation of who was responsible for paying
tracking and paying the maintenance fee and the method this person, or entity, used for tracking
the maintenance fee

e Petitioner must describe when petitioner became aware that the patent was expired and the steps
petitioner took to reinstate the patent

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patent : :
Mail Stop Petitions
Box 1450
Alexandria, VA 22313-1460

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petition Attorney
Office of Petitions
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L181L9 CANADA OFFICE OF PETITIONS

In re Patent No. 6,108,992 :

[ssued:  August 29, 2000 : REQUEST FOR INFORMATION
Application No.: 09/170,234 :

Filing Date: October 13, 1998

Attorney Docket No. 1123U101

This is a request for information in response to the petition under 37 CFR 1.378(b), filed August 16,
2011, to reinstate the above-cited patent. 1t is noted that supplements to the response were filed on May
31,2011, and August 5, 2011,

Petitioner is allowed a non-extendable period for reply of TWO (2) MONTHS from the mailing date of
this communication to provide a response. The response should be titled, “Response to Request for
Information.” If no response is provided within the period set forth, a decision will be made solely on the
merits as set forth in the petition under 37 CFR 1.378(b) filed April 18, 2011. No additional fees are due.

The patent issued August 29, 2000. The 7.5 year maintenance fee could have been paid from August 29,
2007, through February 28, 2008, or with a surcharge, as authorized by 37 CFR 1.20(h), during the period
from March 1, 2008, to August 29, 2008. Petitioner did not do so. Accordingly, the patent expired at
midnight on August 29, 2008.

Petitioner is required to address the following points:

e The USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen
representatives of the applicant, and the applicant is bound by the consequences of those action or
inactions. See Link v. Wabash, 370 U.S. 626, 633-634 (1962). Specifically, petitioner’s delay
caused by the mistakes or negligence of his voluntarily chosen representative does not constitute
unavoidable delay within the meaning of 35 USC 133. The actions of the attorney are imputed to
the client, for when a petitioner voluntarily chooses an attorney to represent him, the petitioner
cannot later avoid the repercussions of the actions or inactions of this selected representative for
clients are bound by the acts of their lawyers/agents, and constructively possess “notice of all
facts, notice of which can be charged upon the attorney” Id.

It is noted that petitioner’s August 16, 2011, filing relies, in large measure, on the premise that
Mr. Andre Arff , to whom the patent was previously assigned, was responsible for tracking and
paying the maintenance fees for the patent. Further, a letter from Mr. Arff indicates that he was
responsible for paying the maintenance fee, but did not pay the maintenance fee and failed to
notify the patentee that he did not pay the fee. A successful petition under 37 CFR 1.378(b)
requires that petitioner establish that the entire delay in paying the maintenance fee was
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unavoidable. Given the holding of the court in Link v. Wabash as cited above, petitioner is
required to establish that Mr. Arff’s delay in paying the maintenatnance fee was unavoidable.
This would include providing any, and all, information that petitioner may have regarding the
actions or inactions of Mr. Arff relative to the non-payment of the maintenance fee. This may
include information about Mr. Arff’s procedures for tracking, docketing, and paying the
maintenance fee and why Mr. Arff failed to pay the maintenance fee and mislead petitioner about
having done so.

e tis noted that petitioner states that petitioner became aware that the 7.5-year maintenance fee
was not paid in 2009, yet petitioner did not file a petition to reinstate the patent until April 2011.
Petitioner states that petitioner inquired with Mr. Arff about the expiration of the patent and was
told that Mr. Arff would look into the matter. Petitioner is advised, however, that as the sole
inventor petitioner could have contacted the USPTO and inquired into the matter and even filed a
petition to reinstate the patent at that time. Petitioner must explain how petitioner’s failure to take
any action soon after petitioner discovered the patent was expired in 2009, was unavoidable.

e It is noted that petitioner states that suffered a series of heart attacks beginning and 2008 and
culminating with a heart attack in November 2010 that resulted in open heart surgery in
November 2010. Certainly ill health can be a considered unavoidable delay; however, petitioner
must provided documentary evidence of petitioner’s ill health. Such would include medical
records and/or statements from the treating physician documenting the time frame and severity of
petitioner’s illness. Petitioner is cautioned to be redact all personal identifiers such as, social
security numbers and account numbers as these papers may be viewable to the public.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patent
Mail Stop Petitions
Box 1450
Alexandria, VA 22313-1460

By facsimile: (571) 273-8300
Attn: Office of Petitions
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petition Attorney
Office of Petitions
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Issued:  August 29, 2000 : ON PETITION
Application No.: 09/170,234 :

Filing Date: October 13, 1998

Attorney Docket No. 1123U101

This is in response to the response to the “Request for Information” filed September 15, 2011.
The petition is dismissed.

The patent issued August 29, 2000. The 7.5 year maintenance fee could have been paid from August 29,
2007, through February 28, 2008, or with a surcharge, as authorized by 37 CFR 1.20(h), during the period
from March 1, 2008, to August 29, 2008. Petitioner did not do so. Accordingly, the patent expired at
midnight on August 29, 2008.

A grantable petition under 37 CFR 1.378(b) must be accompanied by a showing to the satisfaction of the
Commissioner that the entire delay in paying the required maintenance fee from the due date for the fee
until the filing of a grantable petition pursuant to this paragraph was unavoidable. The showing of record
is not sufficient to establish to the satisfaction of the Commissioner that the delay was unavoidable within
the meaning of 37 CFR 1.378(b). ‘

Opinion

Petitioner must establish that petitioner treated the patent the same as a reasonable and
prudent person would treat his or her most important business.

The general standard applied by the Office requires petitioner to establish that petitioner treated the patent
the same as a reasonable and prudent person would treat his or her most important business.'

'The Commissioner is responsible for determining the standard for unavoidable delay and for applying that standard. 35 U.S.C.
41(c)(1) states, “The Commissioner may accept the payment of any maintenance fee . . . at any time . . .if the delay is shown o
the satisfaction of the Commissioner to have been unavoidable.” (emphasis added).

“In the specialized field of patent law, . . . the Commissioner of Patent and Trademarks is primarily responsible for the
application and enforcement of the various narrow and technical statutory and regulatory provisions. His interpretation of those
provisions is entitled to considerable deference.” Rydeen v. Quigg, 748 F. Supp. 900, 904, 16 U.S.P.Q2d (BNA) 1876 (D.D.C.
1990). aff’d without opinion Rule 36), 937 F.2d 623 (Fed Cir. 1991) (citing Morganroth v. Quigg, 885 F.2d 843, 848, 12
U.S.P.Q.2d agencys’ interpretation of a statute it administers is entitle to deference™); see also Chevron U.S.A. Inc. v. Natural
Resources Defense Counsil. Inc., 467 U.S. 837, 844, 81 L. Ed. 694, 104 S. Ct. 2778 (1984) (“if the statute s silent or
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However, “[t]he question of whether an applicant’s delay in prosecuting an application was unavoidable
[will]be decided on a case-by-case basis, taking all of the facts and circumstances into account.”
Nonawarness of the content of, or misunderstanding of PTO statutes, PTO rules, the MPEP, or the
Official Gazette notices does not constitute unavoidable delay.’ The statute requires a “showing” by
petitioner, therefore; petitioner has the burden of proof. The decision will be based solely on the written,
administrative record in existence. It is not enough that the delay was unavoidable; petitioner must prove
that the delay was unavoidable. A petition will not be granted if petitioner provides insufficient evidence
to “show” that the delay was unavoidable.

Petitioner is responsible for possessing knowledge of the need to pay maintenance fees and the due dates
for such fees, Petitioner is responsible for instituting a reliable docketing system to remind him or her
when maintenance fees become due.

Petitioner is responsible for having knowledge of the need to pay maintenance fees and knowing
when the fees are due.* The Office has no duty to notify a patentee of the requirement to pay
maintenance fees or to notify patentee when a maintenance fee is due.’ Even if the Office were

ambiguous with respect to the specific issue, the question for the court is whether the agency’s answer is based on a permissible
construction of the statute.”))

“The critical phrase ‘unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable’ has remained
unchanged since first enacted in 1861.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982).
The standard for “unavoidable” delay for reinstating a patent is the same as the unavoidable standard for reviving an application.
See Ray v. Lehman, 55 F. 3d 606, 608-609, 34 U.S.P.Q.2d (BNA) 1786, 1781 (Fed Cir. 1995) (Citing In re patent No. 4,409,
763, 7U.S.P.Q.2d BNA) 1798, 1800 (Comm’r Pat. 1990; Smith v. Mossinghoff, 671 F. 2d 533, 538, 213 U.S.P. Q. (BNA) 977
(D.C. Cir. 1982). The court in In re Mattullath, accepted the standard which had been proposed by Commissioner Hall which
“requires no more or greater care or diligence than is generally used and observed by prudent and careful men in relation to their
most important business.” In re Mattullath, 38 App. D.C. 497, 514-515 (1912) (quoting Ex parte Pratt, 1887 Dec. Comm’r Pat
31, 32-33 (1887)).

2Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (1982).

’See Smith v. Mossinghoff, 671 F. 2d 533, 538, 213 U.S.P.Q. (BNA) 977 (Fed. Cir. 1982) (citing Potter v. Dann, 201

U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawarness of PTO rules does not constitute “unavoidable
“ delay)); Vincent v. Mossinghoff, 1985 U.S. Dist. LEXIS 23119, 13, 230 U.S.P.Q. (BNA) 621 (D.D.C. 1985) (plaintifTs,
through their counsel’s action, or their own, must be held responsible for having noted the MPEP section and Official Gazette
notices expressly stating that the certified mailing procedures outlined in 37 CFR 1.8(a) do not apply to continuation
applications.) (Emphasis added).

“Nonawarness of PTO statutes, PTO rules, the MPEP, or Official Gazette notices, which state maintenance fee amounts and dates
they are due does not constitute unavoidable delay. See Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. *BNA) 977
(Fed. Cir. 1982) (citing Potter v. Dann, 201 U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawarness
of PTO rules does not constitute “unavoidable™ delay)); Vincent v. Mossinghoff, 1985 U.S. Dist. LEXIS 23119, 13, 230
U.S.P.Q. (BNA) 621 (D.D.C. 1985) (Plaintiffs, through their counsel’s actions, or their own must be held responsible for having
noted the MPEP section and Official Gazette notices expressly stating that the certified mailing procedures outlined in 37 CFR
1.8(a) do not apply to continuation applications.) (Emphasis added).

Petitioner must act as a reasonable and prudent person in relation to his most important business. Upon obtaining the patent, a
reasonable and prudent person, in relation to his most important business, would become familiar with the legal requirements of
that business, in this case, the requirement to pay maintenance fees. In addition, a reasonable and prudent individual would read
the patent itself and thereby become aware of the need to pay maintenance fees and the fact that such fee amounts are sometimes
changed by law or regulation.

Congress expressly conditioned §§ 133 and 151 [of the United States Code] on a specific type of notice, while no such notice
requirements are written into § 41(c) . . . [T}he Commissioner’s no timely-notice interpretation.” Ray v. Comer, 1994 U.S. Dist.
LEXIS 21478, 8-9 (1994), aff"d on other grounds Ray v. Lehman, 55 F.3d 606, 34 USPQ2d 1786 (Fed. Cir. 1995) (Citing
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required to provide notice to applicant of the existence of maintenance fee requirements, such notice is
provided by the patent itself.®

A reasonable and prudent person, aware of the existence of maintenance fees, would not rely on
maintenance fee reminders or on memory to remind him or her when payments would fall due several
years in the future. Instead, such an individual would implement a reliable and trustworthy tracking
system to keep track of the relevant dates.” The individual would also take steps to ensure that the patent
information was correctly entered into the tracking system.

Application of the unavoidable standard to the present facts

In the instant petition, petitioner argues that the above-cited patent should be reinstated because the delay
in paying the 7.5 year maintenance fee was the result of the failure of Mr. Andre Arff, the assignee at the
time patent expired, to pay the maintenance fee. Petitioner establishes that it was Mr. Arff’s
responsibility to track and pay the maintenance fee for the subject patent. A statement from Mr. Arff
indicates that he acknowledges his responsibility to track and pay the maintenance fee and that he did not
pay the fee. Petitioner also maintains that severe illness contributed to the unavoidable delay in filing a
grantable petition under 37 CFR 1.378(b).

Petitioner’s argument has been considered, but is not entirely persuasive. Further to this point, Section
2590 of the Manual of Patent Examining Procedure (MPEP) provides that, among other requirements, a
petition to accept late payment of a maintenance fee, where the delay was unavoidable, must include:

Rydeen v. Quigg, 748 F. Supp. 900, 905 (1990), Chevron U.S.A. Inc. v. Natural Resources Defense Council, Inc., 467 U.S.
837,81 L. ed. 2d 694, 104 S. Ct. 2778 (1984)). “The Court concludes as it did in Rydeen, that as a constitutional matter,
*plaintiff was not entitled to any notice beyond publication of the statute.” Id. at 3 (citing Rydeen v. Quigg, 748 F. Supp. at
906, Texaco v. Short, 454 U.S. 516,536, 70 L. Ed. 2d 738, 102 S. Ct. 781 (1982)).

The Patent Office, as a courtesy tries to send maintenance fee reminders and notices of patent expiration to the address of record.
However, the failure to receive the reminder notice, and the lack of knowledge of the requirement to pay the maintenance fee,
will not shift the burden of monitoring the time for paying a maintenance fee from the patentee to the Office. See MPEP 2575,
2540, 2590. Petitioner does not have a right to a personalized notice that this patent will expire if a certain maintenance fee is not
paid, as the publication of the statute was sufficient notice. See Rydeen v. Quigg, 748 F. Supp. 900, 907 (1990). the ultimate
responsibility for keeping track of maintenance fee states lies with the patentee, not the USPTO. Since the mailing of Notices by
the Office is completely discretionary and not a requirement imposed by Congress, accepting an argument that failure to receive a
Notice is unavoidable delay would result in all delays being unavoidable should the Office discontinue the policy. All petitions
could allege non-receipt of the reminder, and therefore all petitions could be granted. This was clearly not the intent of Congress
in the creation of the unavoidable standard.

6& Ray v. Lehman, 55 F.3d 606, 610; 34 USPQ2d 1786, 1789 (Fed. Cir. 1995). The Letters of Patent contain a Maintenance
Fee Notice that warns that the patent may be subject to maintenance fees if the application was filed on or after December 12,
1980. While it is unclear as to who was and is in actual possession of the patent, petitioner’s failure to read the Notice does not
vitiate the Notice, nor does the delay resulting from such failure to read the Notice establish unavoidable delay.

7 37 CFR 1.378(b)(3) precludes acceptance of a late maintenance fee for a patent unless a petitioner can demonstrate that steps
were in place to monitor the maintenance fee. The federal Circuit has specifically upheld the validity of this regulation. Ray v.
Lehman, 55 F.3d 606, 609; 34 USPQ2d (BNA) 1786 (Fed.Cir. 1995). In Ray v. Lehman, petitioner claimed that he had not
known of the existence of the maintenance fees and therefore had no steps in place to pay such fees. The petitioner therefore
argues that the PTO’s regulation, 37 CFR 1.37(b)(3), supra, arguing that it ‘creates a burden that goes well beyond what is
reasonably prudent.” We disagree, The PTOs’ regulation merely sets forth how one is to prove that he was reasonably prudent,
i.e., by showing what steps he took to ensure that the maintenance fee would be timely paid, and the steps taken in seeking to
reinstate the patent.. We do not see these requirements additional to proving unavoidable delay, but as the very elements of
unavoidable delay.” Id.
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(C) ashowing that the delay was unavoidable since reasonable care was taken to ensure that the
maintenance fee would be timely and that the petition was filed promptly after the patentee was notified
of , or otherwise became aware of, the expiration of the patent.

The required showing must enumerate the steps taken to ensure timely payment of the maintenance fee,

the date and the manner in which patentee became aware of the expiration of the patent, and the steps taken
to file the petition promptly. Furthermore, an adequate showing requires a statement by all persons with
direct knowledge of the cause of delay, setting forth the facts as they know them. Copies of all
documentary evidence referred to in a statement should be furnished as exhibits to the statement.

As the crux of petitioner’s arguments rest on the failure of Mr. Arff to pay the 7.5-year maintenance fee, it
necessary for petitioner to establish that the delay of Mr. Arff was unavoidable. Accordingly, petitioner
must provide a statement from Mr. Arff explaining the failures that contributed to the non-payment of the
7.5-year maintenance fee. In so doing, the statement of Mr. Arff should affirmatively identify the error
that led to the non-payment of the maintenance fee.

Further, petitioner has not established that Mr. Arff had steps that were in place to ensure that the
maintenance fee was timely paid. This showing would include an explanation of who was responsible for
paying tracking and paying the maintenance fee and the method this person, or entity, used for tracking
the maintenance fee. :

In general, absent evidence that the agent acted to deceive the client, the patent owner is bound by the
actions or inactions of its duly authorized and voluntarily chosen representatives. Specifically, the patent
owners delay caused by the mistake or negligence of his voluntarily chosen representative does not
constitute unavoidable delay within the meaning of 35 USC 133. Thus, petitioner must establish, through
statements and documentary evidence, that Mr. Arff, as petitioner’s duly authorized representative, acted
willfully to deceive the patent owner such that the 7.5 year maintenance fee would not be timely paid.

Petitioner is cautioned that a petition under 37 CFR 1.378(b) will not be considered grantable where
petitioner cannot establish that the delay of the person responsible for tracking and paying the
maintenance fee was unavoidable. In other words, it is not sufficient for petitioner to state that petitioner
does not know how Mr. Arff failed to pay the maintenance fee. Petitioner must establish that the entire
delay in paying the maintenance fee was unavoidable. It does not appear that this can be accomplished
without an understanding of the error in Mr. Arff’s tracking system that resulted in the non-payment of
the maintenance fee and the system he had in place for tracking and paying the maintenance fee.

Petitioner’s Current Options

1. Petitioner may file a request for reconsideration.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within TWO (2)
MONTHS from the mail date of this decision.® The petition for reconsideration should be titled “Petition
for Reconsideration under 37 CFR 1.378(b).” Any petition for reconsideration for this decision must be

accompanied by a non-refundable petition fee of $400.00 as set forth in 37 CFR 1.17(h).

A reasonable and prudent person would not rely on maintenance fee reminders from the Office for two reasons. First, the Office
has indicated that such reminders are a mere courtesy and has reserved the right to discontinue such reminders at any time.
second, such reminders may be lost in the mail. A reasonable and prudent person, in regard to his most important business would
not rely solely on reminders that the Office may or may not send which may or may not be lost in the mail.

#No extension of this two-month time limit can be granted under 37 CFR 1.136(a) or (b). This is not a final agency action within
the meaning of 5 U.S.C. § 704.
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After a decision on the petition for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Commissioner. 1t is, therefore, extremely important that petitioner supply any
and all relevant information and documentation with the request for reconsideration. The
Commissioner’s decision will be based solely on the administrative record in existence. Petitioner should
remember that is not enough that the delay was unavoidable; petitioner must prove that the delay was
unavoidable. A petition will not be granted if petitioner provides insufficient evidence “to show” that the
delay was unavoidable. If a request for reconsideration is filed, it must establish that the entire delay in
the submission of the maintenance fee was unavoidable.

[I. Petitioner may request a refund of the maintenance fee and surcharge which accompanied the petition.

- Petitioner may request a refund of the maintenance fee and surcharge by writing to the Office of Finance,
Refund Section. A copy of this decision should accompany petitioner’s request.

Further correspondence with respect to this matter should be addressed as follows:
By mail: Commissioner for Patent
Mail Stop Petitions

Box 1450
Alexandria, VA 22313-1460

By facsimile: (571)273-8300
Attn: Office of Petitions
Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.
/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petition Attorney
Office of Petitions
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This is a decision on the petition under 37 CFR 1.378(c)! filed
on January 26, 2012 (certificate of mailing date January 23,
2012) .

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b) . Any such petition for reconsideration must be accompanied
by the petition fee of $400.00 as set forth in 37 CFR 1.17(h).
The petition for reconsideration should include an exhaustive
attempt to provide the lacking item(s) noted below, since, after
a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the
Director.

l37 CFR 1.378(c) provides that a petition to accept an unintentionally delayed
payment of a maintenance fee must be filed within twenty-four months of the six-month
grace period provided in § 1.362(e) and must include:
(1) The required maintenance fee set forth in § 1.20(e) through (g);
(2) The surcharge set forth in § 1.20(I) (2); and
(3) A statement that the delay in payment of the maintenance fee was
unintentional.
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On August 14, 2001, the patent issued. The first maintenance fee
was timely paid. The second maintenance could have been paid
from August 14, 2008, through February 17, 2009, or, with a
surcharge, during the period from February 18 through August 14,
2009. Accordingly, the present patent expired at midnight on
August 14, 2009, for failure to timely submit the second
maintenance fee.

35 U.S.C. § 41(c) (1) authorizes the Director to accept a delayed
maintenance fee payment within twenty-four (24) months after the
expiration of the six-month grace period specified in 35 U.S.C.
§ 41(b) if the delay is shown to have been unintentional, and
authorizes the Director to accept a delayed maintenance fee
payment at any time if the delay is shown to have been
unavoidable. Thus, 35 U.S.C. § 41(c) (1) does not authorize the
Director to accept a delayed maintenance fee payment later than
twenty-four (24) months after the expiration of the six-month
grace period specified in 35 U.S.C. § 41(b) unless the delay is
shown to have been unavoidable. Since the instant petition was
not filed within twenty-four (24) months after the expiration of
the six-month grace period specified in 35 U.S.C. § 41(b), the
Director cannot accept a delayed maintenance fee payment for the
above-identified patent under 37 CFR 1.378(c).

Should petitioner wish to pursue reinstatement of the above-
identified patent on the basis of unavoidable delay, petitioner
should file a petition under 35 U.S.C. § 41(c) and 37 CFR
1.378(b), which must be accompanied by (1) an adequate showing
that the delay was unavoidable, since reasonable care was taken
to ensure that the maintenance fee would be paid timely,

(2) payment of the appropriate maintenance fee, unless previously
submitted, and (3) payment of the surcharge set forth in 37 CFR
1.20(1) (1) .

Receipt of the payment of $3,065.00 is acknowledged. This amount
may be applied towards any amounts due for a petition under 37
CFR 1.378(b).

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
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By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

A reply may also be filed via EFS-Web.

Telephone inquiries related to this decision should be directed
to the undersigned at (571) 272-3231. .

Aol

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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Paper No.
FOLEY & LARDNER
WASHINGTON HARBOUR
3000 K STREET NW SUITE 500
PO BOX 25696
WASHINGTON DC 20007-8696
MAILED
JAN 17 2012
In re Patent No. 6,194,187 OFHCEOFPEHHONS

Miyazono et al. :

Issue Date: February 27, 2001

Application No. 09/171,410 : ON PETITION
Filed: October 19, 1998 :

Attorney Docket No. 049441/0117

This is a decision on the “PETITION UNDER 37 C.F.R. § 1.182 TO
WITHDRAW A STATUTORY DISCLAIMER” filed December 13, 2011,
requesting that the statutory disclaimer filed October 11, 2011
in the above-identified patent be withdrawn.

The petition is DISMISSED to the extent that the Terminal
Disclaimer filed October 11, 2011 will not be withdrawn.

Any request for reconsideration must be filed within TWO (2)
MONTHS. This 2-month period is governed by 37 CFR 1.181(f) and
is not extendable under 37 CFR 1.136.

Pursuant to 37 C.F.R. 1.321(a), the assignee of the entire
interest in the above-identified patent filed a statutory
disclaimer, disclaiming the entire term of all claims in the
above-identified patent. This terminal disclaimer included the
required fee and was signed by patent attorney Stephen A. Bent
on behalf of assignee JAPANESE FOUNDATION FOR CANCER RESEARCH
(whose assignment is recorded at Reel/Frame: 009851/0438).
Although the PALM records of the Office do not list him as an
attorney of record, a review of the paper file reveals that
attorney Bent was appointed attorney of record on filing of this
application. There is no indication that the power of attorney
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was revoked or withdrawn. Thus, attorney Bent appears to be a
proper party to file the statutory disclaimer.

The mechanisms to correct a patent - Certificate of Correction
(35 U.S5.C. 255), reissue (35 U.S.C. 251), and re-examination (35
U.S.C. 305) - are not available to withdraw or otherwise nullify
the effect of a recorded terminal disclaimer. As a general
principle, public policy does not favour the restoration to the
patent owner of something that has been freely dedicated to the
public, particularly where the public interest is not protected
in some manner - e.g., intervening rights in the case of a
reissue patent. See, e.g., Altoona Publix Theatres v. American
Tri-Ergon Corp., 294 U.S. 477, 24 USPQ 308 (1935).

Further, the policy 'of the Office is well-established. The
USPTO will not grant a request to withdraw or amend a recorded
terminal disclaimer in an issued patent on the grounds that the
rules of practice and 35 U.S.C. 253 do not include a mechanism
for withdrawal or amendment of such a terminal disclaimer. See
MPEP 1490; Bayer AG v. Carlsbad Technology Inc., 298 F.3d 1377,
64 USPQ 2d 1045, 1048-49 (CAFC 2002).

The Terminal Disclaimer filed October 11, 2011 became part of
the record on filing on October 11, 2011. This is not the
unhappy circumstance where a terminal disclaimer is filed in
error prior to the grant of the patent. By filing a proper
statutory disclaimer under 1.321(a) on that date, the patent
owner freely dedicated to the public the entire term of all
claims in the already issued above-identified patent. The fact
that the Office has received but not fully processed this
Terminal Disclaimer does not alter this conclusion.

Withdrawal or nullification of the Terminal Disclaimer filed
October 11, 2011 from the application record is inappropriate.

Receipt of the $400 petition fee is acknowledged.

Telephone inquiries concerning this decision may be directed to
~tHe undersigned at 571-272-3219.

Office& of Petitions . -
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PEPPER HAMILTON LLP

ONE MELLON CENTER, 50TH FLOOR

500 GRANT STREET MAILED

PITTSBURGH PA 15219 : 0CT 20 2011
OFFICE OF PETITIONS

In re Application of

Rand W. Mueller et al. :

Application No. 09/172,446 : NOTICE
Filed: October 14, 1998 :

Attorney Docket No. 032-068

" This is a notice regarding your request filed September 22, 2011, for acceptance of a fee
deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is
intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is heréby ACCEPTED.

There is no indication that the petition is signed by a registered patent attorney or patent agent
of record. However, in accordance with 37 CFR 1.34, the signature of Mr. Frank Chau
appearing on the correspondence shall constitute a representation to the United States Patent
and Trademark Office that he is authorized to represent the particular party in whose behalf he
acts. If, Mr. Frank Chau desires to receive correspondence regarding this file, the appropriate
power of attorney documents must be submitted. A courtesy copy of this decision is being
mailed to Mr. Frank Chau, the petitioner herein. However, until otherwise instructed, all
future correspondence regarding this application file will be directed solely to the above-noted
correspondence address of record.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at
(571) 272-4584.

(
_nne B rke

itions Examiner
Office of Petitions

cc: F. Chau & Associates, LLC
130 Woodbury Road
Woodbury, New York 11797



UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent No. 2977361

Issue Date: November 2,1999
Application No. 09172497

Filed: October 14,1998

Attorney Docket No. 101930-100

This is a decision on the electronic petition, filed
to accept the unintentionally delayed payment of the

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

:DECISION GRANTING PETITION
:UNDER 37 CFR 1.378(c)

February 24,2012 ynder 37 CFR 1.378(c)
11.5 year maintenance fee for the above-identified patent.

February 24,2012

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and
this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print

and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5,977,361 1899-11-02 09/172,497 1898-10-14 YU 904 {OCR 904 US01}

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IRivka D. Monheit/

Date (YYYY-MM-DD)

2012-02-24

Name

Rivka D. Monheit

Registration Number

48731

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22
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Commissioner for Patents

United States Patent and Trademark Office
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MAILED

SEYFARTH SHAW LLP NOV'2 172011
WORLD TRADE CENTER EAST

TWO SEAPORT LANE, SUITE 300 OFHCEOFPEH“DNS
BOSTON MA 02210-2028 : »

In re Patent No. 6,228,074

Issue Date: 05/08/2001 : _

Application Number: 09/173,422 : DECISION ON PETITION
Filing Date: 10/15/1998 - '

For: MULTIPLE PULSE PHOTO-

EPILATOR

This is a decision on the petition filed on November 8, 2011,
under 37 CFR § 1.378(b) to accept the delayed payment of a
maintenance fee for the above-identified patent.

The petition is dismissed.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b). Any such petition for reconsideration must be accompanied
by the petition fee of $400.00 as set forth in 37 CFR 1.17(f).
The petition for reconsideration should include an exhaustive
attempt to provide the lacking item(s) noted below, since, after
a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the
Director.

The patent issued May 8, 2001. The first maintenance fee was
timely paid. The second maintenance fee could have been paid
from May 8 through November 10, 2008, or, with a surcharge during
the period from November 11, 2008, through May 8, 2009. :
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Accordingly, the patent expired at midnight May 8, 2009, for
failure to timely submit the maintenance fee.

Petitioner states that the “the expiration of the ‘074 patent for
failure to pay the 7.5 year maintenance fee was unavoidable and
unintentional”. In support, petitioners have provided
declarations from the inventor, his counsel, and a docketing
administrator.

Petitioner, inventor Stephen Almeida, states in his declaration,
in pertinent part:

4. I retained, Attorney John C. Serio, on or about
October 1998, to draft and file the application that
matured into the '074 patent on or about May 8, 2001;

5. On or about October 24, 2006 I sent an email to
Attorney John Serio, of Brown Rudnick, asking how
maintenance fees for my issued '074 patent would be
paid; (attachment A)

6. In a reply to my email of October 24, 2006, Attorney
Serio indicated that Brown Rudnick would pay these fees
as they became due; (attachment A)

7. On or about May 15, 2007, Attorney Serio informed me
via email that he would be leaving Brown Rudnick to
join Seyfarth Shaw LLP (Seyfarth Shaw). Attorney Serio
indicated that I could either continue my relationship
with Brown Rudnick or notify Attorney Sam Williams, of
Brown Rudnick, to transfer my patent files to Seyfarth
Shaw; (attachment B)

8. On or about May 16, 2007 I sent an email to Sam
Williams requesting Brown Rudnick to transfer both my
physical and electronic patent files to Seyfarth Shaw;
(attachment C)

9. Based upon my transfer instructions, I expected that
the files would be transferred to Seyfarth Shaw by
Brown Rudnick;

10. I can state unequivocally that I did not intend the
'074 patent to expire for failure to pay maintenance
fees and that such failure was unintentional and
unavoidable ..
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Petitioner’s counsel, registered patent practitioner John C.
Serio, states in his declaration, in pertinent part:

7. On or about May 27, 2007, I accepted an offer to
join my present firm, Seyfarth Shaw, in their Boston
office to continue my practice in IP law;

8. I joined Seyfarth Shaw with several of my colleagues
from the Boston office of Brown Rudnick;

9. In accordance with professional and ethical
obligations, my colleagues and I requested that our
clients instruct Brown Rudnick to transfer our client's
physical and electronic files to our new firm, Seyfarth
Shaw;

10. As a result of these transfer requests, Brown
Rudnick transferred the physical files of our
collective clients, these files amounted to the work
product of several attorneys over the period of several
decades and totaled in excess of 700 hundred active
files and several thousand inactive files;

11. As a further result of these transfer requests,
Brown Rudnick transferred the electronic files of our
collective clients, these electronic files amounted to
the work product of several attorneys over the period
of several decades and the respective docketing records
for this collective work;

12. To ensure the orderly transfer of these files, we
hired our former docketing clerk, June Kaps, who had
over seventeen years of experience in the area of
administration, procedure and docketing in the patent
and trademark field and who had worked with us at Brown
Rudnick; '

13. Ms. Kaps is very experienced in patent practice and
procedure and understands the importance and issues in
the docketing of patent applications and issued
patents;

14. Ms. Kaps is experienced in the use of electronic
and manual patent systems to ensure proper docketing
notice to patent practitioners;



Patent No. 6,228,074 4

15. Immediately upon our arrival at Seyfarth Shaw, Ms.
Kaps began the process of receiving and docketing the
physical files sent to us by Brown Rudnick at the
request of our respective clients;

16. Our former firm, Brown Rudnick, had a professional
file room manager who was responsible for ensuring the
transfer of our clients' files;

17. In order to ensure that the importance of our
clients' matters were protected, we contracted with the
patent docketing software company, CPI, to additionally
have an electronic transfer of our clients' docket
entries as requested by their transfer instructions;

18. We believed that the steps taken during the
transfer of files had redundancy to ensure our
important client matters would be protected in the form
of not only the receipt of physical files, but the
receipt of corresponding electronic docket entries.

19. On or about September 1, 2011, Ms. Kaps received an
email from the docketing clerk at Brown Rudnick that
contained a Patent Expiration Notice for U.S. Patent
6,595,986 "Expired Patent"). The expiration was based
upon the failure to pay maintenance fees (Kaps dec.,
Attachment D).

20. The Expired Patent was a CIP application of the
above-captioned patent ("Petition Patent") for a
client, Stephen Almeida, who had requested that Brown
Rudnick transfer its files to Seyfarth Shaw on or about
May 16, 2007 (Kaps Decl., Attachment B);

21. Upbn receiving this Expiration Notice, Ms. Kaps
brought this notice to the undersigned's attention;

22. We conducted an investigation and found that we did
not possess the physical file nor the electronic file
associated with this patent and that the patent was
therefore not entered into our docketing system;

23. Based upon the receipt of the Expiration Notice we
immediately filed a petition, under 37 CFR 1.378 (c),
which was granted;
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24. Shortly after receipt of the Expiration Notice, the
undersigned attorney, our file room manager (Edwin
Colon), and Ms. Kaps diligently searched our file room
for other patents related to our client's Expired
Patent.

25. During the course of our investigation we
discovered that the Petition Patent for this Expired
Patent was also not in our physical presence or
docketing system;

26. Upon inquiry to the USPTO PAIR system we discovered
that the Petition Patent had also expired for failure

to pay maintenance fees. As part of our investigation,
we requested the file wrapper of the Petition Patent to
see where the Notice of Expiration was sent;

27. As with the Expired Patent, the Expiration Notice
was sent to our former firm Brown Rudnick on or about
June 8, 2009, however, this notice was not forwarded to
us, as had been the case of the Expired Patent (Kaps
Decl., Attachment F);

28. A double-docketing system is maintained by the
undersigned attorney. One system is maintained with the
aid of a computer and the other is a manual system.
Accordingly, because of the failure to receive the
physical or electronic files, despite our client's
instructions, neither of the two docket systems
recorded the existence of the Expired Patent and its
related Petition Patent.

29. Since the undersigned attorney never received the
physical file and its electronic counterpart, I did not
receive the patent maintenance fee reminder and the
subsequent Notice of Patent Expiration Thus, I had no
notice of the fees that were due. Accordingly, it is
submitted that any abandonment of this application was
unintentional and unavoidable and it is respectfully
requested that this Petition to Accept Unavoidably
Delayed Payment of Maintenance Fee in an Expired Patent
under 37 CFR 1.378(b) be granted.

Petitioners have also provided a declaration of Julie Kaps,
docket administrator for Seyfarth Shaw, LLP, in which she states,
in pertinent part:
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8. In 2007 three attorneys from Brown Rudnick moved to
the Boston law firm of Seyfarth Shaw to start an IP
department.

9. Approximately two weeks before any of the three
Brown Rudnick attorneys arrived at Seyfarth Shaw, I
joined Seyfarth Shaw to oversee and effect availability
of docketing resources in the Seyfarth Shaw Boston
office;

10. Before the first attorney arrived, I made sure the
Boston attorneys would have Computer Packages Inc.
(CPI) docketing available;

11. Upon resignation from Brown Rudnick, the three
attorneys received and provided me a hard copy docket
printout for the next six months;

12. Physical files from Brown Rudnick arrived at
Seyfarth Shaw in batches as clients authorized
transfer;

13. As each physical file arrived at Seyfarth Shaw, I
opened new client/matter numbers, organized files into
a file room, prepared power of attorney forms, obtained
signatures from clients, electronically filed Powers of
Attorney and change of correspondence addresses with
the U.S. Patent & Trademark Office, and checked for
impending actions in those cases and against the hard
copy docket received from Brown Rudnick;

14. Despite having engaged our docketing service
provider, CPI, early in the process to provide an
electronic records data dump from the Brown Rudnick

" database, it took several weeks to receive the Brown
Rudnick data from CPI into Seyfarth Shaw's CPI
electronic docketing system;

15. Once CPI electronic data was received and loaded
onto Seyfarth Shaw's system and available in Boston, I
cross-checked the Seyfarth Shaw electronic docket data
against the hard copy data provided by Brown Rudnick. I
updated Seyfarth Shaw's received CPI electronic docket
- and data with any changes/actions taken in the interim;
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16. I further cross-checked the information in all
active physical files against the received CPI
electronic docket data, and changed Brown Rudnick case
numbers to the new Seyfarth Shaw case numbers;

17. To my knowledge all physical files sent from Brown
Rudnick and received at Seyfarth Shaw Boston were
properly docketed on the Seyfarth Shaw CPI docketing
system;

18. For a period of time, Brown Rudnick forwarded all
mail and any U.S. Patent & Trademark Office
correspondence they received for the three attorneys
that joined Seyfarth Shaw;

19. On or about September 1, 2011, I received an email
from an assistant at Brown Rudnick, containing a Patent
Expiration Notice for U.S. Patent 6,595,986 ('986
Expired Patent). The expiration was based upon the
failure to pay maintenance fees (Attachment D hereto).

20. The '986 Expired Patent was a Continuation-In-Part
(CIP) application of the above captioned '074 patent
for a client, Stephen Almeida (Brown Rudnick client
number 21221), who had requested that Brown Rudnick
transfer its files to Seyfarth Shaw on or about May 16,
2007 (Attachment C);

21. John Serio, Edwin Colon (of Seyfarth Shaw's Records
Department) and I conducted a thorough investigation
and found that we did not possess the physical file nor
the electronic file associated with the '986 Expired
Patent and that the patent was therefore not entered
into our docketing system;

23. Upon inquiry to the USPTO PAIR system I discovered
that the '074 Petition Patent had also expired for
failure to pay maintenance fees. As part of our
investigation, we requested the file wrapper for the
'074 Petition Patent to see what address the
Maintenance Fee Reminder and the Notice of Expiration
were sent to; (Attachment E & F):;

24. The notice for the '074 Petition Patent was sent to
our former firm Brown Rudnick on_ or about June 8, 2009
(as with the '986 Expired Patent) and a previously sent
Maintenance Fee Reminder was sent on or about November
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17, 2008. However, neither the reminder nor the notice
was forwarded to us, as had been the case of the '986
Expired Patent;

25. As part of our investigation I requested that CPI
provide us with a list of the clients that were
included in the data dump from Brown Rudnick in 2007;

26. Brown Rudnick case number 21221 was not in the data
dump even though the client had requested that their
information be transferred (Attachment G);

27. Physical files for Brown Rudnick case number 21221
were also apparently not received at Seyfarth Shaw
during the transfer of files in 2007.

A petition to accept the delayed maintenance fee under 35 U.S.C.
§ 41(c) and 37 CFR 1.378 (b) must be accompanied by (1) an
adequate, verified showing that the delay was unavoidable, since
reasonable care was taken to ensure that the maintenance fee
would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of,
the expiration of the patent, (2) payment of the appropriate
maintenance fee, unless previously submitted, and (3) payment of
the surcharge set forth in 37 CFR 1.20(i) (1).

This petition lacks requirement (i).

The showing of record is inadequate to establish unavoidable
delay within the meaning of 37 CFR 1.378(b) (3).

A late maintenance fee is considered under the same standard as
that for reviving an abandoned application under 35 U.S.C. § 133
because 35 U.S.C. § 41(c) (1) uses identical language (i.e.
“unavoidable delay”).! Decisions reviving abandoned applications
have adopted the reasonably prudent person standard in
determining if the delay was unavoidable.? In this regard:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by

1 Ray v. Lehman, 55 F.3d 606, 608-09, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995) (quoting
In re Patent No. 4,408,763, 7 USPQ2d 1798, 1800 (Comm’r Pat. 1989)).

‘ Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (Comm’r Pat. 1887) (the term
“unavoidable” “is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used by prudent and careful men in
relation to their most important business”).
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prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.?

The Director may accept late payment of the maintenance fee if
the delay is shown to the satisfaction of the Director to have
been "unavoidable".*® A patent owner's failure to pay a
maintenance fee may be considered to have been "unavoidable" if
the patent owner "exercised the due care of a reasonably prudent
person."5 This determination is to be made on a "case-by-case
basis, taking all the facts and circumstances into account."®
Unavoidable delay under 35 U.S.C. § 41(b) is measured by the same
standard as that for reviving an abandoned application under 35
U.S.C. § 133.7 Under 35 U.S.C. § 133, the Director may revive an
abandoned application if the delay in responding to the relevant
outstanding Office requirement is shown to the satisfaction of
the Director to have been “unavoidable”. Decisions on reviving
abandoned applications have adopted the reasonably prudent person
standard in determining if the delay was unavoidable.® However,
a petition to revive an application as unavoidably abandoned
cannot be granted where a petitioner has failed to meet his or

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec.

Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138
USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte
Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913). 1In addition, decisions on revival are

made on a “case-by-case basis, taking all the facts and circumstances into account.”
Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally,
a petition cannot be granted where a petitioner has failed to meet his or her burden
of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314,
316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

35 U.S.C. § 41(c)(1).

Ray v. Lehman, 55 F.3d 606, 608-09 (Fed.Cir.), cert. denied, -- U.S. ---, 116 S.Ct.
304, L.Ed.2d 209 (1995).

Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982).

In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (PTO Comm'r 1988).

Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term
"unavoidable” "is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used and observed by prudent and careful
men in relation to their most important business"); In re Mattullath, 38 App. D.C.

497, 514-15 (D.C. Cir. 1912); Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141 (Comm'r
Pat. 1913).
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her burden of establishing the cause of the unavoidable delay.’®
In view of In re Patent No. 4,409,763, this same standard will be
applied to determine whether "unavoidable" delay within the
meaning of 37 CFR 1.378(b) occurred.

This petition does not ‘*satisfy the requirement of 37 CFR
1.378(b) (3). The statements presented in the petition do not
rise to the level of the showing required to establish
unavoidable delay within the meaning of 37 CFR 1.378(b).

As 35 U.S.C. § 41(c) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 U.S.C. §
133, a reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees.'® That is, an adequate showing that the
delay was "unavoidable" within the meaning of 35 U.S.C. § 41 (c)
and 37 CFR 1.378(b) (3) requires a showing of the steps taken to
ensure the timely payment of the maintenance fees for this
patent.11

With regard to period (1), above, a delay resulting from an error
(e.g., a docketing error) on the part of an employee in the
performance of a clerical function may provide the basis for a
showing of “unavoidable” delay, provided it is shown that:

(1) the error was the cause of the delay at issue;

(2) there was in place a business routine for performing the
clerical function that could reasonably be relied upon to avoid
errors in its performance;

(3) and the employee was sufficiently trained and
experienced with regard to the function and routine for its
performance that reliance upon such employee represented the
exercise of due care.!l

An adequate showing requires:
(A) Statements by all persons with direct knowledge of the

circumstances surrounding the delay, setting forth the facts as
they know them.

° Haines v. Quigg, 673 F. Supp. 314, 5 USPO2d 1130 (N.D. Ind. 1987).
10 Ray, 55 F.3d at 609, 34 USPQ2d at 1788.
11
1id.
2 See MPEP 711.03(c) (III) (C) (2).
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(B) Petitioner must supply a thorough explanation of the
docketing and call-up system in use and must identify the type of
records kept and the person responsible for the maintenance of
the system. This showing must include copies of mail ledgers,
docket sheets, filewrappers and such other records as may exist
which would substantiate an error in docketing, and include an
indication as to why the system failed to provide adequate notice
that a reply was due.

(C) Petitioner must supply information regarding the training
provided to the personnel responsible for the docketing error,
degree of supervision of their work, examples of other work
functions carried out, and checks on the described work which
were used to assure proper execution of assigned tasks.

In essence, petitioners assert a docketing error in the transfer
of the maintenance fee tracking information from the docketing
system of the prior firm, Brown Rudnick Berlack Israels-LLP
(hereinafter “Brown Rudnick”), to the docketing system of the
current firm of Seyfarth Shaw, LLP (hereinafter “Seyfarth Shaw”).

However, petitioners have not provided a sufficient showing of a
docketing error. Petitioners allege, in the Kaps declaration,
that the physical and electronic files for the subject patent was
not received by Seyfarth Shaw from Brown Rudnick.!?

If the error occurred because of a failure on the part of
personnel at Brown Rudnick to transfer the subject data and
physical patent files to the docketing system of Seyfarth Shaw,
petitioners must identify the clerical employee(s) at Brown
Rudnick who was responsible for transferring the electronic and
physical data files. Petitioners must identify the error which
led to the delay in payment of the maintenance fee, and explain
why this error occurred. Statements by all persons with first-
hand knowledge of the error which resulted in the subject patent
not being docketed for payment of the second maintenance fee must
be provided.

Put another way, petitioners must show that, at both Brown
Rudnick and Seyfarth Shaw, there was in place a business routine
for performing the clerical function of transferring the data
from Brown Rudnick to Seyfarth that could reasonably be relied
upon to avoid errors in its performance. Petitioners must
identify the clerical error that was the cause of the delay at

13 Kaps decl. Paragraphs 26 & 27. .
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issue and explain how, despite the existence of business route
for performing this clerical function that could reasonably be
relied upon to avoid errors in its performance, said error
nevertheless occurred. Furthermore, petitioners must supply a
through explanation of the system in use with regard to the
transfer of files from Brown Rudnick to Seyfarth Shaw. In
essence, petitioners must provide evidence that a reliable system
was in place for transferring this data. This showing must
include copies of mail ledgers, docket sheets, filewrappers and
such other records as may exist which would substantiate an error
in docketing, and include an indication as to why the system
failed to provide adequate notice that a reply was due.

Likewise, petitioners must show that the employees, at both Brown
Rudnick and Seyfarth Shaw, were sufficiently trained and
experienced with regard to the function and routine of the data
transfer from Brown Rudnick to Seyfarth Shaw, and docketing at
Seyfarth Shaw, that reliance upon such employees represented the
exercise of due care. In this regard, petitioners must supply
“information regarding the training provided to the personnel
responsible for the docketing error, degree of supervision of
their work, examples of other work functions carried out, and
checks on the described work which were used to assure proper
execution of assigned tasks.

With regard to petitioner Almeida’s assertion that he expected
that the files would be transferred from Brown Rudnick to
Seyfarth Shaw, while petitioner alleged chose to rely upon his
registered patent practitioner (“Serio”), such reliance per se
does not provide petitioner with a showing of unavoidable delay
within the meaning of 37 CFR 1.378(b) and 35 U.S.C. § 41(c).
Rather, such reliance merely shifts the focus of the inquiry from
petitioner to whether the attorney or agent acted reasonably and
prudently. As such, assuming that the agent had been so engaged,
then it is incumbent upon petitioner to demonstrate, via a
documented showing, that the attorney or agent had docketed this
patent for the second maintenance fee payment in a reliable
tracking system. If petitioner cannot establish that the
attorney or agent had been so engaged, then petitioner will have
to demonstrate what steps were established by petitioner to
monitor and pay the maintenance fee.

In summary, the showing of record is inadequate to establish
unavoidable delay. Petitioner has provided insufficient evidence
to substantiate a claim of docketing error. Rather, the showing
of record is that petitioners failed to properly transfer the
docketing information from Brown Rudnick and/or docket the second
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maintenance fee in a reliable tracking system at Seyfarth Shaw.
As petitioner has not shown that it exercised the standard of
care observed by a reasonable person in the conduct of his or her
most important business, the petition will be dismissed.?

Receipt of the payment of $400.00 is acknowledged. The surcharge
due under § 1.20(i) (1) is $700.00, and the second maintenance fee
due (small entity) is $1,425.00. The balance due of $1,725.00
(1425 + 700 - 400) will be charged to counsel’s deposit account.

Petitioner should note that if this petition is not renewed, or
if renewed and not granted, then the maintenance fee and post-
expiration surcharge are refundable. The $400.00 petition fee for
seeking reconsideration is not refundable. Any request for
refund should be in writing to the address noted below.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

A reply may also be filed using the EFS-Web system of the USPTO.

Telephone inquiries should be directed to the undersigned at 571-
272-3231. '

Pl

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

14
See note 4, supra.
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In re Patent No. 6,228,074

Issued: 05/08/2001 :

Application No. 09/173,422 : REQUEST FOR INFORMATION
Filed: 10/15/1998 :

Atty Docket No. 55855.3

This is a decision on the request for reconsideration under 37
CFR 1.378(e), filed on January 19, 2012.

The petition is dismissed.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b). No further fee is due for seeking reconsideration.

The patent issued on May 8, 2001. The first maintenance fee was
timely paid. The second maintenance fee could have been paid
during the period from May 8 through November 10, 2008, or, with
a surcharge, during the period from November 11, 2008, through
May 8, 2009. The patent expired at midnight on May 8, 2009,
2005, for failure to timely pay the second maintenance fee.

On November 8, 2011, a petition under 37 CFR 1.378(b) was filed.
On November 21, 2011, the petition was dismissed. On January 19,
2011, the present request under 37 CFR 1.378(e) was filed,
accompanied by the required fee of $400.00. '

Petitioner stated that responsibility for tracking the due dates
for the maintenance fees in this patent originally resided with
the law firm of Brown Rudnick Berlack Israels LLP (“Brown
Rundnick”). Petitioner’s registered patent practitioner, John
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Serio, states that he left Brown Rudnick and began to practice
with the law firm of Seyfarth Shaw LLP (“Seyfarth Shaw”).
Petitioner, inventor Stephen Almeida, states that he wished to
continue having attorney Serio handle his patent matters, and
sent a request on May 16, 2007, to Brown Rudnick, asking that his
patent files be transferred to Seyfarth Shaw.

Petitioner has included a declaration from June E. Kaps,
docketing administrator at Seyfarth Shaw. Ms. Kaps stated that
she previously was employed as the docket administrator at Brown
Rudnick.

Ms. Kaps declaration states, in pertinent part:

21. John Serio, Edwin Colon (of Seyfarth Shaw’s
Records Department) and I conducted a thorough
investigation and found that we did not possess the
physical file nor the electronic file associated with
the ‘986 Expired Patent and that the patent was
therefore not entered into our docketing system.

22. During the course of our investigation we

discovered that the '074 parent patent ("'074 Petition
Patent") for the '986 Expired Patent was also not in
our physical presence or our electronic docketing
system;

23. Upon inquiry to the USPTO PAIR system I
discovered that the '074 Petition Patent had also
expired for failure to pay maintenance fees. As part of
our investigation, we requested the file wrapper for
the '074 Petition Patent to see what address the
Maintenance Fee Reminder and the Notice of Expiration
were sent to; (Attachment E & F);

24. The notice for the '074 Petition Patent was
sent to our former firm Brown Rudnick on or about June
8, 2009 (as with the '986 Expired Patent) and a
previously sent Maintenance Fee Reminder was sent on or
about November 17, 2008. However, neither the reminder
nor the notice was forwarded to us, as had been the
case of the '986 Expired Patent;

25. As part of our investigation I requested that
CPI provide us with a list of the clients that were
included in the data dump from Brown Rudnick in 2007;
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26. Brown Rudnick case number 21221 was not in the
data dump even though the client had requested that
their information be transferred (Attachment G);

27. Physical files for Brown Rudnick case number
21221 were also apparently not received at Seyfarth
Shaw during the transfer of files in 2007.

Petitioners further included a declaration of Keith Schultz, the
Director of Information Services for Brown Rudnick. Mr. Schultz’
declaration states, in pertinent part:

5. During the month of May 2007 and thereafter, I was
involved in the transfer of files related to attorneys
that had left Brown Rudnick to join the firm of
Seyfarth Shaw (Seyfarth). I worked in conjunction with
Deborah Hopkins and Betty McCorkle of Brown Rudnick and
Seyfarth's docketing administrator, June Kaps,
regarding the electronic transfer of files to Seyfarth.

7. As part of my responsibilities, I coordinated the
transfer of electronic docketing information through
our docketing software vendor CPI to facilitate the
transfer of docketing information of those clients who
requested the transfer of their files to Seyfarth.

8. As a result of these transfer requests, Brown
Rudnick transferred the physical files of various
clients, these files amounted to the work product of
several attorneys over the period of several decades
and totaled in excess of 700 hundred active files and
several thousand inactive files;

9. As a further result of these transfer requests,
Brown Rudnick transferred the electronic files of
various clients, these electronic files amounted to the
work product of several attorneys over the period of
several decades and the respective docketing records
for this collective work;

10. As part of this transfer process we received a
request from Stephen Almeida, Brown Rudnick client
number 21221 (Client), to transfer his physical and
electronic files to Seyfarth;

11. Pursuant to this request we made arrangements to
have the Client's physical files transferred. We
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further made arrangements, in coordination with CPI, to
transfer the Client's electronic docket entries on the
CPI system to Seyfarth. The transfer of the electronic
docket entries apparently only affected a transfer of
selected Client files concerning matters 7 and 9 and
not all Client matters, as the Client had instructed.
During ‘the course of Brown Rudnick's investigation,
regarding the circumstances giving rise to the
expiration of the Petition Patent, it was determined
that the selected electronic files attempted to be
transferred, matters 7 and 9, concerned non-patent
matters for the Client, which contained no docket
information;

12. Despite a diligent investigation, I am unsure why a
request for the electronic transfer of docketing
information for only selected files was sent to CPI,
for the Client. Accordingly, it is submitted that any
abandonment of this application was unintentional and
unavoidable and it is respectfully requested that this
Petition to Accept Unavoidably Delayed Payment of
Maintenance Fee in an Expired Patent under 37 CFR 1.378
(b) be granted.

The Director may accept late payment of the maintenance fee if
the delay is shown to the satisfaction of the Director to have
been "unavoidable".! A patent owner's failure to pay a
maintenance fee may be considered to have been "unavoidable" if
the patent owner "exercised the due care of a reasonably prudent
person."2 This determination is to be made on a "case-by-case
basis, taking all the facts and circumstances into account."?
Unavoidable delay under 35 U.S.C. § 41(b) is measured by the same
standard as that for reviving an abandoned application under 35
U.S.C. § 133.% Under 35 U.S.C. § 133, the Director may revive an
abandoned application if the delay in responding to the relevant
outstanding Office requirement is shown to the satisfaction of
the Director to have been “unavoidable”. Decisions on reviving
abandoned applications have adopted the reasonably prudent person
standard in determining if the delay was unavoidable.® However, a

35 U.S.C. § 41{(c)(1).
Ray v. Lehman, 55 F.3d 606, 608-09 (Fed.Cir.), cert. denied, -- U.S. ---,
16 S.Ct. 304, L.Ed.2d 209 (1995).

Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 877, 982 (D.C. Cir. 1982).
In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (PTO Comm'r 1988).

Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term
"unavoidable" "is applicable to ordinary human affairs, and requires no more
or greater care or diligence than is generally used and observed by prudent

nod W= N e
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petition to revive an application as_ unavoidably abandoned cannot
be granted where a petitioner has failed to meet his or her
burden of establishing the cause of the unavoidable delay.® 1In
view of In re Patent No. 4,409,763,7 this same standard will be
applied to determine whether "unavoidable" delay within the
meaning of 37 CFR 1.378(b) occurred.

This petition does not satisfy the requirement of 37 CFR
1.378(b) (3). The statements presented in the petition fail to
satisfy the showing required to establish unavoidable delay
within the meaning of 37 CFR 1.378(b).

35 U.S.C. § 41(c) (1) does not require an affirmative finding that
the delay was avoidable, but only an explanation as to why the
petitioner has failed to carry his or her burden to establish
that the delay was unavoidable.® 35 U.S.C. § 133 does not
require the Director to affirmatively find that the delay was
avoidable, but only to explain why the applicant's petition was
unavailing). Petitioner is reminded that it is the patentee's
burden under the statutes and regulations to make a showing to
the satisfaction of the Director that the delay in payment of a
maintenance fee is unavoidable.’

As 35 USC § 41(b) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 USC § 133, a
reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees.?® That is, an adequate showing that the
delay in payment of the maintenance fee at issue was
"unavoidable" within the meaning of 35 U.S.C. § 41(c) and 37 CFR
1.378(b) (3) requires a showing of the steps taken by the
responsible party to ensure the timely payment of the second
maintenance fee for this patent.!!

and careful men in relation to their most important business"); In re
Mattullath, 38 App. D.C. 497, 514-15 (D.C. Cir. 1912); Ex parte Henrich, 1913
Dec. Comm'r Pat. 139, 141 (Comm'r Pat. 1913).

® Haines v. Quigg, 673 F. Supp. 314, 5 USPQ2d 1130 (N.D. Ind. 1987).

L) UspQ2d 1798, 1800 (Comm’r Pat. 1988), aff’d sub nom. Rydeen v. Quigg, 748
937 F.2d 623 (Fed. Cir. 1991) (table), cert. denied, 502 U.S. 1075 (1992).

8 See Commissariat A. L'Energie Atomigue v. Watson, 274 F.2d 594, 597, 124
UsSpPQ 126, 128 (D.C. Cir. 1960).

S See Rydeen v. Quigg, 748 F. Supp. 900, 16 USPQ2d 1876 (D.D.C. 1990), aff'd
937 F.2d 623 (Fed. Cir. 1991) (table}, cert. denied, 502 U.S. 1075 (1992); Ray
v. Lehman, supra.
10 Ray, 55 F.3d at 609, 34 USPQ2d at 1788
11

Id.
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Further, with regard to petitioner’s allegation of a docketing
error, a delay resulting from an error (e.g., a docketing error)
on the part of an employee in the performance of a clerical
function may provide the basis for a showing of “unavoidable”
delay, provided it is shown that:

(1) the error was the cause of the delay at issue;

(2) there was in place a business routine for performing the
clerical function that could reasonably be relied upon to avoid
errors in its performance; .

(3) and the employee was sufficiently trained and
experienced with regard to the function and routine for its
performance that reliance upon such employee represented the
exercise of due care.'?

An adequate showing requires:

(A) Statements by all persons with direct knowledge of the
circumstances surrounding the delay, setting forth the facts as
they know them.

(B) Petitioner must supply a thorough explanation of the
docketing and call-up system in use and must identify the type of
records kept and the person responsible for the maintenance of
the system. This showing must include copies of mail ledgers,
docket sheets, filewrappers and such other records as may exist
which would substantiate an error in docketing, and include an
indication as to why the system failed to provide adequate notice
that a reply was due.

(C) Petitioner must supply information regarding the training
provided to the personnel responsible for the docketing error,
degree of supervision of their work, examples of other work
functions carried out, and checks on the described work which
were used to assure proper execution of assigned tasks.

The present petition lacks the showing required by (1), (2), and
(3) above.

It is noted that the declaration of Mark S. Leonardo, partner at
Brown Rudnick, states that Keith Schultz “worked under our file
room manager, Deborah Hopkins, who at the time of the Seyfarth

2 See MPEP 711.03(c) (III){(C)(2).
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file transfer was our professional file room manager who was
responsible for matters concerning our clients’ files.”
(Paragraph 13 of the Leonardo declaration). Further, the
declaration of Keith Schultz states that Ms. Hopkins and Betty
McCorkle of Brown Rudnick worked on the transfer of electronic
files.

Petitioners have not provided affidavits or statements of facts
from Deborah Hopkins and Betty McCorkle setting forth the facts
as they know them, and explaining their role in docketing and
tracking of the maintenance fee for the subject patent at Brown
Rudnick, and their involvement in the transfer of the patent
files to Seyfarth Shaw. Furthermore, if Ms. Hopkins and Ms.
McCorkle may have knowledge of the docketing error, petitioner
must supply information regarding the training provided to the
personnel responsible for the docketing error, degree of
supervision of their work, examples of other work functions
carried out, and checks on the described work which were used to
assure proper execution of assigned tasks.

Additionally, as petitioners state that electronic files were
transferred from CPI, petitioners should also provide the above-
referenced information for any and all CPI personnel involved.

At present, the showing of record suggests that the subject
patent was not docketed for payment of the second maintenance fee
at Brown Rudnick, in that no docket records for the subject
patent were among those transferred to Seyfarth Shaw. If the
patent was never entered into the Brown Rudnick database, it
appears it would not have been docketed at Seyfarth Shaw, and
therefore would not have been docketed at all for tracking and
payment of the second maintenance fee. If this is the case,
petitioners must provide a showing that the error which resulted
in the failure to docket this patent for payment of the
maintenance fees was, in fact, unavoidable.

It is additionally noted that petitioners state that Patent No.
6,595,986 (“the ‘986 patent”) was also among those patents for
which responsibility for tracking and payment of the maintenance
fees was to be transferred from Brown Rudnick to Seyfarth Shaw,
but that this patent was also found not to have been entered into
the Seyfarth Shaw database after the transfer. The fact that the
subject patent is not the only one that was apparently not
docketed suggest that there is a question as to whether these
patents may not have been docketed for payment of maintenance
fees due to flaws in petitioner’s docketing system, rather than a
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docketing error on the part of a reliable and trusted employee in
the performance of a clerical function.

It is imperative that petitioner provide as complete, thorough,
and detailed a showing as is possible that the delay was caused
by a docketing error. Any renewed petition must explain the
docketing error that resulted in the delay in payment of the
maintenance fee, and must provide a showing that (1) the
docketing error was the cause of the delay at issue; (2) there
was in place a business routine for performing the clerical
function that could reasonably be relied upon to avoid errors in
its performance; (3) and the employee was sufficiently trained
and experienced with regard to the function and routine for its
performance that reliance upon such employee represented the
exercise of due care.

As the showing of record does not rise to the level of
unavoidable delay, the petition must be dismissed. As petitioner
has not shown that he exercised the standard of care observed by
a reasonable person in the conduct of his or her most important
business, the petition will be dismissed.!

Petitioner should note that if this petition is not renewed, or
if renewed and not granted, then the maintenance fee and post-
expiration surcharge are refundable.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: - Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

13 See note 4, supra.



Patent No. 6,228,074 9

Telephbne inquiries should be directed to the undersigned at 571-
272-3231.

Wi,

uglas I. Wood
Senior Petitions Attorney
Office of Petitions
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In re Patent No. 6,308,610

Issue Date: October 30, 2001 :

Application No. 09/173,423 : LETTER
Filed: October 15, 1998 :

For: LIQUID CANNON HAVING TRUNNION

ASSEMBLY

Patentee: Stewart

This letter is in response to the petition filed May 24, 2010 under 37 CR 1.378(e) in response to the letter
mailed April 28, 2010.

A decision on the merits of the petition under 37 CFR 1.378(e) cannot be rendered prior to submission of the
11.5 year maintenance fee. The current maintenance fee schedule indicates that the 11.5 year large entity
maintenance fee is currently $4,110.00 and that the 11.5 year small entity maintenance fee is currently
$2,055.00.

Any request for reconsideration of this decision must be submitted within ONE MONTH of the mail date
indicated above and must include the 11.5 year maintenance fee. The time period for reply is not subject to
extension under 37 CFR 1.136(a).

Further correspondence with respect to this matter should be addressed as follows:

By mail: - Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300

By hand delivery: U.S. Patent and Trademark Office
Customer Window, Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter may be directed to the undersigned at 571-272-3205.
/ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

CHARLES MCCLOSKEY
13321 N. Outer 40 Rd. Ste. 100
Town & Country, MO 63017

In re Patent No. 6,308,610 : MA".ED

Issue Date: October 30, 2001 :
Application No. 09/173,423 . DECISION APR 19:2011
Filed: October 15, 1998 : ETITIONS
For: LIQUID CANNON HAVING : GFRCE OF PETITION
TRUNNION ASSEMBLY

This is a decision on the petition under 37 CFR 1.378(e), filed March 25, 2011, to accept an
unavoidably delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

The patent issued October 30, 2001. Accordingly, the first maintenance fee due could have been
paid during the period from October 30, 2004 through April 30, 2005, or with a surcharge during
the period from May 1, 2005 through October 30, 2005. This patent expired on October 30,
200s.

Petitioner has demonstrated to the satisfaction of the Director that the delay in timely paying the
maintenance fee was unavoidable.

There is no indication that the petition is signed by a registered patent attorney or patent agent of
record. However, in accordance with 37 CFR 1.34, practitioner’s signature appearing on the
correspondence shall constitute a representation to the United States Patent and Trademark
Office that he is authorized to represent the particular party in whose behalf he acts. If
practitioner desires to receive correspondence regarding this file, the appropriate power of
attorney documents must be submitted. A courtesy copy of this decision is being mailed to
practitioner, the petitioner herein. However, until otherwise instructed, all future correspondence
regarding this application file will be directed solely to the above-noted correspondence address
of record. '

The power of attorney filed May 22, 2009 has not been entered into the record because it is
signed by one of two joint inventors and thus fails to comply with 37 CFR 1.33(b)(4). Further,
the change of correspondence address filed July 26, 2010 has not been entered into the record
because it is signed by a practitioner not of record.

The 3.5 year and 7.5 year maintenance fees are hereby accepted and the above-identified patent
is reinstated as of the mail date of this decision.
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Telephone inquiries concerning this matter may be directed to the undersigned at 571-272-3205.
/ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

BLYNN L SHIDELER e
WEBB ZIESENHEIM BRUENING SEP 26 2011
LOGSDON ORKIN & HANSON OFFICE OF PETITIONS
700 KOPPERS BUILDING

436 SEVENTH AVENUE

PITTSBURGH PA 15219-1818

In re Patent No. 6,117,148

Issue Date: September 12, 2000 :

Application No. 09/173,867 D NOTICE
Filed: October 16, 1998 :

Attorney Docket No. 1431-981573

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Thugman K. Page

Petitions Examiner
Office of Petitions
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’ Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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THOMAS J DODD
8122 DATAPOINT DR

SUITE 1250
SAN ANTONIO TX 78229 MAILED
DEC 272011
QFFICE OF PETITIONS

In re Application of

Kochat Haridas et al. : :
Application No. 09/175,508 : NOTICE
Filed: October 20, 1998 :

Attorney Docket No. X-0082

This is a notice regarding your request filed December 1, 2011, for acceptance of a fee
deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in
this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

There is no indication that the petition is signed by a registered patent attorney or
patent agent of record. However, in accordance with 37 CFR 1.34, the signature of
Scott A. Whitaker appearing on the correspondence shall constitute a representation
to the United States Patent and Trademark Office that he is authorized to represent
the particular party in whose behalf he acts. If, Scott A. Whitaker desires to be
acknowledged as the attorney of record in this file, the appropriate power of attorney
documents must be submitted.

This patent is no longer entitled to small entity status. Accordingly, all future fees
paid in this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571)
272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Barbara C. McCurdy
Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P. MA“-ED

1300 I Street, N.W. Suite 700

Washington DC 20005-3315 JAN 102012
‘ OFFICE OF PETITIONS
In re Application of
Slater
Application No. 09/177,502 :
Filed: October 23, 1998 : DECISION

U.S. Patent No. 7,962,190

Issue Date: June 14, 2011

Attorney Docket No. SYM-161

For: Bipolar Endoscopic Surgical Scissor
Blades and Instrument Incorporating the Same

The above-identified application has been forwarded to the undersigned for consideration on a
petition for patent term extension entitled “Petition for Paten Term Adjustment Due to
Examination Delay under 37 CFR 1.181” received on July 26, 2011.

The petition is granted.

The Notice of Allowance and Fee(s) Due mailed on July 11, 2011 improperly stated that the
Patent Term Extension is 1516 days. The Office electronic records have been corrected to reflect
that the patent term extension is 1575 days.

After mailing of this decision, the above-identified application will be forwarded to Office of
Publications for further processing.

Petitioner's deposit account has not been charged a petition fee.

Inquiries regarding this communication should be directed to the undersigned at (571) 272-7709.

b N b—

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Patent No. 2902237
Issue Date: May 11,1999
icati :DECISION GRANTING PETITION
Application No. 09178874 "UNDER 37 CFR 1.378(0)
Filed: October 26,1998

Attorney Docket No. 3048-22

This is a decision on the electronic petition, filed August 9,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of August 9,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5,902,237 1899-05-11 09/178,874 1898-10-26

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Hustin T. Arbes/

Date (YYYY-MM-DD)

2011-08-09

Name

Justin T. Arbes

Registration Number

62788

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6376596

In re Patent No.
Issue Date: April 23,2002

09180509 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: November 12,1998
Attorney Docket No. FA0704A

This is a decision on the electronic petition, filed March 22,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 22,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,376,596 2002-04-23 09/180,508 1898-11-12 FAO704A

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/BRIAN J MYERS/

Date (YYYY-MM-DD)

2011-03-22

Name

BRIAN J MYERS

Registration Number

58281

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

DAVID NEWMAN CHARTERED

CENTENNIAL SQUARE
P.0. BOX 2728
LA PLATA, MD 20646-2728 MAILED
SEP 192011
OFFICE OF PETITIONS

In re Patent No. 6,393,049

Issue Date: May 21, 2002 :

Application No. 09/182,054 : ON PETITION
- Filed: October 29, 1998 3 :

Patentee(s): Sorin Davidovici, et. al.

This is a decision on the petition under 37 CFR 1.378(c), filed on August 22, 2011, to accept
the delayed payment of a maintenance fee for the above-identified patent.

Since petitioner has demonstrated to the satisfaction of the Commissioner that the delay in
timely paying the maintenance fee was unintentional, the petition under 37 CFR 1.378(c) is

hereby GRANTED.

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of
the mail date of this decision.

A courtesy copy of this decision is being mailed to the address given in the present petition.

This patented file is being forwarded to Files Repository.

elephone inquiried should be directed to the undersigned at (571) 272-3226.

s Examiner )
of Petitions

cc:  MimiHsu
198 Brighton Avenue
Long Branch, NJ 07740



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313.1450
www.uspto.gov

ELMAN TECHNOLOGY LAW, P.C.
P.O. BOX 209 , MA’LED

- SWARTHMORE PA 19081 JAN 372011

OFFICE OF PETITIONS

In re Patent No. 6,073,409

Issued: June 13, 2000 ' :

Application No. 09/182,793 : DECISION ON PETITION
Filed: October 30, 1998 :

For: FLOORING CONSTRUCTION WITH

CAPACITY FOR DEFLEXURE

ADJUSTMENT

This is a decision on the petition filed on August 17, 2010,
under 37 CFR § 1.378(b) to accept the delayed payment of a
maintenance fee for the above-identified patent.

The petition is dismissed.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b) . Any such petition for reconsideration must be accompanied
by the petition fee of $400.00 as set forth in 37 CFR 1.17(f).
The petition for reconsideration should include an exhaustive
attempt to provide the lacking item(s) noted below, since, after
a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the
Director. '

The patent issued June 13, 2000. The second maintenance fee
could have been paid from June 13, 2007, through December 12,
2007, or, with a surcharge during the period from December 13,
2007 through June 13, 2008. Accordingly, the patent expired at
midnight June 13, 2008, for failure to timely submit the second
maintenance fee.

Applicant states that, “The above-identified patent was
exclusively licensed to Action Floor Systems, LLC, of Madison,
WI, beginning on April 15, 1999, when the above-identified patent
was pending (U.S. Patent Application No. 09/182,793). This

DIW Jan-11
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exclusive license covered the entire United States, except for an
area comprising certain sections of Pennsylvania, New Jersey and
Delaware. Payments from this license averaged $60, 000 per year,
and were made regularly through 2009.”

Applicant further states that “Upon the issuance of the above-
identified patent on July 19, 2000, I received a letter from my
Patent Attorney, Mr. Anthony J. McNulty. A copy of this letter
is attached hereto as Exhibit A. This letter included a passage
stating that:

You will be required to pay maintenance fees at the following
intervals:

After 3 years and six months;
After 7 years and six months;
After 11 years and six months;

This quoted passage was ambiguous to me. Nothing in this letter
notified me of the actual dates when maintenance fees would be
due. The only dates specifically stated in the letter were the
filing date of the patent application of October 30, 1998 and the
expiration date of October 30, 2018. Nothing in the letter
connected these application and expiration dates to the
“intervals” quoted above. I was unsure when each of the
maintenance fees would actually by due. I surmised that the
second maintenance fee would be due at least ten years from an
unknown date.”

BRIEF SUMMARY OF EVENTS:

1. The patent issued on June 13, 2000.

2. Letter mailed from Attorney Mr. Anthony J. McNulty,
notifying applicant of the intervals for paying the required
first, second and third maintenance fees.

3. On or about January 14, 2004, Mr. McNulty notified
applicant of the first maintenance fee payment being due.

4. On or about January 26, 2004, first maintenance fee
payment mailed.

5. On or about March 15, 2004, received letter from Mr.
McNulty which included copy of maintenance fee statement
indicating that the first maintenance fee was paid.

6. On or about March 7, 2005, was informed that Mr. McNulty
has passed away and advised applicant to pick up his files.
7. In early June 2007, received by postal mail a paper
entitled Patent Cancellation Notice from the United States
Patent Renewal Service.
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8. On or about June 17, 2007, mailed the Patent
Cancellation Notice and submitted payment of $175.00.

9. Received last royalty payment for 2009, on or about
January 22, 2010 issued January 18, 2010, by Action Floor
System, LLC.

10. On June 14, 2010, applicant sent e-mail to Mr. Gary
Brown at Action Floor Systems, LLC, the license asking to be
updated on product sales covered by the licensed above-
identified patent. ‘

11. Re-sent e-mail to Mr. Brown on June 17, 2010 after no
reply.

12. On or about June 22, 2010, Mr. Brown notified applicant
that Action Floor System, LLC would no longer pay any
royalties, including any payments for 2010 because the
license was no longer in force, because the second
maintenance fee had not been paid.

13. Engaged Elman Technology Law, P.C. as patent attorney.
14. On or about July 16, 2010 reviewed the file history, as
obtained from the USPTO, including the maintenance fee
history for the above-identified patent.

15. On August 17, 2010, the above petition was filed.

A petition to accept the delayed payment of a maintenance fee
under 35 USC 41(c) and 37 CFR 1.378(b) must be accompanied by (1)
an adequate, verified showing that the delay was unavoidable,
since reasonable care was taken to ensure that the maintenance
fee would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of,
the expiration of the patent, (2) payment of the appropriate
maintenance fee, unless previously submitted, and (3) payment of
the surcharge set forth in 37 CFR 1.20(i) (1).

This petition lacks item (1) above.

The Commissioner may accept late payment of the maintenance fee
if the delay is shown to the satisfaction of the Director to have

been “unavoidable”.!

A late maintenance fee is considered under the same standard as
that for reviving an abandoned application under 35 U.S.C. § 133
because 35 U.S.C. § 41(c) (1) uses identical language (i.e.
“unavoidable delay”).? Decisions reviving abandoned applications

1 35 u.s.c. s 41(e) (1) .

2 Ray v. Lehman, 55 F.3d 606, 608-09, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995) (quoting
In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (Comm’r Pat. 1989)).
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have adopted the reasonably prudent person standard in
determining if the delay was unavoidable.3 In this regard:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.*

As 35 U.S.C. § 41(c) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 U.S.C. §
133, a reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees.® That is, an adequate showing that the
delay was "unavoidable" within the meaning of 35 U.S.C. § 41 (c)
and 37 CFR 1.378(b) (3) requires a showing of the steps taken to
ensure the timely payment of ‘the maintenance fees for this
patent.6

In the present case, patentee seems to assert that the
unavoidable delay in paying the second maintenance fee was due to
the lack of knowledge of the procedure and the date the
maintenance fee payment was due.

Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (Comm’r Pat. 1887) (the term
“unavoidable” “is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used by prudent and careful men in
relation to their most important business”).

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec.
Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138
USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte
Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913). In addition, decisions on revival are
made on a “case-by-case basis, taking all the facts and circumstances into account.”
Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally,
a petition cannot be granted where a petitioner has failed to meet his or her burden
of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314,
316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

Ray, 55 F.3d at 609, 34 USPQ2d at 1788.

id.
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The record fails to disclose that the patentee took reasonable
steps to ensure timely payment of the maintenance fee. TIn fact,
the record indicates that no steps were taken by patentee except
(the mailing of the Patent Cancellation Notice with the $175.00
payment on June 17, 2007), to ensure timely payment of the
maintenance fee. Since no steps were taken by patentee, 37 CFR
1.378(b) precludes acceptance of the delayed payment of the
maintenance fee. While it is unfortunate that patentee believed,
in error, that the $175.00 payment did constitute payment of the
second maintenance fee, the showing of record remains that the
second maintenance fee payment was not timely made.

Further, a patentee’s lack of knowledge of the need to pay the
maintenance fee and the failure to receive the Maintenance Fee
Reminder do not constitute unavoidable delay.’ Under the
statute and regulations, the Office has no duty to notify
patentees of the requirement to pay maintenance fees or to notify
patentees when the maintenance fees are due. The Office’s
mailing of Maintenance Fee Reminders is carried out strictly as a
courtesy. Accordingly, it is solely the responsibility of the
patentee to assure that the maintenance fee is timely paid to
prevent expiration of the patent. The lack of knowledge of the
requirement to pay a maintenance fee and/or the failure to
receive the Maintenance Fee Reminder will not shift the burden of
monitoring the time for paying a maintenance fee from the
patentee to the Office.®

After the passing of patentee’s attorney, it was up to the
patentee to hire another attorney to assist in the payment of the
maintenance fees. Patentee could have contacted the Inventors
Assistance Center (IAC) by telephone at 800-786-9199 or 571-272-
1000, Monday through Friday from 8:30 AM to 5:30 PM (EST). The
IAC provides patent information and services to the public and is
staffed by former Supervisory Patent Examiners and experienced
Primary Examiners who answer general questions concerning patent
examining policy and procedure. Also, the information regarding
the maintenance fees and fee schedules are available on the USPTO
website. At no time did patentee mention that a call was made by
him to the USPTO regarding the payment of the maintenance fees or
any other information regarding the patent.

See Patent No. 4,409,763, supra; see also “Final Rules for Patent Maintenance Fees”
49 Fed. Reg. 34716, 34722-34723 (August 31, 1984), reprinted in 1046 Off. Gaz. Pat.
Office 28, 34 (September 25, 1984). ’

8 Rydeen v. Quigg, 748 F. supp. at 900.
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In summary, the showing of record does not support a finding of
unavoidable delay. A delay resulting from a lack of knowledge or
improper application of the patent statute, -rules of practice, or
the MPEP does not constitute an "unavoidable" delay.®
Additionally, petitioners’ preoccupation with other matters which
took precedence over the above-identified maintenance fee does
not constitute unavoidable delay.1C

Petitioner should note that if this petition is not renewed, or
if renewed and not granted, then the maintenance fee and post-
expiration surcharge are refundable. The $400.00 petition fee for
seeking reconsideration is not refundable. Any request for
refund should be in writing to the address noted below.

Further correspondence with respect to this matter should be
delivered through one of the following mediums:

By mail: Mail Stop PETITIONS
' Commissioner for Patents

Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: EFS-Web
www.uspto.gov/ebc/efs help.html
(for help using EFS-Web call the
Patent Electronic Business Center
at (866) 217-9197)

° See Haines v. Quigg, 673 F. Supp. 314, 317, 5 USPQ 1130, 1132 (N.D. Ind. 1987),
Vincent v. Mossinghoff, 230 USPQ 621, 624 (D.D.C. 1985); Smith v. Diamond, 209 USPQ
1091 (D.D.C. 1981); Potter v. Dann, 201 USPQ 574 (D.D.C. 1978); Ex parte Murray, 1891
Dec. Comm'r Pat. 130, 131 (1891).

0 See Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982).
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Any questions concerning this matter may be directed to the
undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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In re Patent No. 6,073,409 :
- Issue Date: 06/13/2000 :
Application Number: 09/182,793 : DECISION ON PETITION
Filing Date: 10/30/1998 :

For: FLOORING CONSTRUCTION WITH
CAPACITY FOR DEFLEXURE
ADJUSTMENT

This is a decision on the petition, filed on March 29, 2011,
under 37 CFR 1.378(e) requesting reconsideration of a prior
decision which refused to accept under § 1.378(b)! the delayed
payment of a maintenance fee for the above-referenced patent.

The petition under 37 CFR 1.378(e) is DENIED.?

BACKGROUND

The patent issued June 13, 2000. The first maintenance fee was
timely paid. The second maintenance fee could have been paid
from June 13, 2007, through December 12, 2007, or, with a

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.378(b) must be

include

(1) the required maintenance fee set forth in § 1.20(e) through (g);

(2) the surcharge set forth in §1.20(i) (1); and

(3) a showing that the delay was unavoidable since reasonable care was taken to
ensure that the maintenance fee would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of, the expiration of the patent.
The showing must enumerate the steps taken to ensure timely payment of the maintenance fee, the
date and the manner in which patentee became aware of the expiration of the patent, and the steps
taken to file the petition promptly.

As stated in 37 CFR 1.378(e), no further reconsideration or review of the decision refusing to

accept the delayed payment of the maintenance fee under § 1.378(b) will be undertaken. This
decision may be regarded as a final agency action within the meaning of 5 U.S.C. § 704 for
purposes of seeking judicial review. See MPEP 1001.02.
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surcharge during the period from December 13, 2007 through June
13, 2008. Accordingly, the patent expired at midnight on June
13, 2008, for failure to timely submit the second maintenance
fee.

The petition under 37 CFR 1.378(b) filed on August 17, 2010, was
dismissed on January 31, 2011.

The subject request for reconsideration was filed on March 29,
2011.

In the original decision, petitioner, via his current registered
patent practitioner, stated that his prior patent attorney,
Anthony J. McNulty, informed him of when the first maintenance
fee was due. Attorney McNulty apparently proffered payment of
the first maintenance fee on behalf of petitioner.

Petitioner further stated that he learned that attorney McNulty
passed away on February 12, 2005. Petitioner states that he
obtained the patent files from McNulty’s office, but was unaware
of the due date for the second maintenance fee.

Petitioner further averred that in June, 2007, he received a
letter from the “United States Patent Renewal Service” '
(hereinafter “USPRS”) requesting payment of $175.00 in connection
with the renewal of the patent. Petitioner states that he
believed that the USPRS document was an official letter from the
USPTO, and that, by responding to the USPRS letter, he “believed
that this was all that would be needed to handle in a timely
manner any fees then coming due for the above-identified patent.”
Petitioner has provided a copy of the letter from USPRS, as well
as a copy of the $175.00 check he submitted as payment to USPRS.
Petitioner averred that no further communication was received
from the USPRS or the USPTO.

Lastly, petitioner stated that he learned on June 22, 2010, that
the patent had expired. The original petition was then filed on
August 17, 2010.

On January 31, 2011, the original petition was dismissed.

On March 29, 2011, the subject request for reconsideration was
filed. Petitioner asserts, via his registered patent
practitioner, that the delay was unavoidable because petitioner
believed the letter from USPRS was an official Government
document, and that payment of the $175.00 would satisfy the
obligation to pay the maintenance fee. Petitioner again avers
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that since no further communication was received from the USPTO,
or USPRS, he believed that no further payments were due.
Petitioner further avers that the USPRS document constitutes an
intentional -deception or practitioner’s concealment of error
which would constitute an unavoidable delay, analogous to the
circumstances in In Re Lonardo, 7 USPQ2d 1455, 1990 WL 354576
(Comm’r Pat. 1990).

STATUTE AND REGULATION

35 U.S.C. § 41(c) (1) states that:

The Director may accept the payment of any
maintenance fee required subsection (b) of this
section which is made within twenty-four months
after the six-month grace period if this delay is
shown to the satisfaction of the Director to have
been unintentional, or at any time after the six-
month grace period if the delay is shown to the
satisfaction of the Director to have been
unavoidable.

37 CFR 1.378(b) (3) states that any petition to accept an
unavoidably delayed payment of a maintenance fee must include:

A showing that the delay was unavoidable since
reasonable care was taken to ensure that the
maintenance fee would be paid timely and that the
petition was filed promptly after the patentee was
notified of, or otherwise became aware of, the
expiration of the patent. The showing must enumerate
the steps taken to ensure timely payment of the
maintenance fee, the date, and the manner in which
patentee became aware of the expiration of the patent,
and the steps taken to file the petition promptly.

OPINION

The Director may accept late payment of the maintenance fee if
the delay is shown to the satisfaction of the Director to have
been "unavoidable".?® A patent owner's failure to pay a

maintenance fee may be considered to have been "unavoidable" if

3 35 U.s.C. § 41(c)(1).
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the patent owner "exercised the due care of a reasonably prudent
person."? This determination is to be made on a "case-by-case
basis, taking all the facts and circumstances into account."® ,
Unavoidable delay under 35 U.S.C. § 41(b) is measured by the same
standard as that for reviving an abandoned application under 35
U.S.C. § 133.° Under 35 U.S.C. § 133, the Director may revive an
abandoned application if the delay in responding to the relevant
outstanding Office requirement is shown to the satisfaction of
the Director to have been “unavoidable”. Decisions on reviving
abandoned applications have adopted the reasonably prudent person
standard in determining if the delay was unavoidable.’ However, a
petition to revive an application as unavoidably abandoned cannot
be granted where a petitioner has failed to meet his or her
burden of establishing the cause of the unavoidable delay.® 1In
view of In re Patent No. 4,409,763,° this same standard will be
applied to determine whether "unavoidable" delay within the
meaning of 37 CFR 1.378(b) occurred.

The showing of record is inadequate to establish unavoidable
delay within the meaning of 37 CFR 1.378(b) (3).

As 35 U.S.C. § 41(c) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 U.S.C. §.
133, a reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees.!® That is, an adequate showing that the
delay was "unavoidable" within the meaning of 35 U.S.C. § 41(c)
and 37 CFR 1.378(b) (3) requires a showing of the steps taken to
ensure the timely payment of the maintenance fees for this
patent.11

35 U.S.C. § 41(c) (1) does not require an affirmative finding that
the delay was avoidable, but only an explanation as to why the

4 Ray v. Lehman, 55 F.3d 606, 608-09 (Fed.Cir.), cert. denied, -- U.S. ---, 116 S.Ct. 304,
L.Ed.2d 209 (1995).

Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982).
6

In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (PTO Comm'r 1988).
7 Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term "unavoidable" "is
applicable to ordinary human affairs, and requires no more or greater care or diligence than is
generally used and observed by.prudent and careful men in relation to their most important
business"); In re Mattullath, 38 App. D.C. 497, 514-15 (D.C. Cir. 1912); Ex parte Henrich, 1913
gec. Comm'r Pat. 139, 141 (Comm'r Pat. 1913). :

Haines v. Quigg, 673 F. Supp. 314, 5 USPQ2d 1130 (N.D. Ind. 1987).

° 7 USPQ2d 1798, 1800 (Comm’r Pat. 1988), aff’d sub nom. Rydeen v. Quigg, 748 937 F.2d 623 (Fed.
Cir. 1991) (table), cert. denied, 502 U.S. 1075 (1992).

Ray, 55 F.3d at 609, 34 USPQ2d at 1788.

1 4,
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petitioner has failed to carry his or her burden to establish
that the delay was unavoidable.® Petitioner is reminded that it
is the patentee's burden under the statutes and regulations to
make a showing ‘to the satisfaction of the Dlrector that the delay
in payment of a maintenance fee is unavoidable.

In In Re Lonardo,'® the Commissioner found that the delay in
prosecution of an application was unavoidable when the
applicant’s counsel had assured applicant’s wife, on multiple
occasions, that counsel was prosecuting the application, when in
fact counsel had failed to diligently prosecute the application,
and had concealed from applicant counsel’s failure to diligently
prosecute the application.

The situation at hand is not analogous to that which occurred in
Lonardo. In this regard, petitioner concedes that he did not
appoint new patent counsel to track and pay the maintenance fee
after the death of attorney McNulty. In pertinent part,
petitioner states “I did not see any need for further legal
advice nor to incur any additional expenses for the above-
identified patent, as Mr. McNulty’s advice seemed to remain
applicable to the above-identified patent following his death.”
As such, petitioner had no reasonable basis to believe that the
maintenance fee for the subject patent was being tracked or would
be paid by counsel.

Rather, in this case, petitioner asserts that he believed that
the letter from USPRS constituted a letter from the USPTO, or
another Government agency, and that response to that letter
constituted payment of the maintenance fee.

In this regard, while it is unfortunate that petitioner believed
that response to the USPRS letter constituted payment of the
maintenance fee, petitioner’s mistaken belief does not rise to
the level of unavoidable delay. At the outset, unlike the
situation in Lonardo,15 petitioner has not demonstrated that
USPRS, or any persons associated with USPRS, were appointed as
petitioner’s patent counsel. Further, the lower portion of the
USPRS letter states, in pertinent part: “THIS SERVICE HAS NOT

12 Cf. Commissariat A. L'Energie Atomique v. Watson, 274 F.2d 594, 597, 124 USPQ 126,

128 (D.C. Cir. 1960) (35 U.S.C. § 133 does not require the Commissioner to
affirmatively find that the delay was avoidable, but only to explain why the
applicant's petition was unavailing).
See Rydeen v. Quigg, 748 F. Supp. 900, 16 USPQ2d 1876 (D.D.C. 1990), aff'd 937 F.2d
623 (Fed. Cir. 1991) (table), cert. denied, 502 U.S. 1075 (1992); Ray v. Lehman, supra.
17 USPQ2d 1455 (Comm’r Pat. 1990). '

See Note 14 supra.

15
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BEEN APPROVED OR ENDORSED BY THE FEDERAL GOVERNMENT AND THIS
OFFER IS NOT BEING MADE BY AN AGENCY OF THE FEDERAL GOVERNMENT.
THE FEE FOR THIS SERVICE IS NOT REQUIRED TO BE PAID BY OR TO ANY
GOVERNMENTAL AGENCY. THIS IS NOT A BILL.” As such, while the
USPRS letter has been formatted to appear similar to Office
letters, a quick reading of the USPRS letter reveals that it is
not a letter from the USPTO, and was not sent on behalf of the
USPTO.

Further in this regard, assuming, arguendo, that the letter from
USPRS was, in fact, deceptive in implying that the maintenance
fee would be paid by USPRS, the rule in Lonardo'® would not apply
because the deception or concealment was not practiced by
petitioner’s attorney, but by a third party. Reliance upon third
party prosecution of a patented file without an express
contractual obligation does not constitute unavoidable delay
within the meaning of 35 U.S.C. § 133.'" Assuming, arguendo,

such a contract existed, petitioner would have had to show what
steps were taken by petitioner to inquire as to the third party’s-
reasonably diligent efforts to timely pay the maintenance fees.?®
Petitioner has neither provided evidence that a third party was
contractually obligated to pay the maintenance fees. for the
present patent nor shown petitioner had maintained inquiry with
that third party as to the steps taken to timely pay the
maintenance fee. Petitioner has not shown what steps were taken
by petitioner to ensure timely payment of the maintenance fee.

Petitioner has provided no evidence that USPRS was contractually
obligated to pay the maintenance fee in the present patent. 1In
this regard, the USPRS letter states simply that USPRS would send
“the necessary documents for you to renew your Patent” to
petitioner. While, again, it is unfortunate that petitioner did
not receive any such documentation from USPRS, petitioner, by his
own admission, did not maintain inquiry with USPRS to ensure that
steps were taken to timely pay the maintenance fee. In fact, at
the time the maintenance fee fell due, the showing of record is
that neither USPRS nor petitioner had any steps in place to
ensure payment of the maintenance fee. Delay resulting from the
failure of the patent holder to have any steps in place to pay
the fee by either obligating a third party to track and pay the

16
17
18

See Note 14, supra.
See Futures Tech. Ltd. v. Quigg, 7 USPQ2d 1588 (E.D. Va. 1988).
See Winkler v. Ladd, 138 USPQ 666 (Comm’r Pat. 1963).
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fee, or by itself assuming the obligation to track and pay the
fee, is not unavoidable delay. *°

In summary, the showing of record is inadequate to establish
unavoidable delay. Petitioner has not shown that it had docketed
the patent for payment of the first maintenance fee in a reliable
tracking system. Rather, than unavoidable delay, the showing of
record is that petitioner failed to take adequate precautions to
ensure that maintenance fees were timely paid. As petitioner has
not shown that he exercised the standard of care observed by a
reasonable person in the conduct of his or her most important
business, the petition will be denied.?°

CONCLUSION

The prior decision which refused to accept under § 1.378(b) the
delayed payment of a maintenance fee for the above-identified
patent has been reconsidered. For the above stated reasons, the
delay in this case cannot be regarded as unavoidable, or
unintentional, within the meaning of 35 U.S.C. § 41(c) (1) and 37
CFR 1.378(b).

Since this patent will not be reinstated, the maintenance fee(s)
and surcharge fee(s) submitted by petitioner will be refunded to
counsel’s deposit account. The $400.00 fee for reconsideration
will not be refunded, and will be deducted from the amount
refunded. ’

As stated in 37 CFR 1.378(e), no further reconsideration or
review of this matter will be undertaken.

Telephone inquiries should be directed to Senior Petitions
Attorney Douglas I. Wood at 571-272-3231.

Anthény Knight
Director, Office of Petitions

° See R.R. Donnelley & Sons Co. v. Dickinson, 123 F.Supp.2d 456, 460, 57 USPQ2d 1244, 1247 (N.D.

I1l. 2000); Ray, supra; California, supra; Femspec v. Dudas, 2007 U.S. Dist. LEXIS 8482 (N.D.Ca
2007) .

20 See note 7, supra.
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In re Patent No. 6,073,409

Issue Date: June 13, 2000 :

Application No. 09/182,793 : DECISION ON REQUEST FOR REFUND
Filed: October 30, 1998 : '

Attorney Docket No. CHA1.001

This is a decision on the Request For Refund filed August 4, 2011.
The request is GRANTED.

Applicant files the above request for refund and states that “On August 17, 2010, we filed a
Petition to Accept Unavoidably Delayed Payment of Maintenance Fee in an Expired Patent
under 37 CFR 1.378(b) along with the required second Maintenance Fee with surcharge, in U.S.
Patent Application No. 09/182,793 issued as U.S. Patent 6,073,409. The petition was dismissed
on January 31, 2011. On March 29, 2011, we filed a Petition for Reconsideration under 37 CFR
1.378(e), which was denied on July 5, 2011.”

Applicant further states that “The Decision on Petition, denying the Petition for Reconsideration
under 37 CFR 1.378(e), clearly concludes that since this patent will not be reinstated, the
Maintenance Fee and surcharge fee submitted by the petitioner should be refunded to the
counsel’s deposit account.”

In view of the above, the request for refund is granted. A total of $1,940.00 is being credited to
deposit account no. 05-0845 as authorized.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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In re Patent No. 6980641
Issue Date: December 27,2005
Application No. 09182833 :DECISION GRANTING PETITION

:UNDER 37 CFR 1.378(c)
Filed: October 29,1998

Attorney Docket No. P9091

This is a decision on the electronic petition, filed September 7,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 3.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of September 7,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6980641 2005-12-27 09182833 1898-10-28

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
® 3%year (1551) O 3%year (2551)
O 7Veyear (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-09-07

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6176506
Issue Date: January 23,2001
icati :DECISION GRANTING PETITION
Application No. 09183104 "UNDER 37 CFR 1.378(0)
Filed: October 30,1998

Attorney Docket No. 0290.00002

This is a decision on the electronic petition, filed January 17,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 17,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,176,506 2001-01-23 09/183,104 1898-10-30 142025

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
O 7Veyear (1552) (& 7 %year (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IDAVID J. MARR/

Date (YYYY-MM-DD)

2011-01-17

Name

DAVID J. MARR

Registration Number

32915

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BAKER BOTTS L.L.P. L :
30 ROCKEFELLER PLAZA MA'LED )
44TH FLOOR SEp 27201

NEW YORK NY 10112-4498

OFFCE OF PETITIONS

In re Patent No. 6,630,310

Issued: October 7, 2003 H
Application No.: 09/183,676 : NOTICE
Filed: October 30, 1998 :

Attorney Docket No. ABY95-06A3

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(¢) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

MCCARTER & ENGLISH, LLP STAMFORD | JUN 10 2011
CANTERBURY GREEN

201 BROAD STREET, 9TH FLOOR QFFICE OF PETITIONS
STAMFORD CT 06901

In re Patent No. 6,053,207

Issue Date: April 25, 2000 Do

Application No. 09/184,258 : ON PETITION
Filed: November 2, 1998 :

For: Valve Cover and Its Related System

This is a decision on the petition under 37 CFR 1.378(b), filed April 29, 2011, to accept the
unavoidably delayed payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR
1.378(¢e) must be filed within TWO (2) MONTHS from the mail date of this decision. No
extension of this 2-month time limit can be granted under 37 CFR 1.136(a) or (b). Any such
petition for reconsideration must be accompanied by the petition fee of $400 as set forth in 37
CFR 1.17(f). The petition for reconsideration should include an exhaustive attempt to provide
the lacking item(s) noted below, since, after a decision on the petition for reconsideration, the
Director will undertake no further reconsideration or review of the matter. This includes
statements by all persons with direct knowledge of the cause of the delay, setting forth the facts,
as they know them. If a request for reconsideration is filed, it must establish that the entire delay
in the submission of the maintenance fee was unavoidable.

"The patent issued April 25, 2000. The 7.5 year (second) maintenance fee could have been paid
from April 25, 2007 through October 24, 2007 or with a surcharge during the period from
October 25, 2007 through April 25, 2008. Accordingly, the patent expired on April 26, 2008, for
failure to timely submit the 7.5 year maintenance fee.

A petition to accept the delayed payment of a maintenance fee under 35 USC 41(c) and 37 CFR
1.378(b) must be accompanied by (1) an adequate showing that the delay was unavoidable, since
reasonable care was taken to insure that the maintenance fee would be paid timely, (2) payment
of the appropriate maintenance fee, uniess previously submitted, and (3) payment of the
surcharge set forth in 37 CFR 1.20(i)(1). This petition lacks item (1) above.



Patent 6,053,207 . Page 2

 Pursuant to petitioner’s request, deposit account no 50-3570 will be charged the $700.00
surcharge and the $1240.00 maintenance fee.

A petition under 37 CFR 1.378(b) for the acceptance of an unavoidably delayed payment of
maintenance fee is considered under the same standard as that for reviving an application
unavoidably abandoned under 37 CFR 1.137(a) because 35 U.S.C. § 41(c)(1) uses the identical
language, i.e., "unavoidable" delay.> Decisions reviving abandoned applications have adopted
the reasonably prudent person standard in determining if the delay was unavoidable.’ In
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and

_ circumstances into account." Finally, a petition to revive an application as unavoidably
abandoned cannot be granted where a petitioner has failed to meet his or her burden of
establishing the cause of the unavoidable delay.’

The general standard applied by the Office requires petitioner to establish that petitioner treated
the patent the same as a reasonable and prudent person would treat his or her most important
business.® However, “the question of whether an applicant’s delay in prosecuting an application
was unavoidable [will] be decided on a case by case basis, taking all of the facts and
circumstances into account”.” Nonawareness of the content of, or misunderstanding of PTO
statutes, PTO rules, the MPEP or Official Gazette notices, do not constitute unavoidable delay.
The statue requires a “showing” by petitioner. Therefore, petitioner has the burden of proof.

8

‘The word ‘unavoidable’ ... is applic,éible‘to ordinary human affairs, and requires no more or
greater care or diligence than is generally used and observed by prudent and careful men in
relation to their most important business. °

2 Ray v. Lehman, 55 F.3d 606, 608 09, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995)(quoting In re Patent No.
4,409,763, 7 USPQZd 1798, 1800 (Comm'r Pat. 1988)).

* Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term "unavoidable" "is applicable to
- ordinary human affairs, and requires no more or greater care or diligence than is generally used and observed by
prudent and careful man in relation to their most important business"); In re Mattullath, 38 App. D.C. 497, 514-15
(D.C. Cir. 1912); Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141 (Comm'r Pat. 1913).

* Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). (citing Potter v. Dann, 201 U.S.P.Q.
(BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawareness of PTO rules does not constitute
unavoidable delay)); Vincent v. Mossinghoff, 1985 U.S. Dist. Lexis 23119, 13 230 U.S.P.Q. (BNA) 621 (D.D.C. 1985)
(Plaintiffs through their counsel’s actions or their own must be held responsible for having noted the MPEP section
and Official Gazette notices expressly stating that the certified malllng procedures outlined in 37 CFR 1.8(a) do not
apply to contlnuat|on apphcatlons)

Haines v. Quigg, 673 F. Supp. 314, 5 USPQ2d 1130 (N.D. Ind. 1987).

® The Commissioner is responsible for determining the standard for unavoidable delay and for applyihg that
standard 35 U.S.C. 41(c)(1) states, “The Commissioner may accept the payment of any maintenance fee...at any

time...if the delay is shown to the satisfaction of the Commissioner to have been unavoidable (emphasis added).

7 Smith v. Mossmghoff 671 F.2d at 533.

8 1d. at 538.

° Inre Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r Pat. 31,
32-33 (1887)); se€ also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C.
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PETITIONER’S ARGUMENT

* Petitioner states that the instant patent was donated and assigned to University of
“Connecticut (“UConn”) on August 15, 2007. The assignment was recorded with the
Office on September 23, 2008.

e Traditionally, UConn manages its patent portfolio through a small number of outside law
- firms. The outside law firms are responsible for monitoring deadlines and soliciting
instructions from UConn as to steps to be taken with respect to deadlines. The deadlines
_are monitored in computerized docket system of the outside law firms.

e The correspondence address of record for the patent was identified as attorney David
. Fink. UConn did not take steps to transfer responsibility for the patent to one of its
existing outside law firm, nor did UConn update the correspondence address. Further
‘UConn did not 1ndependently docket information regarding the patent.

. Petitioner states that the failure to transfer responsibility for the patent to one of the
‘outside firms was due to the unusual nature of the donation of the patent to UConn.

e Dr. Charles D. Goodwin, Director of Technology Licensing at UConn, states that there is
no record of any communication from Attorney Fink to UConn regarding maintenance
fees due.

e Onor abeut April 18, 201A1, Dr. Goodwin was contacted by UConn employees and
discovered, the status of the patent based upon the failure to pay the second maintenance
fee.

. Dr Goodwin contacted Attorney Nabulsi of McCarter & English LLP who filed the
1nstant petition.

e Petitioner maintains reasonable care was taken to ensure that the maintenance fees would
" be paid timely and the failure to pay the maintenance fee was in part due to the unusual
nature of the donation of the patent and in part due to a failure of communication between
Attomey ka and Uconn.

APPLICATION OF THE UNAVOIDABLE STANDARD

Petitioner’s arguments have been considered but are not persuasive. In general a grantable
petition under 37 CFR-1.378 (b) must show 1) petitioner knew of the need to make the

1963), aff’d, 143 U.S.P.Q. 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141
(1913).
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maintenance fee payment, 2) implemented a reliable docketing system to track the relevant dates
3) treated the payment of the maintenance fee (and later the filing of a petition to reinstate) as his
most important business 4) was prevented from making the payment and 5) must show the entire
delay in making the payment and submitting a grantable petition was unavoidable.

In essence, petitioner must show that he was aware of the need to pay the maintenance fee, and to
that end was tracking it, or had engaged someone to track it before the expiration, but when the
fee came due, was "unavoidably" prevented from making the maintenance fee payment due.

In determining whether a delay in paying a maintenance fee was unavoidable, one looks to
whether the party responsible for payment of the maintenance fee exercised the due care of a
reasonably prudent person. Ray, 55 F3d at 608-609, 34 USPQ2D at 1787. It is incumbent upon
the patent owner to implement steps to schedule and pay the fee, or obligate another to do so.
See California Medical Products v. Technol. Med. Prod., 921 F.Supp 1219, 1259 (D. Del. 1995).
That is, 37 CFR 1.378(b)(3) requires a showing of the steps in place to pay the maintenance fee,
and the record currently lacks a showing that any steps were emplaced by petitioner or anyone
else. In the absence of a showing that petitioner or anyone else was engaged in tracking the
maintenance fee due dates, and that party had in fact been tracking the due dates with a reliable
tracking system, such'as would be used by prudent and careful men in relation to their most
important business, petitioner cannot reasonably show that the delay was unavoidable delay. In re
Katragat 6 USPQ2d 1863, 1867-1868 (Comm’r Pat. 1988); California, supra.

The petition does not demonstrate that petitioner UConn maintained a tracking system. To the:
extent petitioner contends he relied upon a system maintained by Attorney Fink no information
has been provided to establish what if any system utilized by Attorny Fink Gibson.

It is solely the responsibility of the patentee to ensure that the maintenance fee is paid timely to
prevent expiration of the patent. Petitioner was under a duty to promptly notify the Office of any
change of correspondence address or revocation of power of attorney. See MPEP 711.03
(c)(I)(c)(2). The Office looks to the actions or inactions of duly authorized and voluntarily
chosen representatives of the applicant/patentee and their successors, and the applicant/patentee
and their successors are bound by the consequences of those actions or inactions. Link v.
Wabash,370 U.S. 626, 633-34 1962). Failure to monitor the status of a patent does not reflect the
due care and diligence employed by a prudent and careful person with respect to their most
important business and as such cannot demonstrate that the delay was unavoidable delay. A
petitioner who is treating his patent as his most important business would have attempted to
contact Attorney Fink to ensure that appropriate action had been taken on petitioner’s behalf. If it
was determined Attorney Fink had not handled the application as petitioner desired, it is then
petitioner’s responsibility to either timely seek other counsel or submit the maintenance fee on
petitioner’s own behalf. Petitioner has failed to provide any evidence that it was Attorney Fink’s
duty to inform petitioner of the due date of the maintenance fee. The record lacks arly showing
that the attorney or any firm which was associated with this patent ever represented to petitioner
that the maintenance fee had been paid, ‘much less that petitioner ever paid the attorney for
services rendered with respect to the maintenance fee payment.
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In the absence of a showing that any steps had been taken, then 37 CFR 1.378(b) precludes
acceptance of the payment. In other words, if no steps were taken by either petitioner or Attorney
Fink there after to track the fee payment, then the concurrent and subsequent actions or inactions
of petitioner would be 1mmater1al to the delay The showing must be that when the system
indicated the fee fell due, petitioner. was “unavoidably” prevented from taking any earlier action
with respect.to this patent

The issue is solely whether the maintenance, or reinstatement, of the patent at issue was actually
conducted with the care or diligence that is generally used and observed by prudent and careful
persons in relation to their most important business.

Ultimately, petitioner argues that the failure to submit the maintenance fee was due to the failure
to communicate with Attorney Fink. It is well established that a failure to communicate between
a client and an. attorney is not unavoidable delay In re Kim, 12 USPQ2d 1595 (Comm’r Pat.
1988) A delay resulting from an attorney’s preoccupation with other legal matters or with the
attorney’s inadvertence or mistake is not sufficient to establish to the satisfaction of the Director
that the delay was unavoidable within the meaning of 35 USC 151 and 37 CFR 1.378
Mossinghoff, 671 F.2d at 536. Specifically, petitioner's delay caused by the mistakes or
negligence of his voluntarily chosen representative does not constitute unavoidable delay w1thm
the meaning of 35 U.S.C. 133 or37 CFR 1. 137(a)

Accordingly, the facts presented do not allow for a finding of unavoidable delay.

When filing documentation in support of applications or petitions, please take steps to protect all
personal 1nformat10n “Personal information” includes social security, credit card and banking
account numbers. This type of personal data is never required by the USPTO to support a petition
or application. To protect your privacy, we suggest that you delete such information from any
documentation you send the office.

Petitioner’s current options

I Petitioner may file a request for reconsideration.

Any request for reconsideration of this decision must be filed within TWO MONTHS of the
mailing date of this decision. Any such petition for reconsideration must be accompanied by the
$400 petition fee set forth in §1.17(h). After decision on the petition for reconsideration, no
further reconsideration or review of the matter will be undertaken by the Director. Accordingly,
on request for reconsideration, it is extremely important the petitioner supply any and all relevant
information and documentation in order to meet his burden of showing unavoidable delay. This
includes statements by all persons with direct knowledge of the cause of the delay, setting forth
the facts as they know them.. If a request for reconsideration is filed, it must establish that the
entire delay in.the submission of the maintenance fee was unavoidable.
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II. Petitioner may reguest a refund of the maintenance fee and surcharge which accomgamed the
petition. - -

Petitioner may a request a refund of the maintenance fee and surcharge by writing to the Office
of Finance, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313. A copy of this
decision should accompany petltloner S request

Further correspondence wrth respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
_ Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Hand: U. S. Patent and Trademark Office
' Customer Service Window, Mail Stop Petitions
- Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.
A submission my also be provided via electronic filing system (EFS).

Telephone rnquiries should be directed to the undersigned at (571) 272-3215.

Charlema Grant
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MCCARTER & ENGLISH, LLP STAMFORD MAILED
CANTERBURY GREEN AUG 15-2011
201 BROAD STREET, 9™ FLOOR

STAMFORD CT 06901 OFFICE OF PETITIONS

In re Application of

George W. Benedetti :

Application No. 09/184,258 : DECISION ON REQUEST FOR REFUND
Filed: November 2, 1998 :

Attorney Docket No. 98121.00194

This is a decision on the Request For Refund filed August 10, 2011.

The request is GRANTED.

In the decision mailed June 10, 2011, it stated that “Petitioner may request a refund of the
maintenance fee and surcharge ... .”

In view of the above, a total of $1,940.00 (maintenance fee $1,240.00 and $700.00 surcharge
fee), is being credited to deposit account no. 50-3570.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
© Alexandria, Virginia 22313-1450
WWW.MSPIO,gOV

L APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. I
09/185,878 11/03/1998 JEREMY R. LENT 132538-1001 1164
32914 7590 08/09/2010 '
GARDERE WYNNE SEWELL LLP ‘ L EXAMINER |
INTELLECTUAL PROPERTY SECTION FISCHER, ANDREW J
3000 THANKSGIVING TOWER
1601 ELM ST : L ART UNIT | ~ PAPER NUMBER I
DALLAS, TX 75201-4761 : 3621 :
L MAIL DATE | DELIVERY MODE |
08/09/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

GARDERE WYNNE SEWELL LLP
INTELLECTUAL PROPERTY SECTION
3000 THANKSGIVING TOWER

1601 ELM ST

DALLAS, TX 75201 4761

In re Application of: Jeremy R. Lent et. al. : DECISION ON PETITION

Appl. No. 09/185,878 | _:FOR CORRECTION OF
Patent No. 6,667,791 - ) : OF PATENT UNDER
Filed: November 3, 1998 : 37 C.F.R. § 1.324

For: METHOD AND APPARATUS FORA
VERIFIABLE ON LINE REJECTION
OF AN APPLICATION FOR CREDIT

This is a decision on a petition under 37 C.F.R. § 1.324 filed 02 June 2009 (“June
2009 Petition”) to correct the inventorship of a patent under 37 C.F.R. § 1.324.

The petition is dismissed.

A petition to correct inventorship as provided by 37 C.F.R. § 1.324 requires (1) a
statement from each person who is being added as an inventor that the inventorship
error occurred without any deceptive intention on their part, (2) a statement from the
current named inventors (including any “inventor” being deleted) who have not .
submitted a statement as per “(1)” either agreeing to the change of inventorship or
stating that they have no disagreement in regard to the requested change, (3)a -
statement from all assignees of the parties submitting a statement under “(1)" and “(2)”
agreeing to the change of inventorship in the patent; such statement must comply with
the requirements of 37 CFR 3.73(b); and (4) the fee set forth in 37 CFR 1.20(b). This
petition lacks a statement from all currently named inventors as per “(1)” either agreeing
to the change of |nventorsh|p or statlng that.they have no disagreement in regard to the

requested change.

Suspension of the rules under 37 C.F.R. § 1.183 may be granted for any .
requirement of the regulations which is not a fequirement of a statute. In this instance, .
~ the June 2009 Petition is requesting waiver of a statute (i.e. 35 U.S.C. § 256). Because -
- 35 U.S.C. 256 requires all currently named inventors to supply a statement-as noted-
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above and because the USPTO can not waive statutory requirements’, the waiver can
not be granted.

Accordingly, the petition under 37 C.F.R. § 1.1.324 is dismissed as moot.

ay ﬂ@/@,}
Andretv J. Fischer
Supervisory Patent Examiner, Art Unit 3621
Technology Center 3600 '

(671) 272-6779

7/26/2010

U See In re Mother Tucker's Food Experience, Inc., 925 F.2d 1402, 1404-05, 17 USPQ2d 1795, 1797-98 (Fed. Cir.
'1991) (noting that PTO cannot waive statutory requirements). )



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 2231341450

www.uspto.gov

Sheridon K. Snedden

Pillsbury Winthrop Shaw Pittman, LLP (NV) MAILED
~ PO Box 10500 JAN 18 2012
McLean VA 22102

OFFICE OF PETITIONS
In re Patent No. 6,224,635 .
Issued: May 1, 2001 :
Application No. 09/187,584 : NOTICE
Filed: November 6, 1998 :
For: IMPLANTATION OF SURGICAL
IMPLANTS WITH CALCIUM SULFATE

This is a notice regarding your request for acceptance of a fee deficiency submission'under 37 CFR
1.28.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

There is no indication that the petition is signed by a registered patent attorney or patent agent of
record. However, in accordance with 37 CFR 1.34, practitioner’s signature appearing on the
correspondence shall constitute a representation to the United States Patent and Trademark
Office that he is authorized to represent the particular party in whose behalf he acts. If
practitioner desires to receive correspondence regatding this file, the appropriate power of
attorney documents must be submitted. A courtesy copy of this decision is being mailed to
practitioner, the petitioner herein. However, until otherwise instructed, all future correspondence
regarding this application file will be directed solely to the correspondence address of record.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3205.
IALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions
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Commissioner for Patents
United ‘States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

AVAYA INC. |

MARGARET CARMICHAEL, DOCKETING SPECIALIST

1300 W. 120TH AVENUE ne
ROOM B1-F53 | MAILED
WESTMINSTER CO 80234 © MAR 242011

OFFICE OF PETITIONS

In re Application of

Andrew T. Busey :

Application No. 09/187,895 : NOTICE
Filed: November 6, 1998 :

Attorney Docket No. 004068.P004X2

This is a notice regarding your request filed February 1, 2011, for acceptance of a fee
deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in
this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

There is no indication that the petition is signed by a registered patent attorney or
patent agent of record. However, in accordance with 37 CFR 1.34, the signature of
Douglas M. Grover appearing on the correspondence shall constitute a representation
to the United States Patent and Trademark Office that he is authorized to represent
the particular party in whose behalf he acts. If, Douglas M. Grover desires to be
acknowledged as the attorney or record in this file, the appropriate power of attorney
documents must be submitted.

This patent is no longer entitled to small entity status. Accordingly, all future fees
paid in this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at

Petitions Examiner
Office of Petitions
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,319,813 2001-11-20 09/189,090 1898-11-08 010692-004210US

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

JFrank J. Mycroft/

Date (YYYY-MM-DD)

2010-11-30

Name

Frank J. Mycroft

Registration Number

46946

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6319913
Issue Date: November 20,2001
icati :DECISION GRANTING PETITION
Application No. 09189090 "UNDER 37 CFR 1.378(0)
Filed: November 9,1998

Attorney Docket No. 10692-004210

This is a decision on the electronic petition, filed November 30,2010  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of November 30,2010 .
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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6304913

In re Patent No.
Issue Date: October 16,2001

09189100 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: November 9,1998
Attorney Docket No. 34645-00427USPT

This is a decision on the electronic petition, filed October 6,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 6,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6304913 2001-10-16 09189100 1898-11-08 36465-00427USPT

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
™ 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

fJohn Han, Reg No 41403/

Date (YYYY-MM-DD)

2011-10-06

Name

John C. Han

Registration Number

41403

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STAT&ATENT AND TRADEMARK OFFICE II

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MARY ELLEN COLQUHOUN
2600 NORTH FLAGLER DR 710
WEST PALM BEACH FL 33407 Paper No. 11

MAILED

0CT 20 2010

OFFICE OF PETITIONS

In re Patent No: 6,089,424

Issue Date: July 18, 2000 :

Application No. 09/190,584 : DECISION ON PETITION
Filed: November 12, 1998 :

Attorney Docket No.

This is a decision on the petition under 37 CFR 1.378(c), filed July 22, 2010, to accept the delayed
payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1.378(e) must
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this two-month
time limit can be granted under 37 CFR 1.136(a) or (b). This is not a final agency action within the
meaning of 5 U.S.C. § 704.

Any petition for reconsideration of this decision must be accompanied by the petition fee of $400 as set
forth in 37 CFR 1.17(f). The petition for reconsideration must include the lacking item(s) noted below,
since, after a decision on the petition for reconsideration, no further reconsideration or review of the
matter will be undertaken by the Director.

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 41(c) and
37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay was unintentional; (2) payment
of the appropriate maintenance fee, unless previously submitted; (3) payment of the surcharge set forth in -
37 CFR 1.20(i)(2). This petition lacks item (1) above.

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent
registered to practice before the Patent and Trademark Office, or by the patentee the assignee, or other
party in interest.”



Application No. 09/190,584 Page 2

The statement of delay is not acceptable. In this regard, petitioner’s attention is directed to 37 CFR
1.33(b), which states.

(b) Amendments and other papers. Amendments and other papers, except for
written assertions pursuant to § 1.27(c)(2)(ii) of this part, filed in the application
must be signed by:

(1) A registered patent attorney or patent agent of record appointed in
compliance with § 1.32(b);

(2) A registered patent attorney or patent agent not of record who acts in a
representative capacity under the provisions of § 1.34;

(3) An assignee as provided for under §3.71(b) of this chapter; or

(4) All of the applicants (§ 1.41(b)) for patent, unless there is an assignee of
the entire interest and such assignee has taken action in the application in
accordance with § 3.71 of this chapter.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries should be directed to the undersigned at (703) 571- 4231,

W%(Z Yo
ichelle R. Eason

Paralegal Specialist
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Patent Prosecution Dept.
MURABITO, HAO & BARNES LLP
TWO NORTH MARKET STREET
THIRD FLOOR

-SAN JOSE CA 95113

In re Patent No. 6,292,164

Issue Date: September 18, 2001

Application No. 09/191,774

Filed: November 13, 1998

For: System and Method for Character Display and
Entry in Character Processing System

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
MAY 02:2011
QFFICE OF PETITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

CFR 1.28 filed March 10, 2011.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended

to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this

patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3215.

CPups o Pt
\
Charlema Grant

Petitions Attorney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

" Alexandria, VA 22313-1450

www.uspto.gov

SALIWANCHIK LLOYD & SALIWANCHIK s
A PROFESSIONAL ASSOCIATION
PO BOX 142950

GAINESVILLE, FL 32614 MAILED
| SEP 092010
OFFICE QF PETITIONS

Inre Application of
Jack L. ARONOWITZ :

Application No. 09/193,062 Do DECISION ON PETITION
Filed: November 16, 1998 : UNDER 37 CFR 1.137(b)
Attorney Docket No. ARO-105 D

This is a decision on the petition under 37 CFR 1.137(b), filed Sepfember 17, 2008, to
revive the above-identified application. -

The/peﬁﬁon is GRANTED.

The application became abandoned for failure to reply in a timely manner to the final
Office action mailed, March 13, 2001, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on June 14, 2001,

The petition is not accompanied by a statement of express abandonment in favor of
the filing of a continuing application.” In order to facilitate action, the petition to revive
should include reference to the filing of a continuing application and a letter of express
abandonment, conditional upon the granting of the petition and of a filing date to the
com‘lnumg application. Nevertheless, in view of the statement that the reply is the filing
of a continuing application, the statement will be construed as a request to expressly
abandon this application in favor of the continuing application. If this was not the
intent of applicant, the Office should be promptly notified.

Also, it is not apparent whether the person signing the statement of unintentional delay
was in a position to have firsthand or direct knowledge of the fa¢ts and circumstances
“of the delay at issue. Nevertheless, such statement is being treated as having been
made as the result of a reasonable inquiry into the facts and circumstances of such
delay. See 37 CFR 10.18(b) and Changes to Patent Practice and Procedure: Final Rule
Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an induiry has not been made, petitioner
must make such an inquiry. If such inquiry results in the discovery that it is not correct
that the entire delay in filing the required reply from the due date for the reply until the




Application No. 09/193,042 , _ Page 2

filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner
must notify the Office. :

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has subplied
(1) the reply in the form of a continuing application under 37 CFR 1.53(b); (2) the
petition fee of $1540; and (3) an adequate statement of unintentional delay.

This application is being revived solely for purposes of conﬁnui’ry. As continuity has
been established by this decision, the application is again abandoned in favor of
continuing application 12/212,420 filed September 17, 2008.

Telephone inquiriés concerning this decision should be directed to Monica A. GrdVes at
(571) 272-7253.

%Mx% |

5

Thurman K. Pa
Petitions Examiner
~ Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

P.

Commissioner for Patents
United States Patent and Trademark Office

O. Box 1450

Alexandria, VA 22313-1450

SALIWANCHIK LLOYD & SALIWANCHIK
A PROFESSIONAL ASSOCIATION

PO BOX 142950 MAILED
GAINESVILLE FL 32614
OCT 27 2010
In re Application of OFFICE OF PETITIONS
Jack L. Aronowitz :
Application No. 09/193,062 : DECISION ON REQUEST FOR REFUND

Filed: November 16, 1998

Attorney Docket No. ARO-105

This is a decision on the Request For Refund filed October 6, 2010.
The request is GRANTED.

Applicant states that a petition under 37 CFR 1.137(b) was submitted on September 17, 2008,
accompanied by authorization to charge the petition fee of $770.00.

Office finance records show that $1,540.00 was charged to applicant’s account number on
August 30, 2010.

In view of the above, a total of $770.00 is being refunded to applicant’s deposit account no. 19-
0065 as requested.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions

www.uspto.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 6314416
Issue Date: November 6,2001
ieati :DECISION GRANTING PETITION
Application No. 09193233 "UNDER 37 CFR 1.378(c)
Filed: November 17,1998

Attorney Docket No. MR1543-11

This is a decision on the electronic petition, filed January 11,2011 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 11,2011
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,314,416 2001-11-06 09/193,233 1898-11-17

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IJohn P. Moran/

Date (YYYY-MM-DD)

2011-01-11

Name

John P. Moran

Registration Number

30906

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6356759 2002-03-12 09194576 1898-11-27 27592-00560-US

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest
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PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Heffrey W. Gluck/

Date (YYYY-MM-DD)

2010-08-11

Name

Jeffrey W. Gluck

Registration Number

44457

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

6356759

In re Patent No.
Issue Date: March 12,2002

09194576 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: November 27,1998
Attorney Docket No. 27592-00560-US

This is a decision on the electronic petition, filed August 11,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of August 11,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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In re Application of
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Application No. 09/195,791

Filed: November 17, 1998 :

US Patent No. 7,328,053 Bl : DECISION
Issued: May 20, 2008 ' :

Attorney Docket No. MASIMO.7CP1C5

For: Signal Processing Apparatus

The above-identified application has been forwarded to the undersigned for consideration of two
petitions for patent term extension received on July 2, 2009, which are entitled “Request for
Reconsideration for Decision on Petition for Patent Term Extension — Suspension Delay” and
“Request for Reconsideration for Decision on Petition for Patent Term Extension — Termination
Delay.”

The petition for Patent Term Extension for “Suspension Delay” is Denied.

The petition of Patent Term Extension for “Termination Delay” is Denied.

Background'

On November 17, 1998, the above identified application was received by the Office.

On October 3, 2003, a first letter of suspension of action due to a potential interference was
mailed by the Office.

On May 16, 2006, a second letter of suspension of action due to a potential interference was
- mailed by the Office.

On July 18, 2006, a Declaration of Interference was mailed by the Office.
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On November 24, 2006, a judgment was made, by a decision mailed by the Board of Patent
Appeals and Interferences.

On March 13, 2007, a Notice. of Allowance and Fee Due notice was mailed by the Office.

Petitioner filed a petition as “Petition under 37 CFR 1.181 for Correction of Patent Term
Extension” received on April 4, 2008 and a "Supplemental Petition under 37 CFR 1.181 for
Correction of Patent Term Extension," received on June 30, 2008 for an extension of the patent
term. The first petition was treated as a petition under 37 CFR 1.181 and 37 CFR 1.701, and the
second petition was treated as a petition under 37 CFR 1.182, since 37 CFR 1.701 does not
provide for patent term extension for delays that occur due to a suspension for a potential
interference. On June 2, 2009, the first petition was granted-in-part and the second petition was
dismissed and the patent term extension was 191 days.

In the Petition for “Suspension Delay,” Petitioner asserts that the Office erred in not granting an
additional 246 days of patent term extension because the Examiner initiated two suspensions.
Petitioner asserts that it is improper for the Office to distinguish between the two types of
suspensions. Petitioner asserts that the Office should read 1.701 to include delays due to -
suspensions from actual and potential interference proceedings in view of the statute. Petitioner
asserts that 35 U.S.C. § 135(a) establishes the interference process whether it be an actual
declared interference or a suspension to await a declaration of interference. Petitioner asserts that
the statute forms the basis for the Examiner initiated suspensions due to a potential interference
and thus such a suspension should be deemed an “interference proceeding” under § 135(a) and
pursuant to 1.701. Petitioner asserts that the length or duration of delay due to suspension is
entirely within control of the Office and as such fairness dictates that such unilateral action by the
Office should provide additional term extension for applicant.

In the Petition for “Termination Delay,” Petitioner asserts that the Office erred in not granting an
additional 19 days of patent term extension for the time it took the Board of Patent Appeals and
Interferences (BPAI) to forward the case to the Examiner. Petitioner asserts the definition of the
term “termination” from 37 CFR 41.205(a), should not be read broadly to apply in the 1.701
regulation. Petitioner asserts that the regulation is a narrowly applicable subsection, as it is in a
subsection entitled “Settlement Agreements”, while the former regulation was entitled
“Termination of interference after judgment.” Petitioner asserts that 1.701 should be read to allow
for patent term extension if a patent is “delayed due to” interference proceedings and that the
length of the delay due to failure to promptly forward the application is within the control of the
Office and not the Petitioner. Petitioner argues that fairness dictates that such unilateral .action by
the Office should result in additional term of 19 days for Petitioner.

Petitioner asserts that the patent is entitled to an additional 246 days of patent term extension due
to the suspension delays and an additional 19 days of patent term extension due to delays in
returning the application to the Examiner for a total of 265 additional days of patent term
extension. '
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Applicable Statutes and Regulation

35U.8.C. 135 Interferences.

(a)Whenever an application is made for a patent which, in the opinion of the Director, would
interfere with any pending application, or with any unexpired patent, an interference may be
declared and the Director shall give notice of such declaration to the applicants, or applicant and
patentee, as the case may be. The Board of Patent Appeals and Interferences shall determine
questions of priority of the inventions and may determine questions of patentability. Any final
decision, if adverse to the claim of an applicant, shall constitute the final refusal by the Patent
and Trademark Office of the claims involved, and the Director may issue a patent to the applicant
who is adjudged the prior inventor. A final judgment adverse to a patentee from which no appeal
or other review has been or can be taken or had shall constitute cancellation of the claims
involved in the patent, and notice of such cancellation shall be endorsed on copies of the patent
distributed after such cancellation by the Patent and Trademark Office. . . .

35 U.S.C. 154. Contents and term of patent (in effect on June 8, 1995)

(b) TERM EXTENSION.-

(1) INTERFERENCE DELAY OR SECRECY ORDERS .-If the issue of an
original patent is delayed due to a proceeding under section 135(a) of this title, or because
the application for patent is placed under an order pursuant to section 181 of this title, the
term of the patent shall be extended for the period of delay, but in no case more than 5
years.

(2) EXTENSION FOR APPELLATE REVIEW .-If the issue of a patent is delayed due to
appellate review by the Board of Patent Appeals and Interferences or by a Federal court
and the patent is issued pursuant to a decision in the review reversing an adverse
determination of patentability, the term of the patent shall be extended for a period of
time but in no case more than 5 years. A patent shall not be eligible for extension under
this paragraph if it is subject to a terminal disclaimer due to the issue of another patent
claiming subject matter that is not patentably distinct from that under appellate review.

37 CFR 1.701 Extension of patent term due to examination delay under the Uruguay
Round Agreements Act (original applications, other than designs, filed on or after
June 8, 1995, and before May 29, 2000).
(a) A patent, other than for designs, issued on an application filed on or after June 8,
1995, is entitled to extension of the patent term if the issuance of the patent was delayed due to:
(1) Interference proceedings under 35 U.S.C. 135(a); and/or
(2) The application being placed under a secrecy order under 35 U.S.C. 181; and/or
(3) Appellate review by the Board of Patent Appeals and Interferences or by a Federal
court under 35 U.S.C. 141 or 145, if the patent was issued pursuant to a decision in the review
reversing an adverse determination of patentability and if the patent is not subject to a terminal
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disclaimer due to the issuance of another patent claiming subject matter that is not patentably
distinct from that under appellate review. If an application is remanded by a panel of the Board of
Patent Appeals and Interferences and the remand is the last action by a panel of the Board of
Patent Appeals and Interferences prior to the mailing of a notice of allowance under 35 U.S.C.
151 in the application, the remand shall be considered a decision in the review reversing an
adverse determination of patentability as that phrase is used in 35 U.S.C. 154(b)(2) as amended
by section 532(a) of the Uruguay Round Agreements Act, Public Law 103-465, 108 Stat. 4809,
4983-85 (1994), and a final decision in favor of the applicant under paragraph (c)(3) of this
section. A remand by a panel of the Board of Patent Appeals and Interferences shall not be
considered a decision in the review reversing an adverse determination of patentability as
provided in this paragraph if there is filed a request for continued examination under 35 U.S.C.
132(b) that was not first preceded by the mailing, after such remand, of at least one of an action
under 35 U.S.C. 132 or a notice of allowance under 35 U.S.C. 151.

(b) The term of a patent entitled to extension under paragraph (a) of this section shall be
extended for the sum of the periods of delay calculated under paragraphs (c)(1), (¢)(2), (c)(3) and
(d) of this section, to the extent that these periods are not overlapping, up to a maximum of five
years. The extension will run from the expiration date of the patent.

(c)(1) The period of delay under paragraph (a)(1) of this section for an application is the
sum of the following periods, to the extent that the periods are not overlapping:

(1) With respect to each interference in which the application was involved, the number of
days, if any, in the period beginning on the date the interference was declared or redeclared to
involve the application in the interference and ending on the date that the interference was
terminated with respect to the application; and

(i) The number of days, if any, in the period beginning on the date prosecution in the
application was suspended by the Patent and Trademark Office due to interference proceedings
under 35 U.S.C. 135(a) not involving the application and ending on the date of the termination of
the suspension.

(2) The period of delay under paragraph (a)(2) of this section for an application is the sum
of the following periods, to the extent that the periods are not overlapping:

(1) The number of days, if any, the application was maintained in a sealed condition under
35U.S.C. 181;

(i1) The number of days, if any, in the period beginning on the date of mailing of an
examiner’s answer under § 41.39 of this title in the application under secrecy order and ending
on the date the secrecy order and any renewal thereof was removed;

(111) The number of days, if any, in the period beginning on the date applicant was notified that an
interference would be declared but for the secrecy order and ending on the date the secrecy order
and any renewal thereof was removed; and

(iv) The number of days, if any, in the period beginning on the date of notification under
§ 5.3(c) and ending on the date of mailing of the notice of allowance under § 1.311.

(3) The period of delay under paragraph (a)(3) of this section is the sum of the number of
days, if any, in the period beginning on the date on which an appeal to the Board of Patent
Appeals and Interferences was filed under 35 U.S.C. 134 and ending on the date of a final
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decision in favor of the applicant by the Board of Patent Appeals and Interferences or by a
Federal court in an appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph (c)(3) shall be reduced by:

(1) Any time during the period of appellate review that occurred before three years from
the filing of the first national application for patent presented for examination; and

(2) Any time during the period of appellate review, as determined by the Director, during
which the applicant for patent did not act with due diligence. In determining the due diligence of
an applicant, the Director may examine the facts and circumstances of the applicant’s actions
during the period of appellate review to determine whether the applicant exhibited that degree of
timeliness as may.reasonably be expected from, and which is ordinarily exercised by, a person
during a period of appellate review.

(e) The provisions of this section apply only to original patents except for design patents,
issued on applications filed on or after June 8, 1995, and before May 29, 2000.

37 CFR 41.205 Settlement agreements.

(a) Constructive notice, time for filing. Pursuant to 35 U.S.C. 135(c), an agreement or
understanding, including collateral agreements referred to therein, made in connection with or in
contemplation of the termination of an interference must be filed prior to the termination of the
interference between the parties to the agreement. After a final decision is entered by the Board,
-an interference is considered terminated when no appeal (35 U.S.C. 141) or other review (35
U.S.C. 146) has been or can be taken or had. If an appeal to the U.S. Court of Appeals for the
Federal Circuit (under 35 U.S.C. 141) or a civil action (under 35 U.S.C. 146) has been filed the
interference is considered terminated when the appeal or civil action is terminated. A civil action
is terminated when the time to appeal the judgment expires. An appeal to the U.S. Court of
Appeals for the Federal Circuit, whether from a decision of the Board or a judgment in a civil
action, is terminated when the mandate is issued by the Court.

Opinion

The patent statute only permits extension of patent term based on very specific criteria. The
Office has no authority to grant any extension or adjustment of the term due to administrative
delays except as authorized by 35 U.S.C. § 154. 35 U.S.C. § 154 provides for patent term
extension for appellate review, interference and secrecy order delays in utility and plant
applications filed on or after June 8, 1995, and, as amended by the "American Inventors
Protection Act of 1999," enacted November 29, 1999, as part of Public Law 106-113, for other
specifically defined administrative delays in utility and plant applications filed on or after May
29, 2000.

The above-identified application was filed on November 17, 1998. Accordingly it is entitled to
patent term extension based upon the conditions in 35 U.S.C. § 154(b), in effect on June 8, 1995.
The provisions of 35 U.S.C. § 154(b) in effect on May 29, 2000 do not apply, because the
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amended version of 35 U.S.C. § 154(b) only applies to applications filed on or after May 29,
2000. Pursuant to 35 U.S.C. § 154(b), in effect on June 8, 1995, an applicant can receive patent
term extension only if there was an appellate review, interference or a secrecy order delays as set-
forth in the statute.

With respect to the suspension delay, according to 37 CFR 1.701(c)(1)(ii), the application is
entitled to patent term extension for the number of days, in the period beginning on the date
prosecution in the application was suspended by the Patent and Trademark Office due to
interference proceedings under 35 U.S.C. 135(a) not involving the application and ending on the
date of the termination of the suspension.

Petitioner asserts that under 1.701(c)(1)(ii); the patent term extension should be 246 days for the
delays due to the suspensions in prosecution due to an interference. Petitioner’s argument that
the Office is improperly distinguishing between a suspension to await the outcome of an
interference and a suspension for a potential interference is not persuasive. In order to implement
35 U.S.C. 154(b) (in effect between June 8, 1995 and May 28, 2000), the Office promulgated 37
CFR 1.701(c)(1), which, consistent with the statute, requires an interference proceeding under 35
U.S.C. 135(a) to be eligible for patent term extension. Petitioner’s assertion that the statutes (§§
135 and. 154) and the rule (1.701) do not require such an interpretation and should be read to
include delays due to suspensions for interference proceedings under § 135(a) not involving the
application and due to suspensions for potential interferences proceedings is not persuasive. In
accordance with § 154 and § 135(a), patent term extension under the post GATT and pre AIPA
statute only permits extension for the delay due to a proceeding under § 135(a).

35 U.S.C. 154 provides that “if the issue of an original patent is delayed due to a proceeding
under section 135(a)”, then the patent may be extended. Thus in accordance with § 154, a
proceeding under § 135 is required to be eligible for patent term extension. An interference
proceeding begins when the interference is declared and ends with the final decision. While the
examiner may be permitted to suspend prosecution in an application, the Examiner does not have

the authority to declare an interference and thus initiate an interference proceeding in accordance
with § 135(a).

Although prosecution was twice suspended in the above-identified application, the suspensions
were due to a potential interference either with or involving one or more other applications. The
suspensions were not for the reason that the subject application was involved in an interference,
or to await the result of an interference proceeding in another application. As a result, the
provisions of 37 CFR 1.701(c)(1)(ii) do not apply because this section applies to suspensions by
the "Office due to interference proceedings under 35 U.S.C. 135(a) not involving the
application," and in this instance there were no such.other interference proceedings. Therefore,
Petitioner's argument that he is entitled to an additional 246 days of patent term extension for the
periods of the two suspensions under 37 CFR 1.701(c)(1)(i1) is not persuasive. The application is
not entitled to additional days of patent term extension under 37 CFR 1.701(c)(1)(ii). While
Petitioner asserts that fairness dictates that the Office must grant additional term extension, the
Office may only grant an extension as provided by the statute.
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With respect to the termination delay, according to 37 CFR 1.701(c)(1)(i), the application is
entitled to patent term extension for the number of days, in the period beginning on the date the
interference was declared to involve the application in the interference and ending on the date
that the interference was terminated with respect to the application. The interference was
declared on July 18, 2006, the date of the Declaration of Interference. A final decision by the
BPAI was entered and mailed on November 24, 2006, the date of the decision. According to 37
CFR 41.205, after a final decision by the BPAI is entered, interference is considered terminated
when no appeal or other review has been or can be taken. As a result, the period of extension is
191 days, the period from July 18, 2006, the date of the declaration of interference to January 24,
_ 2007, which is two months after the mailing of the decision by the BPAI including the beginning
and end dates.

Petitioner’s assertion that additional patent term extension (19 days) should be granted because
the interference was not terminated until December 21, 2007, the date the application was
dispatched to the Examiner, is not persuasive. In accordance with 37 CFR 41.205, the
interference was terminated two months after the mail date of the decision by the BPAI, when no
further appeal was taken. After the BPAI entered the final decision, there were no further
interference proceedings with respect to the application, thus the application is not entitled to
additional patent term extension, regardless of whether the application remained in the BPAI's
area. Petitioner’s assertion that the statute (§ 154) and the rule (1.701) should be read broadly
and given greater interpretational weight than 37 CFR 41.205 is not persuasive. In accordance
with 35 U.S.C. 154 and 35 U.S.C. 135, patent term extension under the post GATT and pre
AIPA statute only permits extension for the delay due to a proceeding under section 135(a) and a
proceeding begins when the interference is declared and ends two months after the final decision.
While Petitioner asserts that fairmess dictates that the Office must grant additional patent term
extension, the Office may only grant an extension as provided for by the statute. Petitioner’s
assertion that the failure to promptly forward the application was entirely within control of the
Office is not persuasive. Petitioner could have contacted the Office or filed a paper concerning
the termination of the interference.

Petitioner’s assertion that 41.205 is a narrowly applicable subsection and is only for settlement
agreements is not persuasive. In accordance with the rule, “After a final decision is entered by
the Board, an interference is considered terminated when no appeal (35 U.S.C. 141) or other
review (35 U.S.C. 146) has been or can be taken or had.” Contrary to Petitioner’s assertion that
the subheading narrows the applicability of the rule, the language in the preamble discussing the
implementation of the final rule clearly states the section “incorporates Rule 661" and “[i]n
addition, § 41.205(a) provides that after a final decision is entered by the Board, an interference
is considered terminated when no appeal (35 U.S.C. 141) or other review (35 U.S.C. 146) has
been or can be taken or had”.! _

The Office has no authority to grant an extension of the term due to administrative delays except
as authorized by 35 U.S.C. § 154. '

' Rules of Practice Before the Board of Patent Appeals and Interferences — Final Rule, 69 FR 49960, 49969, (Aug. 12, 2004).
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Decision

The prior decision which granted-in-part a petition under 35 U.S.C. 154(b) and 37 CFR 1.701
and dismissed a second petition under 37 CFR 1.182 for patent term extension for the delayed
issuance of the patent for the above-identified patent application have been reconsidered. For the
reasons stated herein, and in the previous decision, however, additional patent term extension in
this case cannot be granted under 35 U.S.C. § 154(b) and 37 CFR §§ 1.181, 1.182 and 1.701.
Therefore, the petitions are denied.

This decision may be viewed as a final agency action. See MPEP § 1002.02(b).

Telephone inquiries with regard to this communication should be directed to Mark O. Polutta at
(571) 272-7709. '

\

Ko E Flortm
Brian Hanlon -

Director

Office of Patent Legal Administration
Office of the Deputy Commissioner

for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT . 7,328,053 B1
DATED . February 5, 2008
INVENTOR(S):  Diab etal.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 0 days.

Delete the phrase “by 0 days” and insert — by 191 days--
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OFFICE OF PETTTIONS

In re Patent No. 6,500,636

Issue Date: December 31, 2002 :

Application No. 09/196,270 ‘ T NOTICE
Filed: November 19, 1998 :

Attorney Docket No. 14551-003001

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

~ K

Thurman K. Page
Petitions Examiner
Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request Petition to Correct Assignee After Payment of Issue Fee (37 CFR 3.81(b))

Application Number 09196338

Filing Date 19-Nov-1998

First Named Inventor SEAN HANDEL

Attorney Docket Number 10761.0009-00

Title of Invention

A PERSONALIZED PRODUCT REPORT

Pursuant to 37 CFR 3.81(b), applicant hereby request that the listed assignee with respect to U.S. Patent Number 8121891
be corrected to accurately reflect the name of the assignee on the front page of the above-identified patent by way of a
Certificate of Correction.

X | certify, in accordance with 37 CFR 1.4(d)(4), that the assignment was submitted for recordation as set forth in 37 CFR 3.11
before issuance of the patent.

Correction of Assignee

Current Assignment Listed (240 char limit}
The assignment information is currently listed as:

Accenture Global Services GmbH

Update Assignment Listing to (240 char limit)

Change assignment information to the following:

Accenture Global Services Limited

As required by 37 CFR 3.81, a Request for a Certificate of Correction is being filed herewith, along with the fee setforth in
[ 37 CFR1.20{).




(& Applicant(s) status remains as OTHER THAN small entity.
(O Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
(& Applicant(s) status remains as SMALL ENTITY.

(® Applicantis no longer claiming small entity status. See 37 CFR 1.27(g)(2).

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and
that such willful false statements may jeopardize the validity of the application or any patent issued thereon.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

I certify, in accordance with 37 CFR 1.4(d){(4) that | am:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of
attorney in this application.

(O An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.
(O Asole inventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors

(OAjointinventor; all of whom are signing this request

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Erika H. Arner/

Name Erika H. Arner

Registration Number, if applicable 57540
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Commissioner for Patents
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Decision Date: April 2,2012
In re Patent No. 8121891
Issue Date: 21-Feb-2012

o DECISION ON REQUEST
Application No 09196338 UNDER 37 CFR 3.81(b)
Filed date 19-Nov-1998

Attorney Docket No 10761.0009-00

This is an electronic decision on the request filed April 2, 2012 under 37 CFR 3.81(b) to correct the name of the

assignee of the above-identified patent by way of a Certificate of Correction.

Petitioner request that the listed assignment information be replace with updated assignment information.
Assignment Information Currently Listed As:

Accenture Global Services GmbH

Change Assignment Information to the Following:

Accenture Global Services Limited

The request is GRANTED.
Telephone inquiries concerning this decision may be directed to the the Patent Electronic Business Center (EBC) at 866-217-9197.

Inquiries regarding the issuance of a Certificate of Correction should be directed to the Certificate of Correction Branch at (571)
272-4200.

The Certificate of Correction Branch will be notified of this decision granting the request under 37 CFR 3.81(b) and directing
issuance of the requested Certificate of Correction.

Office of Petitions
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OFFICE OF PETITIONS

In re Patent of Karney et al.

Patent No. 5,988,097 :

Issue Date: November 23, 1999 : Decision on Petition
Application No. 09/197,987 - '

Filing Date: November 23, 1998

Attorney Docket No. 801134

This is a decision on the petition under 37 C.F.R. § 1.378(b) filed December 23, 2011, which
requests reinstatement of the patent.
The petition is DISMISSED.
Facts
The inventors of record are Steven Karney and Edward Frieling.
The patent issued November 23, 1999. |

The patent expired because the 3.5 year maintenance fee was not timely paid. A decision
reinstating the patent was mailed September 7, 2004.

The patent expired because the 7.5 year maintenance fee was not timely paid. A decision
reinstating the patent was mailed November 28, 2007.

The 11.5 year maintenance fee could have been paid from November 23, 2010, to May 23, 2011,
or with a surcharge from May 24, 2011, to November 23, 2011. The fee was not tlmely paid. As
a result, the patent expired November 24, 2011.

Sherry Frieling, on behalf of SmartBoat, LLC (“Smartboat™), states the patent agent of record
failed to notify SmartBoat when the 11.5 year maintenance fee became due.



Patent No. 5,988,097 . . Page 2

Applicable Law

A grantable petition under 37 C.F.R. § 1.378(b) must be accompanied by a showing to the
satisfaction of the Director that the entire delay in paying the required maintenance fee from the
due date for the fee until the filing of a grantable petition pursuant to this paragraph was
unavoidable.

In order for a party to show unavoidable delay, the party must show “reasonable care was taken
to ensure that the maintenance fee would be promptly paid.”' The level of “reasonable care”
required to be shown is the same as the level of "care or diligence ... generally used and observed
by prudent and careful men in relation to their most important business."> When determining if a
period of delay has been shown to have been unavoidable, the Office will take “all the facts and
circumstances into account” and will decide each petition “on a case-by-case basis.”™

35 U.S.C. § 41(c)(1) states, with emphasis added, “The Director may accept the payment of any
maintenance fee . . . after the six month grace period if the delay is shown to the satisfaction of
the Director to have been unavoidable.” Therefore, petitioner has the burden of proof. The
decision will be based solely on the written, administrative record in existence. A petition will
not be granted if petitioner provides insufficient evidence to “show” that the delay was
unavoidable.

The Office and Congress have recognized the unavoidable standard can be very difficult to meet.
During 1992, Congress considered the difficulty involved in reinstating a patent under the
unavoidable. Congressional representatives described the unavoidable standard as inflexible,
extremely hard to meet, too stringent and harsh.® Congress did NOT take steps to make the
unavoidable standard more flexible, easier to meet, less stringent, or less harsh. Instead,
Congress determined that it would allow patent owners the ability to reinstate a patent under an
"unintentional" standard as long as the petition was filed within 24 months of the expiration of
the patent. Congress chose to continue requiring proof of unavoidable delay for petitions filed
after the 24 month time period.

'37 C.F.R. § 1.378(b).

% In re Mattulath, 38 App. D.C. 497, 514-15 (D.C. Cir. 1912). See also Ray v. Lehman, 55 F.3d 606, 34 U.S.P.Q.2d
(BNA) 1786 (Fed. Cir. 1995) (citations omitted) ("[I]n determining whether a delay in paying a maintenance fee was
unavoidable, one looks to whether the party responsible for payment of the maintenance fee exercised the due care
of a reasonably prudent person.")

¥ Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982).
* “['The unavoidable] standard has been found to be extremely hard to meet. Some patent owners have lost their
patent rights due to this inflexible standard.” 138 CONG. REC. S16613, 16614 (September 30, 1992) (Rep.
DeConcini) (emphasis added). "The unavoidable standard has proved to be too stringent in many cases.” 138
CONG. REC. H1115 (October 3, 1992) (Rep. Hughes) (emphasis added). "The unavoidable standard is 'too
stringent. Some patent owners have lost their patent rights due to circumstances that do not warrant this harsh result,
but that could not be considered ‘unavoidable’ under current law." 138 CONG. REC. E1688 (June 4, 1992)

) (extension of remarks of Rep. McCollum) (emphasis added).
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Analysis

Smartboat, LLC (“Smartboat”) has not Proven Smartboat is the Owner of the Patent.

Assignment records indicate the four trustees of the Edward Frieling Revocable Trust assigned
the trust’s rights in the patent to themselves, and then assigned their rights to Smartboat on
November 6, 2010. However, assignment records do not establish the Edward Frieling
Revocable Trust ever owned any rights to the patent. As a result, the inventors are presumed to
be the owners of the patent.

The Petition Fails to Address the Conduct of the Inventors.

Since the inventors are presumed to be the owners of the patent, a grantable petition under
37 C.F.R. § 1.378(b) must address the conduct of the inventors. The petition fails to address the
conduct of either inventor. Therefore, the petition cannot be granted.

Any request for reconsideration must address the conduct of the inventors or prove Smartboat
owns all rights in the patent.

The Petition Fails to Prove Smartboat’s Reliance on the Agent of Record was Reasonable.

Even if the record established Smartboat owns all rights in the patenl the petition could not be
granted.

Smartboat appears to be asserting it relied on Alvin Blum, the agent of record, to notify
Smartboat when the 11.5 year maintenance fee became due.

Smartboat fails to establish Smartboat ever hired Blum to notify Smartboat when the fee became
due. In fact, Smartboat has failed to prove it has ever been one of Blum’s clients. Therefore, the -
record fails to prove Smartboat’s reliance on Blum to notify Smartboat when the 11.5 year
maintenance fee became due was consistent with the level of care normally used by reasonable
and prudent individuals when handing their most important business.

The Petition Fails. to Fully Address Blum’s Conduct. -

Even if the record established Smartboat owns the patent, and established Smartboat’s reliance
on Blum was warranted, the petition could not be granted.

When the owner of a patent relies on a third-party to take certain steps or actions to ensure
maintenance fees are timely paid for a patent, the owner “may obtain reinstatement only upon a
showing that the third-party’s failure to pay the maintenance fees was ‘unavoidable.””

The petition does not prove Blum’s failure to notify Smartboat when the 11.5 year maintenance
fee became due was unavoidable.

* Burandt v. Dudas, 496 F. Supp. 2d 643, 652 (E.D. Va. 2007) (quoting California Med. Prods., Inc., Tecnol Ved.
Prods., Inc., 921 F. Supp. 1219, 1259 (D. Del. 1995).
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The Address of Record

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent. If the person signing the instant petition desires to receive
future correspondence regarding this application, the appropriate power of attorney or
authorization of agent must be submitted. While a courtesy copy of this decision is being mailed
to the person who signed the instant petition, all future correspondence will be directed solely to
the address currently of record until such time as appropriate instructions are received to the
contrary.

Petitioner's Current Options

I. Petitioner may file a request for reconsideration.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision and include a non-refundable petition fee of $400. Extensions of time under
37 C.F.R. § 1.136(a) are NOT permitted. The reconsideration request should include a cover
letter entitled “Renewed Petition under 37 C.F.R. § 1.378(b).” This is not a final agency action
within the meaning of 5 U.S.C. § 704.

The Office notes Petitioner submitted $310 more than necessary (83,375 instead of $3,065) when
filing the petition. If a request for reconsideration is filed, Petitioner may request the excess
$310 be applied towards the $400 fee and submit $90 for the remainder of the fee.

Afiter a decision on the petition for reconsideration is issued, no further reconsideration or
review of the matter will be undertaken by the Director. Therefore, it is extremely important that
petitioner supply any and all relevant information and documentation with his request for
reconsideration. The Commissioner’s decision will be based solely on the administrative record
in existence. Petitioner should remember that it is not enough that the delay was unavoidable;
petitioner must prove that the delay was unavoidable. A petition will not be granted if petitioner
provides insufficient evidence to “show” that the delay was unavoidable. Therefore, if a request
for reconsideration is filed, it must establish that the entire delay in the submission of the
maintenance fee was unavoidable.

[I. Petitioner may wish to file a petition under 37 C.F.R. § 1.378(c).

Petitioner may wish to consider filing a petition to reinstate the patent based on unintentional
expiration under 37 C.F.R. § 1.378(c). A copy of a PDF-fillable form which may be used when
filing the petition can be found at http://www.uspto.gov/web/forms/sb0066.pdf.

The surcharge for a petition under 37 C.F.R. § 1.378(c) is $1,640. Therefore, if a petition under
37 C.F.R. § 1.378(c) is filed, it must be accompanied by a payment of $630 ($1,640 reduced by
$700 and reduced by $310 overpayment.
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[11. Petitioner may request a refund of the funds which accompanied the petition.

Since the petition is dismissed, petitioner may request a refund of the $3,375 filed December 23,
2011. Petitioner is reminded that if a request for reconsideration is later filed along with the

$400 fee, the $400 will not be refunded. A request for a refund should be sent to: Mail Stop 16,
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313 1450. A copy of this decision
should accompany any request for refund.

Further correspondence with respect to this matter may be submitted as follows:

By Internet: A request for reconsideration may be filed electronically using EFS Web.®
Document Code “PET.OP” should be used if the request is filed electronically.

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
Attn: Office of Petitions

By hand: U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

o,

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions

¢ General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/index jsp.
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Commissioner for Patents

United States Patent and Trademark Office
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www.uspto.gov

Péper No. 17

TERRA NOVA PATENT LAW, PLLC

MINNESOTA CENTER, SUITE 1100 | MAILED

7760 FRANCE AVENUE SOUTH o

MINNEAPOLIS, MN 55435 | MAY 182011
OFFICE OF PETITIONS

In re Patent No. 6,305,697

Issue Date: October 23, 2001 :

Application No. 09/198,240 : ON PETITION
Filed: November 23, 1998 :

Attorney Docket No. TNPL028.002US1

" This is a decision on the petition.under 37 CFR 1.378(c), filed April 11, 2011, to accept the delayed
payment of a maintenance fee for the above-identified patent.

The petition is DISMISSED.

The patent issued October 23, 2001. The second maintenance fee could have been paid from October 23,
2008 through April 24, 2009, or with a $65 surcharge during the period from April 24, 2009 through
October 23, 2009. Accordingly, the patent expired at midnight April 26, 2009, for failure to timely
submit, the (second) 7 4 year maintenance fee.

A petition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 41(c) and
37 CFR 1.378(c) must be accompanied by: (1) a statement that the delay was unintentional; (2) payment
of the appropriate maintenance fee, unless previously submitted; (3) payment of the surcharge set forth in
37 CFR 1.20(i)(2). This petition lacks item (2) and (3) above.

A review of the record shows that while petitioner did give authorization to charge the petitioner’s credit
card, no credit card information was provided to cover the cost of the maintenance fee and surcharge.
Therefore, the before a petition filed under 37 CFR 1.378(c) to accept the unintentionally delayed
payment of the maintenance fee can be reviewed, the fee of $1640 for the surcharge and the maintenance
fee payment of $1240 must be paid. No consideration on the merits can be given that petition untll the
required fees are received.

If reconsideration of this decision is desired, a petition for recon51derat10n under 37 CFR 1.378(e) must
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this
two-month time limit can be granted under 37 CFR 1.136(a) or (b). This is not a final agency action
within the meaning of 5 U.S.C. § 704. .
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Any petition for reconsideration of this decision must be accompanied by the petition fee of $400 as
set forth in 37 CFR 1.17(f). The petition for reconsideration must include the lacking item(s) noted
below, since, after a decision on the petition for reconsideration, no further reconsideration or
review of the-matter will be undertaken by the Director.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Matil Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.

. Wise
Petftions Examiner
Office of Petitions
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In re Patent No. 6,305,697

Issue Date: October 23, 2001
Application No. 09/198,240

Filed: November 23, 1998

Attorney Docket No. TNPL028.002US]

REQUIREMENT FOR INFORMATION

This is a decision on the renewed petition received June 9, 2011 in response to the notice of patent
expiration mailed November 23, 2009.

A review of the record reveals that the petitioner filed a petition to pay the 7 /2 year maintenance fee by
paying the surcharge on April 11,2011 in the amount of $1620 and the maintenance fee in the amount of
$400 concurrently with the renewed petition on June 9, 2011. However, the fees submitted are not
sufficient to reinstate the above identified patent. In this regard the maintenance fee is $1240, the
petitioner paid $400 and the required surcharge fee is $1640 and petitioner has paid 1620. In order to
reinstate the patent, petitioner must submit the additional $20 to cover the surcharge, $840 to cover the
maintenance fee and $400 for the renewed petition petition fee as stated in the original decision. A'total
amount of $1260 is needed to cover the fee deficiency.

Petitioner states he would like to “reinstate” his patent. To do so, patentee must file a renewed petition
and submit the required fees to cover all deficiencies as required by 37 CFR 1.378(c).

Telephone inquiries related to this communication should be directed to the undersigned at (571) 272-
1642.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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TERRA NOVA PATENT LAW, PLLC

MINNESOTA CENTER, SUITE 1100 AR B

7760 FRANCE AVENUE SOUTH MA”-Eb

MINNEAPOLIS, MN 55435 AUG 18 2011
OFFICE OF PETITIONS

In re Patent No. 6,305,697

Issue Date: October 23, 2001 :

Application No. 09/198,240 : ON PETITION
Filed: November 23, 1998 e ,

Attorney Docket No. TNPL028.002US1

CORRECTED DECISION

This is a corrected decision on the renewed petition under 37 CFR 1.378(c), filed June 9, 2011, to accept
the unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on October 23, 2009 for failure to pay the 7 %2 year maintenance fee. Since this
petition was submitted within twenty-four months after the six-month grace period provided in 37 CFR
1.362(e), the petition was timely filed under the provisions of 37 CFR 1.378(c).

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the mail date
of this decision.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-1642.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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6034281

In re Patent No.
Issue Date: March 7,2000

09198879 :DECISION GRANTING PETITION

Application No. ‘UNDER 37 CFR 1.378(c)

Filed: November 24,1998
Attorney Docket No. FER-227

This is a decision on the electronic petition, filed April 4,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 11.5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of April 4,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6034281 2000-03-07 09198879 1898-11-24 NOP-227

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
® 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22
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U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

! Kenneth A_ Clark /

Date (YYYY-MM-DD)

2012-04-04

Name

Kenneth A. Clark

Registration Number

32119

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. 8314313
Issue Date: November 6,2001
ieati :DECISION GRANTING PETITION
Application No. 09199003 "UNDER 37 CFR 1.378(c)
Filed: November 23,1998

Attorney Docket No. 002379.P051X

This is a decision on the electronic petition, filed October 18,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 7.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 18,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.
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U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6314513 2001-11-06 09199003 1898-11-23 002379.P051X

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3%year (1551) O 3%year (2551)
(® 7 %year (1552) () 7 Vayear (2552)
O M%year  (1553) O 11 Yyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O Asole patentee

joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
A joint patentee; | certify that | thorized to sign thi bmissi behalf of all the oth tent:
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
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Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2010-10-15

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Paper No.
| MAILED
FOLEY AND LARDNER LLP
SUITE 500 - JAN 24 2011
3000 K STREET NW OFHCEOFPET
WASHINGTON DC 20007 ITIONS
In re Application of :
Benneker et al. : DECISION
Application No. 09/200,743 : ON APPLICATION FOR
Patent No. 7,598,271 : PATENT TERM ADJUSTMENT

Filed: November 30, 1998
Issued: October 6, 2009

Atty Docket No. 091856-0111
Title: CRYSTALLINE PAROXETINE
METHANE SULFONATE

This is a decision on the “RENEWED REQUEST FOR RECONSIDERATION
OF PTA UNDER 37 C.F.R. § 1.705 & RESPONSE TO DECISION ON
PETITION,” filed on October 22, 2009 and supplemented on June 2,
2010. Patentee requests that the patent term adjustment be
increased from two thousand and seventy-two (2072) days to two
thousand, five hundred and fourteen (2514) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent to indicate that the term of the
above-identified patent is extended or adjusted by two thousand
and seventy-three (2073) days is GRANTED to the extent indicated
herein.

The $200 fee that is associated with the filing of this petition
will be charged to Deposit Account No. 19-0741 in due course, as
authorized on the seventh page of this petition.

On October 1, 2008, Applicants submitted a “COMMUNICATION
REGARDING PATENT TERM ADJUSTMENT, ” which was granted via the
mailing of a decision on February 10, 2009.

On May 21, 2009, Applicants submitted a petition requesting that
the patent term adjustment be increased to two thousand and
seventy-two (2072) days, which was dismissed as premature via
the mailing of a decision on August 26, 2009.
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Application No. 09/200,743 matured into U.S. patent No.
7,598,271 on October 6, 2009, with a patent term adjustment of
two thousand and seventy-two (2072) days.

Patentee has indicated that this patent is not subject to a
terminal disclaimer.’

With this petition, there are five periods of examination and
applicant delay that are in dispute.

Regarding the first period that is in dispute, the Office agrees
that the period of examination delay pursuant to 37 C.F.R.
§ 1.703(c) (1) totals 603 days,? and not 602 days.

Regarding the second period that is in dispute, the period from
the filing date of the request for continued examination (RCE)

to the issue date of the patent is not included in the “B” delay
period. Therefore, the over three-year period begins on

November 28, 2003 and ends on March 5, 2009, the day before the
first RCE was filed, which amounts to 1925 (not 1926)° days. See
U.S.C. 154(b)(1)(B)(1i).

Regarding the third period that is in dispute, the 215-day
period of applicant delay discussed on the sixth page of this
petition is not applicable.

Regarding the fourth period that is in dispute, the issue fee
was paid on October 1, 2008, and a petition to withdraw the
application from issuance was filed four months and 33 days
later on March 6, 2009. Patentee argques this constitutes 33
days of examination delay pursuant to 37 C.F.R. § 1.703(a)(6),*
however no adjustment pursuant to this Rule is warranted: due to
Applicant’s request to withdraw the application from issuance,
the Office was not required to issue the patent at that time.

Regarding the fifth period that is that is in dispute, Patentee
argues that 2546 days of examination delay is warranted pursuant
to 37 C.F.R. § 1.703(a)(2), as a response to a restriction
requirement was filed on April 26, 2001 and a notice of
allowance was mailed four months and 2,546 days later on

n, page nd supplement to petition, page 6.
See chart accompanying both this petition and supplement to petition.
Petition, page 5 and supplement to petition, page 5.



Patent No. 7,598,271 Application No. 09/200,743 Page 3

September 19, 2008. This calculation is erroneous, as the
period of delay should have commenced with the four-month
anniversary of the mailing of the decision on the interference
on May 25, 2004, and not with the four-month anniversary of the
filing of the response to the restriction requirement on April
26, 2001. As such, an adjustment of 1455 (not 2546) days 1is
warranted. As was set forth on the third page of the decision
of February 10, 2009:

..a favorable decision by the Board was mailed on May 25, 2004.
The Office did not mail an Office action, a notice of allowance,
in response until September 19, 2008, four months and 1455 days
later. Pursuant to 37 CFR 1.703(a)(5), a period of adjustment of
1455 days should have been entered. Instead a period of
adjustment of 2,546 days was entered. The period of adjustment
of 2,546 days is being removed and the period of adjustment of
1455 days is being entered.

As such, the patent term adjustment is increased by 2073 days,
not 2514 days.

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 C.F.R. § 1.322, the Office will not issue a
certificate of correction without first providing assignee or
patentee an opportunity to be heard. Accordingly, Patentee 1is
given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under 37 C.F.R. § 1.136.

The application is being forwarded to the Certificates of Branch
for issuance of a certificate of correction. The Office will
issue a certificate of correction indicating that the term of
the above-identified patent is extended or adjusted by two
thousand and seventy-three (2073) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3225.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,598,271 B1
DATED :  October 6, 2009 DRAFT
INVENTOR(S) : Benneker et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below: .

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted under 35
USC 154(b) by 2072 days

Delete the phrase “by 2072 days” and insert — by 2073 days--




PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
5,953,844 1899-09-21 09/201,791 1898-12-01 18387-010

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) O 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) ™ 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

® An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O
O

The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016
U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Isandrabeauchesne/

Date (YYYY-MM-DD)

2012-04-18

Name

Sandra Beauchesne

Registration Number

43422

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent No. 293844

Issue Date: September 21,1999
Application No. 09201791

Filed: December 1,1998

Attorney Docket No. 44117-101

This is a decision on the electronic petition, filed
to accept the unintentionally delayed payment of the

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of

April 18,2012
11.5 year maintenance fee for the above-identified patent.

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

:DECISION GRANTING PETITION
:UNDER 37 CFR 1.378(c)

,under 37 CFR 1.378(c)

April 18,2012

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and
this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print

and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
MAILED
GARDNER GROFF GREENWALD & VILLANUEVA. PC
2018 POWERS FERRY ROAD NOV 30 2011

SUITE 800
ATLANTA GA 30339 OFFICE OF PETITIONS

In re Patent Number: 6,019,674

Issue Date: 02/01/2000 :

Application Number: 09/201,915 : DECISION ON PETITION
Filing Date: 11/30/1998 :

For: TWO STEP POULTRY STUNNING

METHOD AND APPARATUS THEREFOR

This is a decision on the petition under 37 CFR 1.378(b), filed
on July 12, 2011, to accept the delayed payment of the
maintenance fee for the above-identified patent.

The petition is dismissed.

If reconsideration of this decision is desired, a petition for
reconsideration under 37 CFR 1.378(e) must be filed within TWO
(2) MONTHS from the mail date of this decision. No extension of
this 2-month time limit can be granted under 37 CFR 1.136(a) or
(b). Any such petition for reconsideration must be accompanied
by the petition fee of $400.00 as set forth in 37 CFR 1.17(f).
The petition for reconsideration should include an exhaustive
attempt to provide the lacking item(s) noted below, since, after
a decision on the petition for reconsideration, no further
reconsideration or review of the matter will be undertaken by the
Director.

The patent issued on February 1, 2000. The first maintenance fee
was timely paid. The second maintenance fee could have been paid
during the period from February 15 through August 1, 2007, or,
with a surcharge, during the period from August 2, 2007 through
February 1, 2008. The patent expired at midnight on February 1,
2008, for failure to timely pay the second maintenance fee.

Petitioner, assignee SEC, Inc., states via its counsel, that the
delay in payment of the second maintenance fee was unavoidable
because of “an unfortunate combination of a death of a key
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individual at the assignee and a retirement of the patent
attorney.”

Specifically, petitioners state that assignee’s former registered
patent practitioner, Eric P. Schellin (hereinafter “Schellin”),
withdraw as attorney or agent from several other patents owned by
petitioner SEC, Inc. In those cases, petitioners assert that
attorney Schellin stated that it was his intention to close his
law office. Attorney Schellin, apparently as a result of
inadvertence, did not file a withdrawal of power of attorney in
this case. As such, maintenance fee reminders from the USPTO
continued to be sent in this case to Schellin’s office, rather
than to petitioner.

Petitioners further aver that Mr. Dale B. Garner, a principal
with assignee SEC, Inc., and the contact person for patents,
passed away on August 14, 2006. On August 13, 2007, state
petitioners, the USPTO mailed a maintenance fee reminder to
Schellin, but the fee reminder was not communicated to the
assignee.

Petitioners state that on June 13, 2011, petitioners’ new
registered patent practitioner, Arthur A. Gardner, communicated
to assignee SEC, Inc., that the patent had expired.

A grantable petition to accept a delayed maintenance fee payment
under 37 CFR 1.378(b) must be include ‘

(1) the required maintenance fee set forth in § 1.20(e)
through (g):

(2) the surcharge set forth in §1.20(I) (1); and

(3) a showing that the delay was unavoidable since
reasonable care was taken to ensure that the maintenance fee
would be paid timely and that the petition was filed promptly
after the patentee was notified of, or otherwise became aware of,
the expiration of the patent. The showing must enumerate the
steps taken to ensure timely payment of the maintenance fee, the
date and the manner in which patentee became aware of the
expiration of the patent, and the steps taken to file the
petition promptly.

The petition lacks item (3), above. The showing of record is
inadequate to establish unavoidable delay within the meaning of
37 CFR 1.378(b) (3).

A late maintenance fee is considered under the same standard as
that for reviving an abandoned application under 35 U.S.C. § 133
because 35 U.S.C. § 41(c) (1) uses identical language (i.e.
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“unavoidable delay”).' Decisions reviving abandoned applications

have adopted the reasonably prudent person standard in
determining if the delay was unavoidable.? In this regard:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. 1If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.?

As 35 U.S.C. § 41(c) requires the payment of fees at specified
intervals to maintain a patent in force, rather than some
response to a specific action by the Office under 35 U.S.C. §
133, a reasonably prudent person in the exercise of due care and
diligence would have taken steps to ensure the timely payment of
such maintenance fees.? That is, an adequate showing that the
delay was "unavoidable" within the meaning of 35 U.S.C. § 41 (c)
and 37 CFR 1.378(b) (3) requires a showing of the steps taken to
ensure the timely payment of the maintenance fees for this
‘patent.’

While petitioner alleged chose to rely upon his registered patent
practitioner, Schellin, such reliance per se does not provide

! Ray v. Lehman, 55 F.3d 606, 608-09, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995) (quoting

In re Patent No. 4,409,763, 7 USPQ2d 1798, 1800 (Comm’r Pat. 1989)).

Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (Comm’r Pat. 1887) (the term
“unavoidable” “is applicable to ordinary human affairs, and requires no more or
greater care or diligence than is generally used by prudent and careful men in
relation to their most important business”).

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec.
Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138
USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte

Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913). 1In addition, decisions on revival are
made on a “case-by-case basis, taking all the facts and circumstances into account.”
Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally,

a petition cannot be granted where a petitioner has failed to meet his or her burden
of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314,
316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

Ray, 55 F.3d at 609, 34 USPQ2d at 1788.
id.
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petitioner with a showing of unavoidable delay within the meaning
of 37 CFR 1.378(b) and 35 U.S.C. § 41(c).® Rather, such reliance
merely shifts the focus of the inquiry from petitioner to whether
the attorney or agent acted reasonably and prudently.’ As such,
assuming that the agent had been so engaged, then it is incumbent
upon petitioner to demonstrate, via a documented showing, that
the attorney or agent had docketed this patent for the second
maintenance fee payment in a reliable tracking system.® If
petitioner cannot establish that the attorney or agent had been
so engaged, then petitioner will have to demonstrate what steps
were established by petitioner to monitor and pay the maintenance
fee.

In this case, petitioners assert that Schellin failed to properly
inform petitioners that he was no longer the attorney of record
in this application. Petitioners are reminded that the failure
of communication between an applicant and counsel is not
unavoidable delay.? Specifically, delay resulting from a lack of
proper communication between a patent holder and a registered
representative as to who bore the responsibility for payment of a
maintenance fee does not constitute unavoidable delay within the
meaning of 35 U.S.C. § 41(c) and 37 CFR 1.378(b).!® Moreover,

the Office is not the proper forum for resolving a dispute as to
the effectiveness of communications between garties regarding the
responsibility for paying a maintenance fee.'!

Furthermore, the showing of record indicates that petitioners
relied on the receipt of the USPTO Maintenance Fee Reminders,
either by counsel or by petitioners, to track and pay the
maintenance fee. The failure to receive a Maintenance Fee
Reminder does not constitute unavoidable delay.12 Under the
statute and regulations, the Office has no duty to notify
patentees of the requirement to pay maintenance fees or to notify
patentees when the maintenance fees are due. The Office mailing
of Maintenance Fee Reminders is carried out strictly as a
courtesy. Accordingly, it is solely the responsibility of the
patentee to assure that the maintenance fee is timely paid to

6 See California Med. Prod. v. Technol. Med. Prod., 921 F. Supp. 1219, 1259 (D. Del.
1995) .

7I_d.

8 1a.

9 In re Kim, 12 USPQ2d 1595 (Comm'r Pat. 1988).

10 See Ray v. Lehman, 55 F.3d 606, 610, 34 USPQ2d 1786, 1789 (Fed. Cir. 1995).

11 14

12 See Patent No. 4,409,763, supra; see also “Final Rules for Patent Maintenance Fees”

49 Fed. Reg. 34716, 34722-34723 (August 31, 1984), reprinted in 1046 Off. Gaz. Pat.
Office 28, 34 (September 25, 1984). .
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prevent expiration of the patent. The failure to receive a
Maintenance Fee Reminder will not shift the burden of monitoring
the time for paying a maintenance fee from the patentee to the
Office.?’

Rather than unavoidable delay, the showing of record is that
petitioner failed to ensure that there was a reliable system in
place, either by petitioners’ counsel, or at petitioners’ own
office, to ensure timely payment of the maintenance fee. Rather,
petitioners simply relied on the receipt of the maintenance fee
reminders to pay the maintenance fee. As petitioner has not
shown that it exercised the standard of care observed by a
reasonable person in the conduct of his or her most important
business, the petition will be dismissed.*

Further to this point, assuming, arguendo, Mr. Dale B. Garner had
not passed away and was still employed in his position at
assignee SEC, Inc., at the time the second maintenance fee
reminder was mailed, and the address on file at the USPTO for the
mailing of maintenance fee reminders was that of SEC, Inc., but
petitioners had not timely paid the second maintenance fee, the
showing of record would not be that of unavoidable delay due to
the lack of a reliable system for tracking and paying the
maintenance fee independent of receipt of any reminder from the
USPTO.

Since petitioner has not shown unavoidable delay, the petition
will be dismissed.

Petitioner should note that if this petition is not renewed, or
if renewed and not granted, then the maintenance fee and post-
expiration surcharge are refundable.

The $400.00 petition fee for seeking reconsideration is not
refundable. Any request for refund should be in writing to the
address noted below.

Further correspondence with respect to this matter should be
addressed 